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1. Basic Characteristics of China’s Trademark
Legal System
& SAFE: RPIEMTARE MAG R A SR
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« Legislative purpose: equally protect the right to the exclusive

CAAD ]

use of registered trademarks and consumers’ rights and
interests.

« Basic principles: “first-to-file” while also considering trademark
use. Trademark squatting prohibited.

« Unigue protection: administrative law enforcement and judicial

judgement combined.
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« With four decades of efforts since the launch of the reform and
opening-up policy, we have established a full-fledged
trademark legal system which is consistent with China’'s
national conditions, the international treaties to which we are
state parties, and common international practice.

www.cnipa.gov.cn
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2. Development Trajectory of China’s Trademark Legal
System

& NITRAAREA1983F3A1 B ALK, LEstiTiLAm = k5K

€ Implemented since March 1%t, 1983, the Trademark Law currently in

effect has undergone three comprehensive revisions

% —k: 19935 First: 1993
# ok 2001 Second: 2001

% =k 20135 Third: 2013

www.cnipa.gov.cn
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2. Development Trajectory of China’s
Trademark Legal System

> F—K: 19935
> BRI LB AT SR ARY KBRS AR

> First Revisions: 1993

» Expanded the scope of protection from trademarks for goods to
cover service marks
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2. Development Trajectory of China’s
Trademark Legal System
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Added the provision on the cancellation of improperly registered
trademarks

Strengthened the management of trademark licensing
Added the types of trademark infringement

www.cnipa.gov.cn
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2. Development Trajectory of China’s

Trademark Legal System
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»Second Revisions: 2001
»Added the provision that natural persons can register trademarks

»Added the provision on trademarks that consist of three-dimensional symbols
or color combinations

»Added the provisions on collective and certification trademarks. Included
geographical signs into the trademark protection system

www.cnipa.gov.cn



*‘P AL A

NATIONAL INTELLECTUAL PROPERTY ADMINISTRATIONPRC

> BH AR A7 B % T AR

> WA T AR AR A A EAEAR A LT

> AT BAL B AN E) kW B

> i THITREENXER BT AN FE, I KAF
1ZRAT AT BRI ) B

»Clearly provided on the protection of well-known marks

»Added the provisions on trademark-related asset protection and evidence
preservation

»Included the procedures for trademark determination into judicial

examination
»Added the measures for the Administrations for Industry and Commerce

to investigate and handle trademark infringements. Strengthened the
administrative punishments for such infringements

www.cnipa.gov.cn
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»Third Revisions: 2013

»Added the principle of good faith
»Added the provision on trademarks that consist of sounds

»Added the provisions on trademark agencies

»Changed the trademark registration from a single-class to a multiclass
system
»Confirmed the legal effect of applications through electroni

www.cnipa.gov.cn
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» Abolished the review procedures for oppositions to trademark applications, with bad-faith

oppositions regulated

»Clearly provided on the time limit of adjudications related to trademark registration

» Differentiated cancellation procedures from invalidation procedures for registered
trademarks

»Added the authorities and procedures for the determination of well-known marks. Also
added the provision that the words “well-known mark” cannot be used as a trademark or for

advertising or other commercial purposes

»Increased the level of punishment and the amount of damages for trademark infringeme
Increased the renewal period for registered trademarks from six months to twelve
prior to the date of expiration
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Supporting Administrative Regulations

To facilitate the implementation of the Trademark Law, the State Council formulated
the Rules on the Implementation of the Trademark Law (promulgated in 1983, no
longer in effect) and the Regulations on the Implementation of the Trademark Law
(promulgated in 2002, revised in 2014). In addition, a series of other administrative
regulations have been formulated, including the Regulations on the Management of
Special Symbols (promulgated in 1996), the Regulations on the Protection of
Olympic Symbols (promulgated in 2002 and revised in 2018), and the Regulations

on the Protection of World Expo Symbols (2004).
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2. Development Trajectory of China’s

Trademark Legal System

- BLERITHAF Supporting Agency Rules
PERXRIATKEZLE IR CREAXIFNNLERHNZT (A
ARERHE R AR (L RARAR L) (EARBAR. IE
B AT E M A B A 0R ) FR103R30 AL

The former State Administration for Industry and Commerce
independently and jointly formulated with other agencies about
10 sets of agency rules, including the Rules on the
Management of Trademark Printing, Rules on the
Determination and Protection of Well-Known Marks, and the

Rules on the Registration and Management of Collective and
Certification Trademarks.
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« Supporting Judicial Interpretations

 The Supreme People’s Court promulgated four judicial interpretations—Interpretation of
the Issues Relating to the Application of Law in the Trials of Civil Trademark Disputes
(2002), Provisions on the Issues Relating to the Trials of Civil Disputes over Conflicts
between Registered Trademarks or Company Names and Prior Rights (2008),
Interpretation of the Issues Relating to the Application of Law in the Trials of Civil
Disputes Involving Well-Known Trademarks (2009), and the Provisions on the Issues
Relating to Handling Administrative Cases Involving the Granting and Determination of
Trademarks.




-

’

*‘P SREL e 5

* NATIONAL INTELLECTUAL PROPERTY ADMINISTRATIONPRC

S ] — N N —t—y .
=) Zj?}::ﬂﬂ'&'l;'z EQ BH 'Lﬁ'r%;ﬁﬂademark Registration and Adjudication

\

m PR R 2B R A RIS m RV R A
7371000

5748000

3691365

L= A~ = = S = = 4

2876048

2285358
.. 1881546

1416785 *
1072187

2010 2011 2012 2013 2014 2015 2016 2017 2018




E 5 A BUR

Z. Bl EHISK
3. Special Revisions to the Trademark Law
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@ To effectively regulate bad-faith applications and trademark hoarding, strengthen the
protection of the right to the exclusive use of trademarks, and create a good business
environment, on April 239, 2019, the Standing Committee of the National People's Congress,
after deliberations, adopted the Amendment to the Trademark Law of the People’s Republic of
China (Draft). The Amendment revises certain articles in the Trademark Law, centering on two
aspects—regulating bad-faith applications and trademark squatting, and strengthening the
punishment for trademark infringements.

@ A total of six articles are revised. The revised articles will come into effect on November 13,

2019.
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3. Special Revisions to the Trademark Law

a. Added Provisions to Regulate Bad-Faith Applications

€ 1. Emphasized the Obligation to Use Trademarks
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Bad-Faith applications to copy famous brands

4 ‘ Applying for marks similar to well-known marks

KENZO MOSCHINO  @-. =Nz SIEMENS
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Trademark hoarding for profiteering

- One company in Guangzhou applied for 9000 mark

www.cnipa.gov.cn
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a. Added Provisions to Regulate Bad-Faith Applications
# Added the following to Article 4:

€ “Bad-faith applications for trademarks which are not intended for use shall

be refused.”

€ Applicable at the stage of examination ‘ Move forward

the link at which bad-faith registrations are cracked down

www.cnipa.gov.cn
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€ Can be used as grounds for oppositions and invalidations #
Applicable to opposition adjudications

€ And invalidation procedures

www.cnipa.gov.cn
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Article 4

Any natural person, legal
person or other organization
that needs to obtain the
exclusive right to use a
trademark for his or its goods

or services during
productions and business
operations shall apply for
trademark registration with
the Trademark Office.

Provisions regarding the
trademarks for goods in this
Law shall be applicable to
trademarks for services.

NATIONAL INTELLECTUAL PROPERTY ADMINISTRATION, Cé‘;

Article 4

Any natural person, legal person
or other organization that needs
to obtain the exclusive right to
use a trademark for his or its
goods or services during
productions and business
operations shall apply for
trademark registration with the
Trademark Office.

Provisions regarding the
trademarks for goods in this Law
shall be applicable to
trademarks for services.

wWwWw.cnipa.gov.cn
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€ 2. Regulating the Trademark Agencies

€ Where a trademark agency knows or should know that the principal’s
registration is in bad faith, the agency shall not act as an agent for the
principal. Incompliant agencies, once discovered, will be held

accountable in accordance with the law.

www.cnipa.gov.cn
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Section 3, Article 19

Where a trademark agency
knows or should know that
the principal’s trademark

application violates the
provisions of Article 15 and
Article 32 of this Law, the
agency shall not act as an
agent for the said principal.

Section 3, Article 19

Where a trademark agency
knows or should know that
the principal’s trademark
application violates the
provisions of

Article 15, and Artlcle 32 of
this Law, the agency shall
not act as an agent for the
said principal.

wWwWw.cnipa.gov.cn
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€ 3. Provided punishments for bad-faith trademark
applications and abuse of process by applicants and
trademark agencies. In this way, bad-faith applications are
regulated across all the stages of trademark registration
and protection. Trademark applicants, proprietors and
agencies can all be held accountable.
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Article 68

A trademark agency that commits any of the following
acts shall be ordered to make corrections within a
time limit, be given a warning, and be fined not less
than 10,000 RMB but not more than 100,000 RMB by
the Administrations for Industry and Commerce; the
persons in charge who are directly responsible and
other persons directly responsible shall be given a
warning and be fined not less than 5,000 RMB but not
more than 50,000 RMB; where the acts constitute
crimes, criminal liabilities shall be pursued in
accordance with the law:

(1) Fabricating or tampering with legal documents,
seals, or signatures, or using fabricated or tempered
legal documents, seals, or signatures during the
handling of trademark-related matters;

(2) Soliciting trademark agency business by defaming
other trademark agencies, or disrupting the order of
the trademark agency market by other unjust means;
(o]

(3) Violating the provisions of Section 3 and 4 of
Article 19 in this Law.

Where a trademark agency commits an act prescribed
in the preceding paragraphs, the Administrations for
Industry and Commerce shall record such matters in
the credit files; if the circumstances are serious, the
Trademark Office or the Trademark Review and
Adjudication Board may concurrently decide to cease
the acceptance and handling of the business of the
trademark agency, and shall make an announcement
thereon.

The trademark agency shall bear civil liabilities in
accordance with the law if it violates the principle of
good faith and infringes the legitimate rights and
interests of the principal, and shall be given sanctions
by the associations of trademark agencies pursuant to
their articles of association.

.| A trademark agency that commits any of the following acts

Article 68

shall be ordered to make corrections within a time limit, be
given a warning, and be fined not less than 10,000 RMB
but not more than 100,000 RMB by the Administrations for
Industry and Commerce; the persons in charge who are
directly responsible and other persons directly responsible
shall be given a warning and be fined not less than 5,000
RMB but not more than 50,000 RMB; where the acts
constitute crimes, criminal liabilities shall be pursued in
accordance with the law:

(1) Fabricating or tampering with legal documents, seals, or
signatures, or using fabricated or tempered legal
documents, seals, or signatures during the handling of
trademark-related matters;

(2) Soliciting trademark agency business by defaming other
trademark agencies, or disrupting the order of the
trademark agency market by other unjust means; or

(3) Violating the provisions of Section 3 and * of Article 19
in this Law.

Where a trademark agency commits an act prescribed in
the preceding paragraphs, the Administrations for Industry
and Commerce shall record such matters in the credit files;
if the circumstances are serious, the Trademark Office or
the Trademark Review and Adjudication Board may
concurrently decide to cease the acceptance and handling
of the business of the trademark agency, and shall make an
announcement thereon.

The trademark agency shall bear civil liabilities in
accordance with the law if it violates the principle of good
faith and infringes the legitimate rights and interests of the
principal, and shall be given sanctions by the associations
of trademark agencies pursuant to their articles of
association.
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b. Strengthened punishments for trademark infringements
& LSRR AL
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€ Multipliers for the damages for malicious infringements:
€ Not less than one and not more than three ‘

Not less than one and not more than five

www.cnipa.gov.cn
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b. Strengthened punishments for trademark infringements

& TR S AR
& =Hixt ™  FHEsn

€ Maximum damages for malicious infringements:

€ Three million RMB ‘ Five million RMB

www.cnipa.gov.cn
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b. Strengthened punishments for trademar
infringements

€ Strengthened punishments for goods with counterfeit trademarks and

=

’

the main materials and instruments for manufacturing those goods.

€ In the trials of trademark disputes, the People’s Courts shall,
except for special circumstances, order the destruction of the goods
with counterfeit trademarks at the request of the trademark
proprietors; the Courts shall also order the destruction of the main
materials and instruments for manufacturing those goods without
compensation, or under special circumstances, order the prohibition
of the aforementioned materials and instruments from entering

commercial channels without compensation.

€ Goods with counterfeit trademarks cannot enter commercial

channels only by removing the said trademarks.

www.cnipa.gov.cn
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Article 63

Article 63 AR The amount of damages for infringement on the exclusive right to
The amount of damages for infringement on the ] use atrademark shall be determined based on the actual loss
exclusive right to use a trademark shall be determined s SUffered by the right holder as a result of the infringement; if it is
based on the actual loss suffered by the right holder as a difficult to determine the actual loss, the amount of damages may be
result of the infringement; if it is difficult to determine the determined according to the profits gained therefrom by the

; infringer; if it is difficult to determine both the loss of the right holder
actualjl_oss, thﬁ amoft_mt of _dar(;lar(i:]es fmay Ee (jr]eter;n_lned _ and the profits gained by the infringer, the amount of damages may
according to the profits gained therefrom by the Infringer; be reasonably determined in reference to the multiples of the

if it is difficult to determine both the loss of the right trademark royalties. Where an infringer maliciously infringes upon
holder and the profits gained by the infringer, the amount another party's exclusive right to use a trademark and such

of damages may be reasonably determined in reference infringement falls under serious circumstances, the amount of

to the multiples of the trademark royalties. Where an damages may be determined as not less than one time but not more
infringer maliciously infringes upon another party's than five times the amount that is determined according to the
exclusive right to use a trademark and such infringement aforesaid methods. The amount of damages shall cover the

falls under serious circumstances, the amount of _rea@ryable expenses paid by the right holder for stopping the
damages may be determined as not less than one time infringing act.

but not more than three times the amount that is Where the right holder has exhausted its efforts in discharging the
determined according to the aforesaid methods. The burden of proof, but the account books and materials related to the

amount of damages shall cover the reasonable expenses i(r:‘f””?ing aCt? o mainly cont;cgletd by the i?rf]””ge“ thte '?%Op'e's
i 3 : N - ourts may, for the purpose of determining the amount of damages,
Sl Sy ide O] ImaSier Vel Sierereiing) e (ni gl cet order the infringer to submit account books and materials related to

Where the right holder has exhausted its efforts in the infringing acts. Where the infringer fails to provide such account
discharging the burden of proof, but the account books books or materials or provides false account books or materials, the
and materials related to the infringing acts are mainly People's Courts may render a judgment on the amount of damages
controlled by the infringer, the People's Courts may, for in reference to the claims of the right holder and the evidence

the purpose of determining the amount of damages, furnished thereby.

order the infringer to submit account books and materials Where it is difficult to determine the actual loss suffered by the right
related to the infringing acts. Where the infringer fails to holder as a result of the infringement, the profits gained by the
provide such account books or materials or provides infringer from the infringement, or the royalties of the registered
false account books or materials, the People's Courts trademark concerned, the People's Courts shall render a judgment
may render a judgment on the amount of damages in A I Rl [ 10 SInEIL T BT i ol(s Ul
refgrence o tfj1e C%aims of the right holder and tr?e based on the circumstances of the infringing acts.
evidence furnished thereby.

Where it is difficult to determine the actual loss suffered
by the right holder as a result of the infringement, the
profits gained by the infringer from the infringement, or
the royalties of the registered trademark concerned, the

People's Courts shall render a judgment awarding
damages in an amount not more than three million RMB
based on the circumstances of the infringing acts.
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€ a. Rules on Standardizing Trademark Applications

€ To effectively crack down on bad-faith applications and trademark hoarding, since the
second half of 2018, the National Intellectual Property Administration has been drafting the

Rules on Standardizing Trademark Applications. The Rules are now included in the State

Administration for Market Regulation’s 2019 legislation plan.
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4. Supporting Measures after the Revisions
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® To support the revisions to the Trademark Law, the Rules will specify the

details of implementing the revised provisions to ensure full

implementation.

€ From February 12t to March 14%, 2019, public opinions were solicited for

the Rules on Standardizing Trademark Applications (Exposure Dratft).

www.cnipa.gov.cn
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a. Rules on Standardizing Trademark Applications

e The Exposure Draft mainly

— Defines the purposes of legislation; reiterates the principle
of good faith established by the Trademark Law and the
guiding requirement of application for use;

— Defines the types of abnormal trademark applications by
listing them;

www.cnipa.gov.cn
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— Defines the types of abnormal trademark applications by listing them;

— Regulates abnormal trademark applications through measures
iIncluding credit scoring, statistical standards, and agency
management; defines the respective rights of the parties involved,;

— Defines the obligations of the IP authorities at all levels in guiding and
standardizing trademark applications and uses; mobilizes the public
In reporting and supervising abnormal trademark applications.
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a. Rules on Standardizing Trademark Applications

« During the solicitation of public opinions, the Department of Treaty and
Law of the National Intellectual Property Administration held multiple
seminars to listen to the opinions of local administrations, courts,
businesses and trademark agencies. In addition, the general public,
foreign governmental agencies, businesses, social groups, etc., also
submitted written opinions through various means. By the end of
solicitation, a total of 100,000 words of public opinions had been

received.
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« The latest revisions to the Trademark Law offer a higher-level legal
basis for the Rules on Standardizing Trademark Applications.

« After improvements based the latest revisions to the Trademark Law
and the opinions and feedbacks, the Rules will be submitted to the
State Administration for Market Regulation for promulgation and
iImplementation.

www.cnipa.gov.cn
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* In 2018, the former Trademark Office initiated the preparation for comprehensive
revisions to the Trademark Law

« After the institutional reorganization, the National Intellectual Property
Administration continues to evaluate the implementation of the Law and listens
extensively to opinions and suggestions by holding dedicated hearings on key
iIssues of social interests. The Administration is pushing forward with the
preparation for the new round of comprehensive revisions, to better se

hina's economic and social development.
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b. Preparation for a New Round of Comprehensive Revisions to

the Trademark Law

« Optimizing the Procedures for Trademark Application and
Registration

— Whether or not to remove the relative examination
— Reform of the procedures for trademark opposition

— How to balance the relationship between administrative hearing and
judicial judgement in the determination of trademark rights

www.cnipa.gov.cn
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« Regulating Bad-Faith Applications and Trademark Squatting
« Coordinating “First-to-File” and the Obligation to Use Trademarks

« Strengthening the Protection of the Right to Exclusive Trademark
Use

* Your suggestions regarding the revisions to the Trademark Law are
highly appreciated

www.cnipa.gov.cn
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