European Best Practices in
preventing bad faith trademark
applications
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BAD FAITH TRADEMARK - EUROPE, BEST PRACTICES

GAZZETTE SURVEILLANCE: Having
surveillance in place of the trademark
filed/published by EUIPO and by the
National IP Offices. Most commonly is done
by software (COMPUMARK and Coresearch
to name the most popular). Trademark
agents also offer the “manual” service of
watching and reporting.
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BAD FAITH TRADEMARK - EUROPE, BEST PRACTICES
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_EUIPO OPPOSITION: If a trademark filed in
bad faith is spot on the EUIPO registry, it is
possible to file an opposition to the
registration with the same EUIPO (deadline
3 months from publication).

A decision is usually issued in around 8
months. Appeal can be filed with EUIPO
Boards of Appeal
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BAD FAITH TRADEMARK - EUROPE, BEST PRACTICES
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_NATIONAL OFFICE OPPOSITION: If a
trademark filed in bad faith is spot on a
registry a European country, it is
“usually” possible to file an opposition
to the registration with the local
Trademark Office (deadlines change
but usually are short from 30dd to 3
months).
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BAD FAITH TRADEMARK - EUROPE, BEST PRACTICES

_COOLING-OFF PERIOD. The first step of procedure is 2
months cooling off during which the parties can reach out for
negotiating an agreement - typically a coexistence
agreement. If the agreement is signed, opposition is usually
withdrawn.

Cooling off can be extended for maximum further 22 months.
Both parties need to agree on the request of extension. After
the initial 2 months, either party may opt put unilaterally.

¥ 4 N\ After the cooling off period expires, the opponent must file
evidence in support of the opposition within two months. The
applicant will be given a further period of two months to
respond.
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BAD FAITH TRADEMARK - EUROPE, BEST PRACTICES

_Coexistence Agreements: it must comply
with Article 53(1) of the EU trade mark
Regulation 207/2009 (EUTMR), according to
which the holder of earlier rights must
expressly consent to the registration of the
conflicting sign.

HEMIY: (KERRIIE(RS5207/20095 5555553
% (1) FHlE, ERNFIALRIRRER
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BAD FAITH TRADEMARK - EUROPE, BEST PRACTICES

_C&D Letter: Often a C&D letter is sent to the

bad faith applicant to require the withdrawal

of the trademark and to remind not to use the
< p trademark.
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BAD FAITH TRADEMARK - EUROPE, BEST PRACTICES

COSTS AND DAMAGE COMPENSATION.

9 The losing party to an opposition proceeding is liable to pay the costs of the
9 successful party, subject to certain ceilings. In most cases the opponent risks

having to reimburse 300 euro while the unsuccessful applicant risks being liable
to pay 650 euro. The same rules apply on appeal with higher fees.

According to the local legislation of the country where the “infringer” is resident
or domiciled, the party that is forced to activate legal procedure (opposition or
invalidation) can later on sue the bad faith applicant to the Court and obtain

damage compensation. It is usually necessary to send c&d letter before
engaging the legal procedure.

LZRMIEERE
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BAD FAITH TRADEMARK - EUROPE, BEST PRACTICES

USE OF THE TM - INFRINGEMENT: If the trademark is also in use (and not
only filed for registration) infringement procedures shall be considered.

Infringement procedures shall be formally brought in front of national courts
of the Member States. Usually it is possible to apply for urgent measures
(seizure and injunction)

Urgent measures: usually judges grant provisional/temporary measures is the

following conditions are met:

*  “Fumus boni iuris”: likelihood of success on the merit of the case (or prima
facie case)

* “Periculumin mora”: dangerin delay

FItRAY(ER - R MRTEHBHNEIREHRER (MURTIRZHEEM) , BAEEEN

YFIR.
BEERAREERERREZENFL . BEUIREESEE (OMNEES) .

E2ge: EEREEKRIELTE R A IGET ek AFahtE:

«  “Fumus boni iuris” 15 KA & A IREMFINSIERT B,

«  “Periculum in mora”: ANERFKEEZENEFREGEIE, IREASMBEATEEHIRERESEIL
*MZ,
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BAD FAITH TRADEMARK - EUROPE, BEST PRACTICES

Non-Infringement and Invalidity: several
national legislations allow that non-infringement
and invalidity is filed under the judicial route. If the
invalidity is filed “alone” it shall be filed with
EUIPO, while if it is filed in addition with non-

infringement claim can be filed directly with the
m National judicial Court.
&’ WA ZIFRIRITEY: FSERAEAIT,
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Chocoladefabriken Lindt & Spriingli AG v. Franz Hauswirth GmbH, European Court of Justice (ECJ) - C-529/07
KRB 2 A C-529/07 55 /4Chocoladefabriken Lindt & Spriingli AG ¥gFranz Hauswirth GmbH

Chocoladefabriken Lindt & Spriingli AG v. Franz Hauswirth GmbH (also known as Lindt v.
Hauswirth) is the first decision on “bad faith” as ground of invalidity - Art. 51(1)(b) Reg. No
40/94 of the Community Trade Mark (now Art. 52(1)(b) Reg.(EC) No 207/2009).

Chocoladefabriken Lindt & Spriingli AG ¥/x Franz Hauswirth GmbHZE (BIY{ELindtix

Hawswirth3) EERIKEEUNESSXTHEKRERIIE40/9455615551(1)(b)

?S—E#SEZ%BK?EJ%ZOWZOW%%WU%S2(1)(b)%%) AME, LA B NEinASEERM
FIRA9ZRG.
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Chocoladefabriken Lindt & Spriingli AG v. Franz Hauswirth GmbH, European Court of Justice (ECJ) - C-529/07
BERE 2 A C-529/0755/4Chocoladefabriken Lindt & Spriingli AG ¥&Franz Hauswirth GmbH

* In 1950 Lindt starts to market a chocolate bunny (in Austria in 1994).

« 19505, LindtRBEIFHREE—MRFIDRD (19945 RnERINFIEE)

* In 2000 Lindt obtains CTM covering “chocolate” in Class 30.

« 20005, LindtRELEMT—1NEZE "T55e " BISE 30K R

*  Hauswirth markets chocolate bunnies in Austria since around 1962.

«  Hauswirth Bl 1962F A FHIATE RIEFHE R IR

*  Hauswirth bunny characteristics: no brand name (although there is a label underneath); usually decorated with a ribbon, but
not a bell;

*  HauswirthRXBIRISRNNER: TREE (RERSERE) | BEE KD, BRIRBRY

*  Followingregistration, Lindt sued Hauswirth for trade mark infringement.

- @RS, LindtAEiEIFHauswirth AEIETRMEIR

*  Hauswirth counterclaimed invalidity (due to bad faith) .

«  HauswirthAEIRIFLINAtABENERLEE (RAETF “TE" i)

Austrian Supreme Court considered that (i) there was a likelihood of confusion between the two presentations; (ii) a number of
other models have been marketed since the 1930s, bearing a greater or lesser degree of similarity with Lindt’s presentation, and
Lindt was aware of at least some of those models before it applied to register its trade mark; (iii) before Lindt's application was
made, the various producers, or at least some of them, had acquired ‘valuable rights’ to the protection of their products under
Austrian competition law and German trade mark law, even though none of them had been registered; (iv) by registering the
mark, Lindt wanted to ‘create a basis for taking proceedings against other manufacturers’ products which were already available
and at least some of which were known to it in Germany’.

BtRIREIEBTAN () XFMREZEFERIETREME, (i) M20REE30FTHEMB ABRMMELSHRAIR IED
HE, ZZO0ESLindtEiMAE—EEE, MELndtERSEMERITZRIEDAERFTLM,; (i) ZELindtE3mE
ISR, SMEIERREEDEP—LEERKE (BIRIRSE) f (BERIRE) SRISRIPMEITmIY "8iE
BF)" . RERE—EMIEE, (v) B EMER, LindtBE “tE—FE B EMFIEEmRARIFARKE, miX
LrrREALEMHEE, HELndtZE DMEEFEEEHEN L.
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Chocoladefabriken Lindt & Spriingli AG v. Franz Hauswirth GmbH, European Court of Justice (ECJ) - C-529/07
BERE 2 A C-529/0755/4Chocoladefabriken Lindt & Spriingli AG ¥&Franz Hauswirth GmbH

Court conclusions: in order to determine whether the applicant is acting in bad faith within the
meaning of Article 51(1)(b) of Council Regulation (EC) No 40/94 of 20 December 1993 on the
Community trade mark, the national court must take into consideration all the relevant factors
specific to the particular case which pertained at the time of filing the application for
registration of the sign as a Community trade mark, in particular:

EBRLEIS: AT HERIBEAREEM 1993512 820 HBIRIE X EAEIRMYEE40/945
RUMESESFGISES1(1) (b)) RATENXATEEEM, BRIMFIEFRIEGE R T SIZEFERNE
FRE, BIERESZEE AEmEM AR —EREE, TEHZ:

- thefact that the applicant knows or must know that a third party is using, in at least one
Member State, an identical or similar sign for an identical or similar product capable of being
confused with the sign for which registration is sought;

- HBANESENSEE— N E= L2V EE— R REFEASEAMLEIEMEIE
IMERIEGERITRE, IZIREFTR AR R SEFL B M EIRE BRI~ e R e
i, MELUERGEEME

- theapplicant’s intention to prevent that third party from continuing to use such a sign; and
-  HEANEBREILZE =S ERZIFS, LK

- the degree of legal protection enjoyed by the third party’s sign and by the sign for which
registration is sought.

- BERTRSUARBEBALEERERR R ERRIPREE.

HFG
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BALBCARE v. BALBCARE, cuiro canceliation bivision (2015/9/14) - Case No. 9805 C
MRS 20154595 145) 2osvsceznBALBCARE 15 BALBCARE

BALBCARE v. BALBCARE
BALBCARETFBALBCARE

The Invalidity applicant is the owner of the Brazilian TM BALBCARE for nail care products in Class 3.
In 2011 it signed a distribution agreement in the EU with a company, who applied for a FR mark
BALBCARE 2011 and an EUTM in 2014. By late 2011, the distribution agreement was suspended. The
owner of the Brazilian TM requested the invalidity of the EUTM because it was registered in bad faith.
The Cancellation Division declared that the invalidity applicant cannot be expected to prove a
negative fact, such as the absence of consent. A mere statement that the filing was made without
its consent is generally sufficient. It is the EUTM proprietor who has to prove that the filing was
authorized. The finding of bad faith does not require a contractual relationship at the time of filing. A
direct or indirect relationship between the parties prior to the filing may be enough. The Cancellation
Division declared the mark invalid. No appeal was filed.

FTERANRBEERTIERFE~mI— 1 ERAERBALBCARE (533K) . 20115, Z@tR
MEEERBRES —RATEE T —MRHMN, ZATE011FHRIE 7 —NEERTRBALBCARE
, RIEE2014FRE 7T BRERETR. DEmE201EGFEFIE. BRAErNEEIEKE
EZEEARTY, AAEHBTEREM. BEHGFHIE: TRERATHEIEPERSFEEREE
, EBULEMHERERS; —RIERT, THERARIEEEBiTEHREARESIB SRS
0], BREMIRFMEERRTERRZZBITRERETENN. X— & "RUFANEKRER
RHEBIFERARR, WHEHRBZRINEEIEER R BB LR IRFRIEN T o EE
. BUHFIEZERG. HIT—HELiR.

The Cancellation Division (CD) declared invalid the registration of the EUTM as it was
applied for in bad faith. No appeal was filed.

FEELEMZERERIEEN, BACETFESHE. WHRKRELLR.
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DOggiS V. DOggiS, General Court of the European Union (EGC) 2016/1/28 - T-335/14
BraEEE 5201641528 A2T-335/14851 D0OQQISYFDoggis

Dege:S

The invalidity applicants invoked a number of earlier marks DOGGIS that they had registered in
Chile and Uruguay. When they tried to register the mark DOGGIS in Spain, they found that it had been
registered for the same services and with identical graphic element in Spain and in the EU. They
claimed that the EU mark had been applied for in bad faith. The Cancellation Division rejected the
invalidity application, but the Board of Appeal declared the registration invalid.

FTRUERAIES | 7 ZBIEEFFISHI S FAMIRI—RSREDOGGIS, S EFEFH A i
DOGGISIFEGAT, i IRIZARSAERITA I BAC S 4w/, BRTFEHNIRS, MetERE
g, MIRRZzMERREEERE, BIECERETHEK, ER DFERSHIEENEE
ERAUX BRI

It found that, at the time of the EUTM application, the EUTM applicant was aware of the existence of
the earlier figurative Chilean marks, identical to the sign applied for. The Board found that such a
coincidence could not be the result of a fortuitous identity. The General Court confirms the findings
of the Board of Appeal.

ZREREM, EREZREREGE, BERRRERIEABENEFESERISHRSHERRE
MEF T, EREAMX—ITSEATRERR—XEASY. SEE RPN T DRERISIIAI,

The Board of Appeal declared invalid the registration of the EUTM as it was applied for in bad faith.
The General Court confirmed this decision.

ERERRSFIEZMBBREIMBETESTH, BMESHTH. SBEBRHATX—RE.
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|_ |_ RG 5 V. L |_ RGS , General Court of the European Union (EGC) 2015/6/16 - T-306/13
BreszEs20156651652T-306/138%m LLRGSYFLLRGS

LLRGS5 v. LLRGS
LLRG5 1§ LLRG5

The Court found that it was apparent from the case file that Mr. R. could not have been unaware that the invalidity
applicant used the sign LLRG5 as its company name (para. 47). Furthermore, although it was not possible to establish with
certainty what was the common intention between the parties with regard to the sign, no evidence was provided that
could lead to the conclusion that Mr. R. had reserved rights to himself over that name (para. 52). Therefore, the EU trade
mark proprietor did not prove the existence of the exclusive rights it alleged (Para. 58). The Court stated that Mr. R. did not
give the invalidity applicant the possibility of considering whether it was appropriate to oppose the application for
registration of the sign at issue, which led to the finding that the application could be held to be a “concealed act”, carried
out through an intermediary, with the intention of preventing the invalidity applicant from being able to use the sign
(para. 71). In this light, the application for registration of the contested mark was made in bad faith (para. 73).
xRN, ERRIMBRIARGEARTBEARIBETBIERAERIRELLRGSZE CABRIBIR (B475K) o H—
i, RELERHENDHINZITSHHEEBZEMA, BRI HERPRTETIZEFRREB/INF] (852:K)
FEtE, ERERFtRFIAEIREEIEAR CEKAIAMIANAIFENE (58587K) . iABeiEl, RIGEIRBRIITIIEKARM
=, FKEBRYHEIMEFBITEEAE, X—(THSBZBRRIE eI A—MEE PN R BER T
73 % : \;%‘\E?BEE%%Z%Z‘?M%%%T\E (3B71R) . £TU, FEFEZ TR EMBRIERTSETA
(8B873)

An invalidity applicant claimed before EUIPO that the EU trade mark LLRG5 had been registered in bad faith. After EUIPO
upheld the invalidity application, the EU trade mark proprietor brought an action before the General Court alleging inter alia
that EUIPO had infringed Article 52(1) (b) of the EU trade mark regulation. The Court dismissed the appeal

FToER A RIBERANR A B R AERLLRGE TR £/, AEMBEAIRFNEXIFRZOHHBZ G, ZERER
FrEE RS EAGRERL, EERERNEER (BEARRFRA) HB52(1)(0)FME. iEhREXE L.
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LU C EO V. LU C EA L E D, General Court of the European Union (EGC) 2016/7/7 - T-825/14
BramEre016tE75 75 2T-825/14582t L UCEOYTLUCEA LED

LUCEO v. LUCEA LED
LUCEO 1/LUCEA LED

The GC found this filing strategy incompatible with the objectives of the EUTM Regulation and
qualified it as an abuse of law (p. 52). It also noted that Mr A. stated that he did not intend to use the
mark at issue and was unable to indicate the name of the clients who expressed an interest in that mark
and requested payment of 75 000 € from the intervener. Bad faith exists inter alia where trade mark
applications are diverted from their initial purpose and filed speculatively or solely with a view to obtain
financial compensation.

BE AR, X—EirEERES (REERIRENY NERNAER, RtHIERBETRAE
2 (B52%) 17H. ZREEEE: ASEFIRECRBERTFINSHEE, TEEHNZIrES
BRI R EIR, HIERSINFIAASAT7.5580T. NREIrHESHBBENEEE, A7
RNEE(NIR B FZMEZ BRIM RIS, WSS TA.

The Cancellation Division (CD) and the Board of Appeal (BoA) declared invalid the
registration of the EUTM as it was applied for in bad faith. The General Court confirmed this
decision

BEELH LFrERSHIEZERSIRE T ESHE, EEZEIREH. BBERRBIATIX—
RTE.,
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Vd eV V. Vd eV, European Court of Justice 2015/9/9 - C9634/15
BmEE 201595 9m 29634 1552u VdevyrVdeV

I I

CD: itis strongly against honest commercial practice that a person who led a company into insolvency and had to sell its
TMs, would acquire the same (with geographically extended protection) just by creating a new company. In view of all the
circumstances taken together, the current owner SANDYS (whose CEO is Mr. A. Tacchini) should be considered to be the real
applicant for the contested EUTM. Bad faith implies proving that at the time of filing, the EUTM owner was aware that it was
causing harm to the invalidity applicant and that this harm was a consequence of its reproachable conduct from a moral o
commercial point of view. Mr. A. Tacchini, CEO of the EUTM owner, must have been aware that it is ethically unacceptable
and contrary to honest and fair commercial practices for his new company to own the CTM identical to the national marks
that he transferred to a third party when his other company was insolvent.

EREIL: EARERFMASAHERITIA, (MBI —FKIT L EIMESRERFRIRIRRR ((RIPAHIETE
BESEH E)  XMERTEEE R EESEERENR., ZEEIFMPRNEERER, N=IA/SANDYS (HEEH
TEHNA. Tacchiniftd) HERIMEERPFMERITIIELERBA. BAEZBIrE &1, BIFEEILR: &
FRiERT, IZMERETRTEENEE CRXN AR AERMGE, BENERSEWVAEFRE, ZIhEERE CHNIXMAS
TRAMERRAY. ZRREERERETE ZEEREHITEA. TacchinifeER HANE, ERIATRIIERIATFAENERE
WEHEE=A2)E, BiLECHFR e — 1S ZEREHMERNEEERER, XFMOEAMEER EAAER,
mMmBEESAFREHESLEEES.

The Cancellation Division (CD) declares invalid the registration of the EUTM as it was applied for in bad
faith. An appeal is pending before EUIPO Boards of Appeal

B HEZR BRI R T SE s, E5ESH. BinAMEENR, EERREMRFNE DRE
RMEH Bk, BRIEEREA,
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S I M CA V. S I M CA, General Court of the European Union (EGC) - 2014/5/8 - T-327/12

wermEEi201 a5 psnET-327/12224SIMCAYFSIMCA
SIMCA SIMCA

SIMCA ¥ SIMCA

According to the General Court, in order to establish bad faith account may be taken of the origin of the word or the sign which forms the mark at issue and of
the earlier use of that word or sign in business as a mark, in particular by competing undertakings, and of the commercial logic underlying the filing of the
application for registration of that word or that sign as an EU trade mark. The mark SIMCA has been used for cars since 1930 and the invalidity applicant has
trademark protection for SIMCA in different Member States as France, Germany, Spain etc. for goods in class 12.

REEEERNRE, EREREFEERITN, FEEBMNTFRETNNFHIRSIRIR, ZXFains AR EmIinSHIER, TH, 2

EREFENFAERY; URBBEZNFHrS MR R FERIEEIE. SIMCAIREB 1930/ —BERTAE, TS RAERRNKRRE
. HIGER. BE. TS, #HEHXHE 12258 mSIMCABYSERRIF,

However, the mark has not been used since 1980. At the date of filing of the EUTM, the mark still had a certain degree of reputation among the public
interested in cars. The EU trade mark proprietor knew this residual reputation of the SIMCA marks and was looking for an appropriate mark which was no longer
used and which accordingly had no legal protection. The Court finally concluded that the real purpose of the EU trade mark proprietor was to ‘free-ride’ on the
reputation of the invalidity applicant’s registered marks and to take advantage of that reputation. The judgement emphasizes that the clear and evident intention
to take advantage of the residual reputation of the sign SIMCA on the motor vehicle market, to create an association with the earlier marks and to compete with
those earlier marks if they were re-used by the invalidity applicant is to be considered as bad faith in the sense of Article 52 (1) (b) of the EU trade mark Regulation
(para 63). This conclusion is not based on the “offer of compensation” to the invalidity applicant (para. 70). The fact that the EU trade mark proprietor had started
the use of the registered SIMCA mark is not relevant (para. 74). Also the fact, that the EU trade mark proprietor worked in the past for the invalidity applicant is not
decisive for the outcome (para 79)

B2, B1980FHR, XMrEHREBEFEAE., ERXMBEMRRIEZR, ZIFSENSERCEI AR PRARE —ENZE, BREREIRE
E=PIER MCA’fT\UE’JLﬂJﬁE‘%‘%D%E, MESHEASHR—MABHER, BEABZEZRRIFNSERS. ZRaEHERRBErEENEEENE

"BIRIEKARMEMEIRAORNZERNIINE" |, FNXMRHIEE KT, FRERE 7IXAERMBENEE: FIRNsERZSIMCATRERIGEENEE
ﬁJL—ﬂJ SHEFIRGHIKER; &D%Fxﬁl%?k)&@ﬂ%ﬁﬁ?‘ sebrk, MSEF-4EE%. EHEHK )'Iﬁ\l% R (EREERRESRD) B52(NFZME (58

) iEbFIEXTR t*ﬁﬁz,U\a,?Eﬂﬂ X—HAIREBURTIERA “REIMR" JofkiE (5705 D\néféﬁh\FEﬁ%E ?FilA{@%FEEﬂﬂE’JSI MCA

h\u —HBLE5RMFTX (B745%) . B, RBEBSFAEENTHERATIEIX—SXLHBA zE#JJ&E’JJ&xE MEZE (879K

An invalidity applicant claimed before EUIPO that the EU trade mark SIMCA had been registered in bad faith. After EUIPO upheld the
invalidity application. The Court dismissed the appeal.

FRERAERBIRF B IOFEREERSIMCAR T-EEIEM. EREERNRFNESHX—F 5. iARKE D, 4ES5REEAN
IR NBRIFIE.
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U R B V. U R B, General Court of the European Union (EGC) - 2014/11/7 - T-506/13
BraEApe20144511 5 752T-506/13821 URBYTURB

URB URB
URB 1/FURB

The General Court recalled that, in assessing whether a mark has been registered in bad faith, account may also be taken of the
commercial logic underlying the filing of the application for registration of an EU trade mark. Even in circumstances where several
producers were using, on the market identical or similar signs for identical or similar products, capable of being confused with the
sign for which registration was sought, the EU trade mark proprietor’s registration of the sign may still be in pursuit of a legitimate
objective. The Court held that it was understandable from a commercial point of view that the EU trade mark proprietor wished to
extend the protection of the URB trade mark by registering it as an EU trade mark. In that respect, the evidence on file showed that,
during the period which preceded the filing, the EU trade mark proprietor used the trade mark, through a connected company, and
generated turnover from goods marketed under the trade mark in several Member States, which was a plausible incentive for filing
an application for the registration of an EU trade mark. The invalidity applicant did not establish that it was the EU trade mark
proprietor’s intention to exclude it from the market. The fact that the EU trade mark proprietor knew or should have known that a
third party (i.e. the invalidity applicant in this case) has long been using, in at least one Member State, an identical or similar sign for
an identical or similar product capable of being confused with the sign for which registration is sought is not sufficient, in itself, to
permit the conclusion that the EU trade mark proprietor was acting in bad faith when filing the application.
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An invalidity applicant claimed before EUIPO that the EU trade mark SIMCA had been registered in bad faith. EUIPO
upheld the invalidity application. The Court dismissed the appeal
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Hub Culture Ltd is a global collaboration network. In 2007, it established a global digital currency called VEN and holds a US word mark
by the same name. Venmo Inc is a US company which was set up in 2009 and is now owned by PayPal Inc. It provides online payment
services in the US using the unregistered mark VENMO.
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In June 2010, Hub Culture wrote to Venmo claiming that their use of the sign VENMO could lead to confusion in the US market and
proposed exploring the possibility of a commercial resolution. However, far from following through with their proposal, Hub Culture
filed an application with EUIPO for the registration of the sign VENMO as an EU trade mark. They did not inform Venmo of their

application.
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In April 2011, VENMO was registered as an EU trade mark. Venmo raised proceedings to invalidate the trade mark and was successful in
the Cancellation Division. However, the decision was overturned by the Board of Appeal, and Venmo appealed to the General Court.
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An invalidity applicant claimed before EUIPO that the EU trade mark VENMO had been registered in bad faith. EUIPO upheld the
invalidity application. The Court dismissed the appeal.
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