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Lessons from the EU experience with
Memoranda of Understanding to tackle the online sale of
counterfeit goods
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Background Bat

« The development of online markets poses unique challenges to enforcement
authorities
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« Greater co-operation between rights-holders and e-commerce platforms is already
taking place
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Background B&

Could a Memorandum of Understanding
approach help provide solutions?
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33 cases in 2019: the E-Commerce Law in action 2019533 x={4: BEESE2IER
21 cases relate to E-Commerce platforms PAF ISR A Y S S
5 cases involve the sale of counterfeit goods S#ciE M REHE
0 involve non-Chinese rights-holders OB ANERFIA
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To date, the scope of the E-Commerce Law applied is fairly narrow

sAm, BEHRI, BREARIERSTERE

Suzhou Nanotech (precision tech)

Legal basis: art.45

Judgement:Alibaba not responsible

Award: infringing seller to pay 100,000 RMB (12,900 EUR)
DINRAREHR (EHFEN)

EERUHE:  (BEE) $£455%

FiR: FIEBBEXR

HE: BINEXRSZ(F100,000 AE™ (12,900E%7T)
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Lei Wang (Under Armour)
Legal basis: art. 42

Judgement: Alibaba not responsible

Award: malicious notification.
Counterfeit seller to pay 2.1 million
RMB (270,600 EUR)

Xuewen Zhang (wooden fish tank)
Legal basis: art. 38

Judgement: Alibaba not responsible
Award: Infringing seller to pay 30,000

RMB (3,865 EUR)

Lei Wang (Zf=13)

EERKE: (BREE) F425%
FUIR: FEEEILSR

HIE: =Bk, ERERT
2100,000 AR (270,000KX7T)

Xuewen Zhang (ARERET)
SRR (BEE) $38%
FliR: FMEBBELS

7 (BIRER130,000 AR
(3,865E%7T)
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Xue Yang (marni bag) Xue Wang (15[28)
Legal basis: art.8 EEEKIE: (BEE) F8%
Judgement: NB Alibaba not a Fik: iF - EEBREAREARENS
defendant in this case He: ENEE5R7Y(I34,000 ABM
Award: Infringing seller to pay 34,00 (4,839RX7T)
RMB (4,839 EUR)
Wei Cai (Gucci bag) Wei Cai (HHIttE)
Legal basis: art. 38 SRR (EBRE) $38%
Judgement: Platform = direct FIiR: & = BEHS, =
defendant, not responsible HE: L

Award: None
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In some cases, E-Commerce platforms are intensifying actions:

EELSH, BEFaEINET:

Use of advanced technology
Alibaba and Al, JingDong and Blockchain
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However, there are inconsistencies
{E/_\EE’ ém%ﬁ&éj{ﬁ% Alibaba G;oup JD.COM

MECEER

4
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3 strikes policy
"SRR IR
Automated notice and takedown

SIS

Own cooperation platform

BEINGERE

Financial penalties for sellers beyond
E-Commerce Law requirements V

BHAEEEERRIEFAT

Maximum processing time for Take-down notices V
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Rights-holders welcome the E-Commerce Law and are changing their behavior

A ARIBFE, BEXRBITH

www.ipkey.eu

‘As a member of AACA, we are grateful for the level of support we
have received from Alibaba, especially in our actions against illegal
copycat products in China and globally’

Robin Smith — Lego group

"VERBIERFTRELEERN—R, BAIREMEEERE, TEEEE]
xPEMEEIEELE R R TS TR0, 7
Robin Smith, RE&EH
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Perceived changes since E-Commerce Law adopted

(BBRE) 5INERAEIRZMN

79% Higher Take-Down success rate

IFRAINZRZE S

14%.

Easier Take-Down process

iG]

No obvious improvement

FTREXE

'\ 28%

Sellers more restricted on

E-Commerce platforms 37% Easier to process Take-Down
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But some see challenges and potential gaps

E-commerce Law (2019) Suggestions and Recommendations

2019 ERERIN St 2018

Article 41 - suggestions

» Rights owners to strengthen their knowledge about how E-commerce platforms will
establish relevant rules and protect IP rights;

+ E-commerce platforms to clarify the measures they will take to comply with the
law and their impact on rights owners;

« Communication between stakeholders, such as E-commerce platforms,
government institutions, and associations, and rights owners should be increased;

» Industry associations to take a more relevant role and be the voice for small and
large companies that experience the same issues;

» E-commerce platforms to increase cooperation and communication between them
to share their experiences and lists of blacklisted shops, and unify requirements for
rights owners.

B4 - Y

Article 42 - suggestions

» E-commerce platforms to conduct strict reviews of preliminary evidence of
infringement for good faith rights owners on their platforms. This is in response to
the possibility of bad faith trademark squatters potentially blackmailing rights
owners during online promotional days, or filling malicious complaints against
honest online stores;

+ E-commerce platforms to create new measures for new trends in IP infringements,
such as selling counterfeit through repair services.
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Source: China-Britain Business Council
FR: mPRBRFhS

Funded by the European Union

ZEBVIH

T ESNAARHAIF & EFERUTARE
IEE, BEFaNig&E%, UNXSEEREineE
ANER EREEMENFIA, SERER RN
TEIOFAIRTREM .

FERF AN AR RURIAIHTEE, NiEid4E
EIRSHERES, RHFAIENE.

Product seizures worth 3.6
billion RMB (464 million EUR)

RN E36IZART (4.64
{ZBRTT) 5248MBaRIT1277)R
SIS EX )

2019

Product seizures worth 1.24
billion RMB (160 million EUR)

MNPEWNEI1241ZART
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Analysis ZIERtH

Twelve potential gaps to address EEHRT+ B EER

1. Enhance ability to keep up with changing market dynamics 125 S IREESSERSHYEE

2. Increase data and information. transparency for proactive identification of infringements 1&5&
FAIRBIENE FRHIEEE / (ERGERE

3. Reduce the cost of online IP protection ZEFEME IR SURIFEIRLA

4. Increase capacity and incentives of government and legal professionals IS8 BIFFFIREA L
ESEEVARSTIPA)

5. Address ‘whack-a-mole’ issues &R “FIHbBE" AR

6. Address lack of clarity in laws and regulations &R &E A iEWEATZHY e T
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7. Align incentives for E-Commerce platforms F—EEEEaHSFHEE

8. Enhance power of legal actions 3R 583 EtEEY REITH)

9. Improve severity and reliability of enforcement measures SEH A SHI &GS

10. Improve public awareness 2E /N REIR

11. Increase data availability and tools to support pro-active Take-Downs 125 EmIRIEMASE
SRYEEE. TERIATAMN

12. Address challenges in engaging the legal responsibility of E-Commerce platforms f#R1.LEE
B aEE ARSI EIREIPEG
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Recommendations IEi¥

A Memorandum of Understanding could focus on:

IR SRR EUTILR:

Improving communication between - government, platforms, rights holders and industry
associations to improve understanding of the law

IEEEE. Fa. NRATTIDEZERYAE, A EIAR

Data consistency and transparency for E-Commerce platforms, particularly larger ones — and
especially with respect to notification rules

HEERYFE (TEEAEYE) NEE—EBMENERME, 55 ERNMNBXRIEDE
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Recommendations IEi¥

A Memorandum of Understanding could focus on:

IR SRR EUTILR:

Engaging smaller platforms and social media platforms — for example, through promoting best
practice and introducing new penalties

Re/NEEBFETITRENFafNSSE (BUHE &EME. 5IAFRILTTERES)

Regular joint review of the effectiveness of the E-Commerce Law by rights holders and
platforms, which could influence future reforms to the E-Commerce Law
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