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► Established in 1890, Tilleke & 
Gibbins is a leading Southeast Asian 
regional law firm with over 150 
lawyers and consultants practicing in 
Bangkok, Hanoi, Ho Chi Minh City, 
Jakarta, Phnom Penh, Vientiane, and 
Yangon. 

 

 



Museum of Counterfeit Goods 
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Thailand 
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• Recognition of Well-Known Marks 

 
• Bad Faith: Case Studies 
• (i) Registered Trademarks 
• (ii) Unregistered Rights 

 
  



Recognition of Well-Known Marks 

► Section 8(10) of the Trademark Act – A mark which is 
identical or very similar to a well-known mark to the extent that 
it may cause confusion among the public as to the owner or 
origin of the goods is not registrable.  

► Ministerial Notification regarding Rules on 
Determination of Well-Known Marks (September 2004)  

 Used on good/services by applicant or its authorized 
representative in good faith; 

 Widely used, whether in Thailand or abroad, to the extent 
that it is well known among the general public or those in the 
relevant industry in Thailand; and 

 Reputation for quality is generally accepted among 
consumers. 

► Abolition of Recordation System of Well-Known Marks 
(September 2015) 
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Case Study: Oiling the Wheels of Justice? 

 

 

6 



7 

Trademark Registrar 

Specialized Appeal Court 

► Trademark Registrar and Board of 
Trademarks: 

 Similar marks, but different classes and different 
characteristics of goods.  

► IP&IT Court: 

 Appearances and pronunciations were different. 

 Classifications of goods were different and goods 
were unrelated. 

► Specialized Appeal Court: 

 Similar enough to cause confusion. 

 Different classes, but goods were of the same 
character. 

 MOBIL is not a Thai word, and does not have a 
dictionary meaning. 

Case Study: Oiling the Wheels of Justice? 

Board of Trademarks 

IP&IT Court 



8 

Case Study: Watt a Landmark Decision!  
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Unsuccessful Amicable 

Settlement 

IP&IT Court 

Supreme Court 

► IP&IT Court: 

 Considered only the trademarks, and held that 
the marks were visually and aurally 
distinguishable.  

► Supreme Court: 

 Agreed that the trademarks were visually and 
aurally different. 

 BUT must compare characteristics of the 
batteries and packaging when determining 
similarity. 

 Bad faith intention of the defendants was clear 
through the manner in which the trademark was 
used on goods and packages.  

 Awarded compensatory damages, attorneys’ fees 
and court fees. 

Case Study: Watt a Landmark Decision! 



Myanmar 
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• Recognition of Well-Known Marks 
 
• Bad Faith: Case Study 



Recognition of Well-Known Marks 

► Existing System – Recordation of Declarations of Ownership 
and publication of cautionary notices. 

► Section 54 of the Specific Relief Act – perpetual injunctions. 

► Provisions under the Trademark Law 2019: 

 Section 2(p) – “Well-Known Mark” – any mark that is well-known and famous in 
Myanmar according to the prescribed criteria.  

 Sections 14(e) and (f) – Relative Grounds for Refusal – Cross-classes? 
Possible. 

 Section 38(a)(iii) – Rights of the Mark Owner – Cross-classes? Again, possible. 

 Section 78(b) – IP Court – can presume likelihood of confusion, if there is 
unauthorized use which is identical/similar to an unregistered well-known mark in 
relation to identical/similar goods/services.  

► Draft Trademark Rules?  
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Case Study: Pulling the Plug on Bad Faith Registrations 
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Class 9: Bracket for fluorescent tubes and starter; rail for fluorescent tubes 
and starter; electric switch; plugs; sockets; outlet.  



Case Study: Pulling the Plug on Bad Faith Registrations 
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Panel Discussion 

► Common challenges faced by foreign brand owners. 

 Control 

 Costs 

 Certainty 

► Tips and strategies for foreign brand owners. 

 Creative 

 Consolidation  

 Culture  
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For more information please visit our website: 

www.tilleke.com 

Sher Hann Chua 

+66 2056 5765 

sherhann.c@tilleke.com 

www.facebook.com/tillekegibbins 

twitter.com/tillekegibbins 

This material is intended for general information and educational purposes only 
and does not constitute legal advice.  


