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In recent years, the domain of trademark law and the
scope of trademark protection has grown exponentially.
Today, a wide variety of non-traditional marks, including
colour, sound, smell, and shape marks, can be registered in
many jurisdictions. However, this expansion of trademark
protection has led to heated discussions and controversies
about the impact of the protection of non-traditional
marks on freedom of competition and, more generally, on
socially valuable use of these or similar signs in unrelated
non-commercial contexts. These tensions have also led to
increasing litigation in this area across several jurisdictions.
OXFORp

This book provides an overview of the debate and state

of the law surrounding non-traditional marks at the
international, regional, and national level. In particular, this
book add s rel tinternational treaties administered
by the World Intellectual Property Organization (WIPO) and
the Agreement on Trade-Related Aspects to Intellectual
Property Rights (TRIPS) as well as several regional and
national legislations and leading judicial decisions in order
to examine current law and practice culminating in critical
reflections and suggestions on the topic.
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[ Terminology ]

[ Non-traditional trademarks? ]

[ Non-conventional trademarks? ]

[ New types of marks? ]

Types of Marks
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Examples of
Non-Traditional Trademarks
(registered, applied, attempted
to be registered, revoked, etc.)
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Approval

Apple Store Design Gets Trademark

ANIMATION STUDIOS
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(Ga“ﬁg‘u States of Qmerft "

Wnited States Patent and Trabemark Office

NON-VISUAL PLAY-DOH SCENT
MARK

Reg. No. 5467 089 \\_\l». |IR|‘«-|\|_ ISLAND CORPORATION)
Registered May 15, 2018 [ —
Int. CL: 28 C1ASS 28 Toy scadeling compounds
Trademark FIRST USE) 012 1985, IN COMMERCE 9131955
The mask is 3 sovnt of & weet, slightly munky, vanils fragrasce, with ight overioses of
Principal Register chery, comsbised with the smell of 3 sahed. wheat based dosgh
L2
SR, NO ST KT, L2 143017

,'“»,,, Y S
Director of the Undted States
Patent and Trademask Office
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Tripp Trapp® STOKKE -
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@a“‘\tgb States of Amp,,

Wnited dtates Patent and Trademark Otfice 'tt?

Reg. No. 4,903,968 “
Registered Feb. 23, 2006 i 11
Int. CL: 28

TRADEMARK

PRINCIPAL REGISTER

Europe court rules Lego figures are
‘protected shape”

19
Crocs footwear Coca-Cola bottle
U.S. Reg. No. U.S. Reg. No.
5149328 0696147
) Mrs. Butterworth’s container
O\, R U.S. Reg. No. 1138877
e f

) : i

FCA US (Jeep)

automobiles

U.S. Reg. No.

3199299

20
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U.S. Reg.
No.
3825320

Peeps marshmallow
candies
U.S. Reg. No. 2185581

Crown Royal
bottle

U.S. Reg. No.
3067575

21

NS 5d Oberbank

-
s Finanzgruppe 3Banken Gruppe

Deutscher Sparkassen-
und Giroverband

22
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LTC's UKTM
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LTC's EUTM
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Scope of this Presentation
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Why non-traditional trademarks?

~

J

‘The context of non-traditional trademarks:

r

Legal context

Business context

Competition context

Public policy context

27

.

Why non-traditional trademarks?

J

4 )
Very broad definition of what type of signs

can be protected as trademarks

Low threshold of the concept of
trademark distinctiveness

.

Advantages of trademark protection,
notably duration and protection for non
registered marks

28
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[The context of non-traditional trademarks]

[ Legal context ]

29

TRIPS Art. 15: Any sign ... capable of
distinguishing [products], shall be
capable of constituting a trademark.
Such signs, in particular words
including personal names, letters,
numerals, figurative elements and
combinations of colours as well as any
combination of such signs, shall be
eligible for registration as trademarks.
... Members may require, as a
condition of registration, that signs be
visually perceptible.

Singapore Treaty on
Trademarks (WIPO) allows
(even though it does not
impose) for the registration
of non-conventional marks
such as holograms, scent
marks, sound marks, motion
marks and three-dimensional
(“3D”’) marks.

30
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* Almost anything is capable of registration and protection if the
trademark or trade dress is distinctive, not functional, and the
markholder has priority based on use or registration

— Words, including descriptive words and popular phrases
— Names, including the names of historical figures

— Symbols

— Colors, including single colors

— Product packaging

— Product configurations

— Retail store designs and restaurant décor

— Look and feel of a website

— Other non-traditional marks such as sounds, scents, tastes,
textures, holograms, and movements

— Artistic works currently or formerly protected by copyright
— Designs currently or formerly protected by patent

What Can Be Protected as a Mark?

EU Trade Mark Directive Article 3 (2015)
Signs of which a trade mark may consist

A trade mark may consist of any signs, in particular words,
including personal names, or designs, letters, numerals, colours,
the shape of goods or of the packaging of goods, or sounds,
provided that such signs are capable of:

(a) distinguishing the goods or services of one undertaking
from those of other undertakings; and

(b) being represented on the register in a manner which enables
the competent authorities and the public to determine the
clear and precise subject matter of the protection afforded to
its proprietor.




EU Trade Mark Directive Article 3

EU Trade Mark Directive

Signs of which a trade mark may Article 2

consist

Signs of which a trade mark

A trade mark may consist of any signs, in may consist

particular words, including personal

names, or designs, letters, numerals,

colours, the shape of goods or of the

packaging of goods, or sounds, provided

that such signs are capable of:

(a) distinguishing the goods or services
of one undertaking from those of
other undertakings; and

(b) being represented on the register in a
manner which enables the competent
authorities and the public to
determine the clear and precise
subject matter of the protection

A trade mark may consist of
any signs capable of being
represented graphically,
particularly words,
including personal names,
designs, letters, numerals,
the shape of goods or of
their packaging, provided
that such signs are capable
of distinguishing the goods
or services of one
undertaking from those of
other undertakings.

afforded to its proprietor.

33

Registralo / Registered 28/02/2011

I Presidente / The President

Anténio Campinos
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Enregisiré / Registered 21/08/2006

Le Président / The President

Wubbo de Boer

Registered / Eingétragen 31/08/2011

The President / Der Prasident
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Registered / Registrato 18/12/2008

The President / Il Presidente

Anténio Can

Registered / Registrado 07/08/2006

The President / E!l Presidente

38
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Registered / Enregistré 01/08/2006

No 004359691

Le Président

Wubb

Registered / Enregistré 14/11/2005

~ No 002550457

The President/ Le Président

40
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C-421/13, Apple Inc. v Deutsches Patent- und Markenamt

41

Motion mark — EUTM 017852187

Cl. 30 (desserts)

42
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EUTM No 017280264, 017280249, 017280281 — movement marks

CL. 9 (audiovisual appliances)

43

EUTM No 017280264, 017280249, 017280281

Signing: To sign light, take your strong hand and raise above and to the

side of your head. Take your fingers from being extended and together to
extended outward. The sign looks like a fight is flicking on, spreading out
it’s rays.

Liibdon Carmmtms, s arw e s (e s vieming Lt hrstogrens. (8 s

e bemer i th s okt
5 b b pac LD 0 kG o berther

44
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EUTM 17492513 - Motion mark

Classes 1 (hydraulic fluids), 4 (lubricants, engine oils) and 37 (lubricating services).

45

EUTM 17279704- Multimedia mark

46

23



Enregistré / Registered 16/09/2011

No 009844127

Le Président / The President

47

EUIPO registered in 1999, as a three-dimensional EU trade mark, the
following cubic shape in respect of ‘three-dimensional puzzles’

48
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CTM 1400092: = i
Lamborghini |
moving image ] =R —»J\
for car doors iy kL

opening and s e LN

turning upward.
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What Can Be Protected as a Mark?

Lanham Act (15 U.S.C. § 1127):

* Trademarks: [any] word, name, symbol, or device, or any
combination thereof, used in commerce to identify and
distinguish “products” and to indicate source

Restatement (Third) of Unfair Competition (1995):

= “A trademark is a word, name, symbol, device, or other
designation ... that is distinctive of a person’s goods or service
and that is used in a manner that identifies those goods and
distinguishes them from th[ose] of others ...”

50
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=, A NEWS CORPORATION COMPANY

USPTO TM 1.928.424: computer generated sequence showing the central
element from several angles as though a camera is moving around the
structure. The drawing represents four “stills” from the sequence.

51

USPTO TM 1.975.999; moving image of a flash of light from which rays
of light are emitted against a background of sky and clouds. The scene
then pans downward to a torch being held by a lady on a pedestal. The
word “COLUMBIA” appears across the top running through the torch

and then a circular rainbow appears in the sky encircling the lady.

52
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Int. CL: 18
Prior U.S. Cls.: 1, 2, 3, 22 and 41

Reg. No. 3,617,909

United States Patent and Trademark Office  Regisersd May 12, 2000

TRADEMARK
PRINCIPAL REGISTER

LOUIS YUITTON MALLETIER (FRANCE COR-
PORATION)

2. RUE DU PONT-NEUF

75001 PARIS, FRANCE

FOR: LEATHER AND IMITATION LEATHER
PRODUCTS, NAMELY, TRAVEL TRUNKS, TRA-
VEL BAGS, TRAVEL CASES, TRAVEL GARMENT
BAGS, SUITCASES, LUGGAGE, TOILETRY CASES

LD EMPTY, BACK PACKS, HANDBAGS, BEACH
BAGS, LEATHER SHOPPING BAGS, SHOULDER
BAGS, ATTACHE CASES, BRIEFCASE.TYPE PORT-
FOLIO CASES, BRIEFCASES, SCHOOL BAGS, UN-
DERARM BAGS; MANUFACTURED LEATHER
GOODS, NAMELY, WALLETS; UMBRELLAS, IN
CLASS 18 (US.CLS.1, 2,3, 2 AND 41).

FIRST USE 1-1-1986; IN COMMERCE 1.1.1986.

OWNER OF US. REG. NOS. 1650,162 AND
2828919,

THE MARK CONSISTS OF A SOLID BRASS LOCK
COMPRISED OF A HASP WITH A RIVET

LOCK PLATE AND A LOCK HOUSING.
SEC. 2(F)
SER. NO, 76-572,303, FILED 1-29-2004,

DANIEL CAPSHAW, EXAMINING ATTORNEY

LOUIS VUITTON

w3

o

T

]

55

Int. C1: 18
Prior US. Cls.: 1, 2,3, 22 and 41 Reg. No. 2,075,141
United States Patent and Trademark Office Registered July 1, 1997
Corrected OG Date May 26, 198
S~
TRADEMARK
PRINCIPAL REGISTER

LOUIS  VUITTON  MALLETIER

4, AVENUE MONTAIGNE
75008 PARIS, FRANCE

OF FRANCE REG. NO.
9MTIM, DATED §-3-199), EXPIRES
12102000
OWNER OF US. REG. NO. 1,931,144

THE COLOR YELLOW IS CLAIMED
AS A FEATURE OF THE MARK.

THE MARK CONSISTS ISED

OF RAl
DARK YELLOW WAVY LINES ON A
LIGHTER YELLOW BACKGROUND,

FOR: TRUNKS FOR TRAVELLING,
Vi

TRAVELLING
HANDPAGS, LUGOAGE, COSMETIC
CASES SOLD EMPTY, VANITY CASES
SOLD EMPTY, TOILETRY CASES SOLD
EMFTY, BACK PACKS, SHOULDER
PAGS, TOTE BAGS, LEATHER SHOP-
PING  BAGS, WAIST  PACKS,
BRIEFCASES ATTACHE CASES, BRIEF.
CASETYPE  PORTFOLIOS, PURSES,
CHANGE PURSES, WALLETS, KEY

[ENT CASES, BUSINESS
CARD CASES AND BILLFOLDS, IN
CLASS |8 (US. CLS. 1, 2, 3, 22 AND 41).

SER. NO. 15-04,621, FILED 12-19-1995.

56

28



Int. Cl.: 18
Prior US, Cls.: 1,2, 3,22 and 41

Reg. No. 2,071,273
United States Patent and Trademark Office Regitered Juse 17,109
TRADEMARK
PRINCIPAL REGISTER

LOUIS VUITTON MALLETIER (FRANCE COR:  KEY CASES, DOCUMENT CASES. BUSINESS
¥ CARD CASES AND BILLFOLDS, IN CLASS I8

54, AVENUE MONTAIGNE (U5 CLS.1.2.3,22 AND

75004 PARIS, FRANCE. OWNER OF FRANCE REG. NO. 90511962

DATED 1-31-1934, EXPIRES )-11-X04

THE MARK CONSISTS OF RAISED DARK
GOLD WAYY LINES ON A LIGHTER GOLD
BACKGROUND.  THI

CLAIMED AS A FEATURE OF THE MARK.

iS, TOTE BAGS, LEATHER SHOP-
FING BAGS, WAIST PACKS, RRIEFCASES, AT SER NO. TS-0006S, FILED 11191995
JE PURSES, WALLETS, TERESA M. RUPP, EXAMINING ATTORNEY

57

Int. Cl.: 18

Prior US, Cls: 1, 2, 3, 22 and 41 T Y
R 1997

United States Patent and Trademark Office  Regueret sep. 22

TRADEMARK
PRINCIPAL REGISTER

ON MALLETIER (FRANCE COR-  BUSINESS CARD CASES AND BILLFOLDS, IN

10N CLASS I8 (US CLS 1, 2 3, 22 AND 41}
54, AVENUE MONTAIGNE PRIORITY CLAIMED UNDER SEC. 44D) ON
75008 PARIS, FRANCE. FRANCE APPLICATION NO. 93/31928, FILED

20-19%, REG. NO. 953698, DATED

FOR: TRUNKS FOR TRAVELLING, SUIT-
CASES, TRAVELLING BAGS, HANDBAGS,
LUGGAGE. COSMETIC 0

V). VANITY CASES (SOLD EMPTY). TOI-
LETRY CASES (SOLD EMPTY). BACK PA
IOULDER BAGS

a5,

s BAGS, WAIST PACKS. DRIEF-

CASES, ATTACHE CASES, DRIEFCASETYPE  SER. NO. 74750994, FILED 9-19-1993,
PORTFOLIOS, P MANGE FURSE

WALLETS, CASES, DOCUMENT CASE: ILLIPS, EXAMINING ATTORNEY

58
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Int. CL: 18

Prior US, Cl:: 3
Reg. No. 1,643,625
United States Patent and Trademark Office _registered May 7, 1991

DEMARK
PRINCIPAL REGISTER

LOUIS VUITTON (FRANCE CORPORATION) QWNER OF 1.8, REQ. NOR. 214345, L2231l
UE E wn OTHE

PARIS, FRANCE

FOR, LEATNER AND IMITATION LEATIC

LY TRAVEL! NG, ,uu: uum THE MARK AS SHOWN,

THE IS LINED FOR THE
COLGRS YELLOW AND DARK m«u\n

THE MATERIAL IN DOTTE s

SED. 70 SHOW POSITIONING OF THE

MARK

SER. NO. 74-022,164, FILED 1-24-19%0.

TERESA M. RUPP, EXAMINING ATTORNEY

59

Reg. 5,176,498
Registered Apr. 04, 2017
Int. CL: 14

Trademark

Principal Register

oty States of g
Mﬂ‘teﬁimm States Patent and Trabemark Ofﬂt{}'er Q

Tiffany (NJ) LLC (DELAWARE LIMITED LIABILITY COMPANY)
$ Sylvan Way
Parsippany, NJ 07054

Tirrany O™

CLASS 14: Jewelry

FIRST USE 00-00-1982; IN COMMERCE 00-00-1982

e is/are claimed as a feature of the mark

shade of blue that is used on product packaging in the form of jewelry
s The broken lines depicting the jewelry pouch and drawstrings
mark on the product packaging and are not part of the mark

The mark consists of
pouches. with draws
indicate placement o

OWNER OF U.S. REG. NO. 2416794, 2184128, 2359351
SEC2(F)

SER. NO. §7-196,285, FILED 10-07-2016
ANDREW C LEASER, EXAMINING ATTORNEY

30



mms.luu,n.m,zl.zs.nuus

1 5, 6, 13, 22, 23, 15,
m“.&“&kg’iﬂ‘:”.w 41, 44, 50, 51 5,

100, 101 and 102 Reg. No. 2,184,128
United States Patent and Trademark Office
TRADEMARK
SERVICE
RINCIPAL REGISTER

TIFEANY AN COMPANY (MW YORK COR. | FIRST USE 0080 [N COMMERCE
T FIFTH AVENUR FOR, TAMLEWARE NAMELY, KNIVES,
NI YOR, KT bt PORKS AND KHIVES, 515

SORS. AND RAZORS, [N CLAS § (LS. CLS 11
PRAORANCE 3 AND
e JRODUCTS, NAMELY.  “ligst usu oo BN COMMERCE

| BANY POWDER, ey
T N it MHOWER (L. DOOY PR JEWFLRY, WATCHES AND CLOCKS,
FERSONAL LN PRBCIOUS. FRECKAS STORES:
CLASS UL CLE . & & 5, 51 AND 321 DECORATIVE ART OBIBCTS MADE I8

_/f."}s:

R

61

'05“‘"“ States of Qfmm

WUnited tates Patent and Trabemark Office

Reg. No. 4,000067
Registered July 26, 201 ft
Ched1asas roumo

ATIONAL (TANCE SOCIETH EN COMMANINTE PR ACTIONS)
MNT RO

GO T WATTR SHOVIK 041 ., o
CMANTE 0K PUASONAL USE. 6 CLAG 3 (L 8 C18 1, L4, 58 51 AND>

TRABEMARK
SERVICE MARK

O BRI, €1 0CKS ANTWATENES 181
PRINCIPALREGISTER  11RST USE 60195 S COMMIRGE

15 015 2 1 anm

FORHLANDRAGS WALLITS AN

AL N CLASS I US (LS. 12,2

FUESY USH 0199, 1N COMMERCE 08 16

62
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qited States of Qmm

Wnited States Patent and Trabemark Office

Reg. N0 3,936,105 HEKMES INTERNATIONAL (RANCE SOCTETE EN COMMANDITE AR ACTIONS)
34RUE DU FAULOURG SAINT | ONOKD
Registered Mar. 29, 2011 1 s b, e

Int. CL: 18 FOR: HANDHAGS, INCLASS 18 (US. CLS. 1, 2.3, 2 AND 41}

FIRST USE 0:0-1986 IN COMMERCE 0.0 1986,
TRADEMARK
CWNER OF U3, REG, NOS. 150,10

PRINCIPAL REGISTER
THE MARK CONSISTS OF THE COMFIGURATION OF A TANDRAG, VNG RECTAN:
[ ANDA DIMPLED TRIANGULAR FROFILE
m L0, BETWIEN WHICH ARE TWO KEVHOLE-SHAFED OPENINGS THAT SR
R THE FLAPIS A HORIZONTAL REC
FCEIVE A PADLOCK.
P OF A FADLOCK FORMS TIE CLASK FOR THE BAGAT THE CENTER OF 11
STRAP. THE m\umwl\m THE DRAWING REPRESENT THE LOCATION OF THE
TIANDLES AND AR NOT FAKT OF THE MARK

SEC.2F)

SER NO,26:700,120, FILID 1029-2000

LIEF MARTIN, EXAMINING ATTORNEY

63

WUnited States Patent and Trabemark Office

Reg. No, 4,197,020 s . A0 W ANDCORRATN)
T RS TS i
Registered Aug. 28,2012 6313 SIS SWHARIARD.

Int. Cls.: 14 and 35 FOR TWELRY ANDWATCIES, INCLASS 141115 €15 2

FIRST USE 201977, IN COMMIRCE 3

TRADEMARK

R TATL S TR SRVICES FEATURING KL LLRY ANYWATEIILS, O8I RLTA
SERVICE MARK. FRATURING JEWELKY ANDWATCHES. IN CLASS 38 (LS. CLS. 1
PRINCIPAL REGISTER

FIRST USE 20197, N COMMIRCE 2.1

T MARK CORSISS o IVRIT-OIMIXSIDSAL PROCKCT BCKACING COMPOStD

" 1 \ r on KE FATTIR
TN ON i PR o I IDES OF T . T
\lmw\lwnnumwruum\\.n R LN OF GO DOTS N T
S0 of THE LED AND T LFFER S 01 THE B T

AN S PRATURES OF UESARK. T FAOFORTIONAL RAL
HERGITL AND DUFTI 15 NOT A TEAIVRE OF 11
ATHONSIEP B TWA S THE |G O T80 L

ATUKI OF T MAKK. T FROPORTIONAL
YUY ARE NG A FARY 07 THE MARK

THE COUORIS) REID AND GOLD FUARE CLAIMED AS A FEATURE OF T MARK.

siean

SEAN CROWLEY, XA

NG ATTORNEY

64
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Tnited States Patent and Trabemark Office

Reg. No. 4,487,142

3 CORPORATION

TRADEMARK

PRINCIPAL REGISTER :

LEN PERKINS, EXAM

65

Int. CL: 14
Prior US. Cls.: 2, 27, 28 and 50
2 i Reg.No. 3282846

United States Patent and Trademark Office  Regiered Aug.

TRADEMARK
PRINCIPAL REGISTER

CARTIER INTERNATIONAL N.V. (NETHERLD  CAs
ANTIELES COMPANY)

SCHARLOOWS

CURNCAG, NETHERLD ANT

AND END IN INWARDLY ANGLED COR.

s

FOR: HOROLOGIC AND CHRONOMETRIC IN-
STRUMENTS, NAMELY, WATCHES, IN CLASS 1§
(US CLS. 3,37, 3 AND 01

FIRST USE

15199 I COMMERCE

1199
€LAIM IS MADE TO THE EXCLUSIVE
xh.m TO USE THE REFRISENTATION OF THE

Al
UMBE ME WATCK HANDS. APAKT  RING MINUTE GUIDE ON THE WATGH FACE
FHOM THE SARK AS SHONN LOCATED BET T

KRG ot NUMERALS

THE MARK CONSISTSOF A CONTIGURATION
OF A WATCH CASE WITH A SQUARE FACE, THE
CASETRAMING THE W AT GBI OF TN SEC
Ve VERTICAL M\\( s, BoTH ruwm:
C

SER. NO. T8451,190, FILED 4

ATED BE.
YOND THE BOTTON AND TP OF THE WATCH  FRNIST SHOSHO, EXAMINING ATTORNEY

66
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Int. Cl: 39
Prior U.S, Cls.: 100 and 105 Reg. No. 2,131,693
United States Patent and Trademark Office

SERVICE MARK
PRINCIPAL REGISTER

UNITED PARCEL SERVICE OF AMERICA, THE DRAWING 15 LINED FOR THE COLOR
TION) B

INC. (DELAWARE CORPORA’ 3
19 OLENLAKE PARKWAY, NE. THE MARK COMSISTS OF THE COLOR
ATLANTA, GA 30528 BROWN AFPLIED TO THE VEHICLES USED

N FERPORMING THE SERVICTS.

TOR VEHICLE TRANSPORTATION
AND DELIVERY OF FERSONAL PROPER
N CLASS 39 (LIS CLS. 300 AND 108}
FIRST LS 00-191%  IN  COMMIRCE
001907, TERESA M. RUFP. EXAMINING ATTORNEY

SER. NO. 75-009,323, FILED 13-26- 1995,

The most efficient

vehicle yet devised for
cmssgl)g};e the Atlfmticl:

67

r@ﬁi’(ﬂl States of Qme v

Wnited States Patent and Trabemark Stfice

Reg. No. 4,084,102 1
Registered Jan, 1, 2012 o

i
Int. CL: 7

S, KNUCKL L

TRADEMARK
PRINCIPAL REGISTER

68
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Int. Cl: 16

Prior U.S. Cls.: 2, §, 22, 23, 29, 37, 38 and 50
United States Patent and Trademark Office

Reg. No. 2,390,667
Registered Oct. 3, 2000

TRADEMARK
PRINCIPAL REGISTER

MINNESOTA  MINING AND  MANUFACTURING|
COMPANY (DELAWARE CORPORATION), AKA
M

IM CENTER
SAINT PAUL, MN 551441000

FOR: STATIONERY NOTES CONTAINING ADHE-

THE MARK IS LINED FOR CANARY YELLOW,
AND THE APPLICANT CLAIMS COLOR AS THE
MA

RE

THE MARK CONSISTS OF THE COLOR CANARY
YELLOW USED OVER THE ENTIRE SURFACE OF
THE GOODS. THE MATTER SHOWN IN BROKEN
LINES SHOWS THE POSITION OF THE MARK AND
15 NOT CLAIMED AS PART OF THE MARK.

SIVE ON ONE SIDE FOR ATTACHMENT TO SUR-
FACES, IN CLASS 16 (US. CLS. 2, §, 12 23, 19,
37, 38 AND 50).

FIRST USE 0-0-1978; IN COMMERCE 0-0-1978.

T
SER. MO, 75-087,575, FILED 4-5-1996.

TERESA M. RUPF, EXAMINING ATTORNEY

Int. CL: 12
Prior U5, Cla.: 19, 21, 23, 31, 35 and 44

Reg. No. 2,793,439
United States Patent and Trademark Office  negisernd be 16, 2000
TRADEMARK
PRINCIPAL REGISTER

AUTOMOBILE LAMBORGHINI HOLDING SP.A
(ITALY CORPORATION)
VIA MODENA,
40013 SANT AGATA BOLOGNESE
INA, TTALY

OF
3. THE DOORS MOVE PARALLEL

THI MARK CONSISTS OF THI UXIQUE MO-
TION [N WHIC A VEHIC
OPENEL

LE 15
TO THE

BODY OF THE VEHICLE BUT ARE GRADUALLY
RAISED ABOVE THE VEHICLE TO A PARALLEL

POSITION

R AUTOMOBILES, 1N CLASS 12 (U5 CLS. 19,
21,35, 31, 18 AND 44

FIRST USE 001980 1N COMMERCE 0011980

THE MATTER SHOWN BX DOTTED LINES [5
NOT PART OF THI MARK.

SER. N0, 75883,661, FILED 12:35.1599,

VIVIAN MICZNIK FIRST. E
MY

SEC. 3F)

AMINING A




Legal context
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Almost anything is capable of registration and protection if the
trademark or trade dress is distinctive, not functional, and the
markholder has priority based on use or registration

Words, including descriptive words and popular phrases
Names, including the names of historical figures
Symbols

Colors, including single colors

Product packaging

Product configurations

Retail store designs and restaurant décor

Look and feel of a website

Other non-traditional marks such as sounds, scents, tastes,
textures, holograms, and movements

Artistic works currently or formerly protected by copyright
Designs currently or formerly protected by patent

73

Legal context

Business context

74

37



N
[Potentially perpetually protection (as long

as product in “some” use) )

<
Low costs of registration (protection also
for unregistered marks based on use)

Malleable tool instead of, or in addition
to, other forms of IP protection

Overlapping ™

ID/DF and
TM/® Rights ®




™
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Product Features
Marketing

™
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[ Business context ]

Competition context

[ Public policy context ]
83
Patents
-
in dlcag m' 7 Trademarks
Intellectu?
Property
Va':'iae':;es ,DHU“
AT
Copyrights
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[ Competition context

Non-traditional trademarks may create undesired
monopolies on functional/ aesthetic product features

Are non-traditional marks in line with the public
policy at the basis of the trademark system?

85
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TOP STORIES MEDIA CENTER PROGRAM LEARN GERMAN

Rosetta Stone loses claim to yellow in court

AGerman coart has ruled that the colos yellow can be pratected as a trademark. Bat it
mast be widely associated with 8 3p
color elone can be for company branding.

rpasy. Th ighlights just how important

- OsettaStone 8
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-
=] Finanzgruppe
Deutscher Sparkassen-
und Giroverband

Oberbank

3 Banken Gruppe

& Santander

CONSUMER BANK
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adbury

jven Bowcott, legal affairs
rrespondent

@owenbawcatt

2y 4 October 2013 09,42 EDT
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Cadbury's attempt to trademark Dairy
Milk purple blocked

Appeal court nules usage of colour was not specific enough and would give
Cadbury unfair competitive advantage

Cadbury has lost a five-year court battle to register a distinctive shade of purple as
a trademark for its chocolate bars.

Lawyers for rival Nestlé managed to overturn a previous judgment that would
have prevented other manufacturers from wrapping their products in the same
Dairy Milk tone,

The row revolved around a specific shade of purple - defined as Pantone 2685C -
which the Birmi; based manufacturer maintains it has used since the first

theguardian

= browseall sections

Advertisement
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Nestlé KitKat goes unprotected as European
court rejects trademark case

Nestlé failed to convince European court of justice that four-fingered version of
its chocolate bar should be protected by law

Sean Farrell Advertisement

Wednesiday 16 September 2015
1028 EDT

00600006

Shares W Comments
1082 21

@ Save for later

8 Nesti srgued that eves
asdistinct. Photogr

mout ts redt and whits pa
h: Roger Toath for the G

Shap of the four-fingared Kitkat should be

Nestlé has failed in an attempt to convince European judges to let it trademark
the shape of the four-finger version of a KitKat in the UK.

The European court of justice ruled that the KitKat's shape was not distinctive
enough for consumers to associate it with the chocolate covered wafer. Nestlé is
nat seeking to trademark its two-fingered version of KitKat.

Nestlé had argued that even without its red and white packaging or the word
KitKat embossed on the chacolate, the shape of the bar should be regarded as
distinct.

The dispute between Nestlé and Cadbury, which has fought to prevent Nestlé

Mast nanularin 118
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Court of Appeal confirms London Taxi Company's trade mark for the
shape of the "black cab” is invalid

Gowling WLG

-~

o i

© sowunG wis

United Kingdom |»

The trade marked thiee-dimerssonal shape of the traditienal Landsn taxi has been tourd imvalsd by the
Court of Appeal of England asd Wales.

el LTC also regi
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95

Are Non-Traditional
Marks, marks in the
“traditional” sense of
the term “mark” as
distinctive sign in
the course of trade?
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Ca-
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Are NTTMs Necessary to Identify the Products?
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Existing Limitations

100
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Absolute Grounds in the EU (art 4 TMD)

no registration for signs that comprise of
a shape, or another characteristics

— Resulting from the nature of the
goods

— That is necessary to obtain a
technical result

« Utilitarian functionality

— That gives substantial value to the
goods

e “A sort of” aesthetic
functionality

101

What Cannot Be a “Mark” in the US

= Lanham Act § 2(e)(5)
= No trademark ... shall be refused registration ... unless it —

= (e) Consists of a mark which, ... (5§) comprises any matter that,
as a whole, is functional

= BUT the Lanham Act does not define what is a “functional mark”

= The interpretation of what is “functional” in the context of
trademark rests primarily within the courts

» The doctrine of functionality started primarily as a judicial doctrine
» Utilitarian Functionality

= Aesthetic Functionality

102
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Are Non-Traditional Trademarks Aesthetically
Functional?

Are they essential to the use of the product?

Do they give substantial value to the products?

103
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[ Business context

[ Competition context

Public policy context

105

Seretide®

Accuhaler®

50 microgearns salmeterol (a5 xinafoate) and
100 micrograms fluticasone propionate
: HK-44734

ru

Stosein a dry place below 30°C.
KEEP OUT OF THE REACH OF CHILOREN
1512022

Glaeo Wellcome Operations
Ware, Hertfordshire, UK.

106
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Seretide®

Accuhaler®

50 micrograms salmeterol [a¢ xinafoate) and
100 micrograms fluticssone propianate

60 Blisters b s
Use ol a8 divected by 3 medical practitioner.
‘Read instruction leaflet before use.
Store in a dry place below 30°C
KEEP QUT OF THE REACH OF CHILDREN
1512022

Glaxo Wellcone Operations
‘Ware, Hertfordshire, UK.

AirEluSal

Forspiro
50 microgram/500 microgram
per actuation inhalation
powder, pre-dispensed

salmeterol/fiuticasone

107

Like the packaging for the Seretide Accuhaler, the AirFluSal
Forspiro packaging is also purple and white. Glaxo was, it seems,
displeased. Its trademark infringement action failed when GSK's
EUTM for the colour purple was revoked on summary judgment.

[ No passing off either ]
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ot €1 &
Prior ULS, Chia 6, 18, 4, 46, 51, and 52
Reg. No. L0231
United States Patent and Trademark Office Comt
CERTIFIGAT CERTIFIGATE
TRADEMARK
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EUTM: live
US: Was registered but cancelled/invalidated and removed

111

US: Live
EUTM: Made 4-5 attempts, but application withdrawn

Tst, CL: 5

oL W e T} 5
Prior LS. Claa: 6, 18, 44, 46, 51, and 52 Rrg, No, 267,181
United States Patent and Trademark Office  sowont joa 11, 300

TRADEMARK
SUPPLEMENTAL REGISTER

GILEAD SCIENCES, [SC. (DELAWARE COR:  LADH POHNDRCATY SADENG ANDHS NOT LSEDH
FORATIN) SKRATE COLOR.

THE MARE CORAITS 1 PART OF THE 05
FIIURATICN OF THE GOUEs CLRamsTInG OF 4
TABLET [N A% A

FOR: PHARMACEUTICAL PEEFARATICNS FOR

THE TREATMENT OF INTRCTIOUS CONDATIoRS,  ACTERLZED BU 63 E50) BeING KAXROWE
. g THAN THE THER. ASD THE COLOR BLLE A3
SOCLARSME CIEA ALY ABD APPLIEE T THE ESTIRETY 0F Thil CRR.
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Seretide®
Accuhaler®

50 micrograms salmeteral [as xinafoate) and
100 micrograms fluticasone propionate
60 Blisters b s
Use ol a8 divected by 3 medical practitioner.
‘Read instruction leaflet before use.
Store in a dry place below 30°C.
KEEP QUT OF THE REACH OF CHILDREN
1512022

Glaxo Wellcone Operations
‘Ware, Hertfordshire, UK.

Forspiro
50 microgram/500 microgram
per actuation inhalation

Powder, pre-dispenzed
salmeterol/fiuticasone
propionate

40 doses

113

*  “The mark consists of a configuration of a medical
device, namely, an inhaler with an overall rounded
shape featuring an indented mouthpiece on the top
with an overall semi-circular shape. The inhaler
also features an exterior movable closure with
three curved lines and an overall triangular shape,
which rests towards the bottom and side of the
inhaler when the inhaler is opened. The mark
includes six curved lines on the side of the device.
The counter box and vent at the center front of the
inhaler and indented mouthpiece at the top are not
claimed as a feature of the mark.”

¢ Owned by GlaxoSmithKline, US Registration No.
75977595, EU Registration No. 017652074
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Teva Respntory LLC (FLOKIDA LIMITED LLABILITY COMPANY)
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Protection
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What role should IP Offices have in
balancing the protection of non
traditional trademarks with competition
and public interest concerns?

What role should the courts have in
balancing the protection of non
traditional trademarks with competition
and public interest concerns?

121

Red Bull GmbH v. EUIPO

* Two trademarks on the same color combination and specimen

* Mark 1 Description: Protection is claimed for the colours blue (RAL
5002) and silver (RAL 9006). The ratio of the colours is
approximately 50%-50%.

* Mark 2 Description: The two colours will be applied in equal
proportion and juxtaposed to each other. Blue (Pantone 2747C), silver
(Pantone 877C).

~EUTMO0025g4774

EUTMO009417668
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Red Bull GmbH v. EUIPO

Both marks were held invalid—although it acquired distinctiveness
in the EU, it failed to meet the requirements of a trademark for being
too broad.

Red Bull failed to meet their burden of providing third parties that
are inspecting the mark that their sign was perceived
“unambiguously, uniformly, and durably.”

In laymans term, the description allowed numerous combinations
and was too imprecise.

Court used the standard that “constitute a systematic arrangement
associating the colours in a predetermined and uniform way,
producing a very different overall impression and preventing
consumers from repeating with certainty a purchase experience.”
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Simba Toys GmbH & Co.
KG v. OHIM (Case T-
450/09)
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Simba Toys GmbH & Co. KG v EUIPO (Judgment in Case C-30/15 P)

Simba Toys appealed to the Court of Justice

In November 2016, the CJEU found that the
essential characteristics of the cubic shape must
be assessed in the light of the technical function
of the actual goods represented.

The General Court should have considered the
non-visible elements of the graphic representation
of the shape, such as the rotating capability of the
three-dimensional ‘Rubik’s Cube’-type puzzle.
The CJEU annulled the EUIPO decision that
confirmed registration of the shape in question
as an EU trade mark.

It will be a matter for EUIPO to adopt a new
decision taking into account the findings set out by
the Court in the present judgment.
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Nestlé KitKat goes unprotected as European
court rejects trademark case

Nestlé failed to convince European court of justice that four-fingered version of
its chocolate bar should be protected by law

Sean Farrell

Wedinesay 16 September 2015
1028 EDT

000000

Snares  §BComments
L082 21

® Save for later

en without its red and wh
e as listinct. Phatograph: Roger Toath for the Guardian

O Nestlg argued that ev i white packaging the shape of the four-fingered Kitkat should be
regarded 55

Nestlé has failed in an attempt to convince European judges to let it trademark
the shape of the four-finger version of a KitKat in the UK.

The European court of justice ruled that the KitKat’s shape was not distinctive
enough for consumers to associate it with the chocolate covered wafer. Nestlé is
not seeking to trademark its two-fingered version of KitKat.

Nestlé had argued that even without its red and white packaging or the word
KitKat embossed on the chocolate, the shape of the bar should be regarded as
distinct.

The dispute between Nestlé and Cadbury, which has fought to prevent Nestlé
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ﬁociete Des Produits Nestle\
SA and Another v.
International Foodstuffs Co.
and Others (100/2014),

(2014 ZASCA 187); (2015 1

All SA 492 (SCA) (27

\November 2014) J

127

Societe Des Produits Nestle
SA and another v. Petra
Foods Ltd. and another (2014
SGHC 252)
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Holding, Inc., 696 F.3d 206 (2d Cir. 2012)

3
§

[ Christian Louboutin S.A. v. Yves Saint Laurent America ]

129

/F rench Supreme \
Court, Commercial
Chamber, Decision of
30 May 2012,
Christian Louboutin v.

ZARA

Gara France. /
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Christian Louboutin v. Van Dalen Footwear BV (Brussels
Court of Appeal, 18 November 2014, 2014/AR/843)

131

Home [ absolute grounds / CIEU / Louboutin C-163/16 [ red sole mark [ shapes / sutrst
BREAKING: CIEL rules that Louboutin red sobe mark does NOT fall within absolute groun

BREAKING: CJEU rules that Louboutin red sole
mark does NOT fall within absolute ground for
refusal

& Eleonora Rosat! Tuesday, hunesz, 2018 absolute grounds. CIEL Louboutin C-ea/1e. red sole mark. shapes
substantial value trade marks

HOW MANY PAGE-VIEWS HAS THE IPKAT RECEIVED?

31,333,505

NOT JUST ANY OLD IPKAT ...

corting 1o Justia rankings

Is the Louboutin red sole mark a valid trade mark or not? At last - the
moment all IP aficionados were waiting for has come!

The Court of Justice of the Ewropean Union (CIEL) has just issued its
much-awaited judgment in Lowboutin C-163M6, ruling that a mark
consisting of a colour applied to the sole of a shoe is NOT covered
by the prohibition of the registration of shapes. Such a mark does

not consist "exclusively of the shape”,

The question that the Rechtbank Den Haag referred to the CIEU was the
following:

1 lnltis la‘nking;.

The Lowaboulin rark

[ i f 'sh thin ¢ 15 of At ¢ [the 2008 Trade Mark
Directive, ie the absolute ground for refusal concerning signs consisting exclusively of
"the shape which gives substaniial value to the goods' ] v ! E

As readers will remember, this case has featwed: a first Opinion of Advocate General (AG) Szpunar
Creported by The IPKat herel: the reopening of the oral precedure and the assignment of the case to the
Grand Chamber, so that the CIEU would rule with a greater (13) number of judges than the ordinary
chamber procedure (3 or § judges), on consideration of the topicality of the issues underlying this reference
far & preliminary ruling: and a second Opinion of AG Szpunar [which has sparked some controversy
ing its actual i ion: see Katpost herel,
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61 7 February 2017 the \

Swiss Federal Court
confirmed that the
positional trademark IR
1°031°242 registered by
Christian Louboutin is not
sufficiently distinctive
(Decision of 7 February
2017, 4A_363/2017). The
trademark protection in

Qvitzerland was denied. /

hristian
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Legal context

Business context

Competition context

Public policy context

Protection
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Thank You

Irene.Calboli@gmail.com
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