Reflexion on certain provisions for regulating
applications for trademark registration

XFHEEinERIE ET AT EMEZRE

Paul RANJARD
European Chamber of Commerce IPR Working Group
29 May, 2019
RIRS
RN AR TEH
20198E5H29H



BAD FAITH has different meanings
Sea N ERNENX

. Proliferation of trademarks EItRH &Y
* Filing trademarks for reasons other than using them JEHFFEREBR
AR
 Make money (receive subsidies — resell the trademarks) 3%%!] (YREXAMIE—EE
ERR)
* “public order” involved &K "5SS

Il. Bad faith applications == N

* Filing trademarks to preempt others and/or take advantage of their

reputation 0 ERFHRA/SRAEEUE ARIRS 25

e Private interest involved 3% N FAAFZR
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. Proliferation of trademarks kR &Y

* CNIPA draft provisions : ERFNR=NEHNERE=IE
"Provisions for Regulating Applications for Trademark registration”

(February 2019)

(CRTALEEREIE M T ARNETHE) (201952RH)

* 4th Revision of the Trademark Law (April 23, 2019 — Effective

November 1st, 2019)
(FBtREY BISE4RIEK (2019%

FAH23H1287, 20195
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* CNIPA draft provisions|E

* Some measures are very welcome 4

ZFANRF I BREZENE

e Reimbursement of subsidies

o JFEKN

SEEgifieE SRRV Ul
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* Some are already provided in the law BLLiEhEE AE

——

rE

e Some are problematic: 4

y

EereF el

 Art 7.2 :any person can report to CNIPA for invalidation...

HIAEBAT LR EZRINR N EEH. .
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* 4th revision of the TML {FiNZ%E) 24R(1E
* Article 4 S545%
* First draft did not mention bad faith
FERAERERITA
Problem of coherence with article 49 (revocation for non-use)
FBARFEHEDIR (BEEAMERRIER)
Introduction of bad faith solved the problem (no intention to use + bad faith)
« 5N "ER" BMBERXNOE (GEATE+HER
* Examiner : difficult to assess bad faith
- HER: BLURE &
* Opposition and invalidation
- FINEEETH
* Quid retroactivity of the law ? ;ZEEGIEWHE?
e Possibility to invalidate trademarks filed before November 2019 ?

- BAJReEF20195F: 11 B 1 HZ R EBHIBIRE S o317




» "Defensive" trademarks
"BHMEE" iR
* No bad faith
* Why are they needed ? Because too difficult to use article 13
» I ATE? ENREREEE 1358 MELEHY
* The defensive trademark exposed to revocation (3 years non-use)

- FofE e TRE Ie#EGERYRTRE (3EAMER)




Other suggested measures Btz INIEHE

* Revocation for non-use: EEANME B R
* Too difficult, too long AXMEFELHE, AT RIIEEE NS
e Suggested : ZiNX:
* Introduce contradiction at the 1st instance level
« E—ERBISI N
* Impose strict application of time limit for producing evidence of use
X (s FAESIE e D= & AU [RI PR
* If no evidence within the prescribed time, revocation must be FINAL
- NRAERBERRERIEE, NEinEtEHREEZ TR
Impose financial consequences
eSS SN

* Must pay for the cost of procedure

* WIURIBIERIE RN




II Bad faith : more and more sophisticated
I TR MRS

 Trademark filed FrERISHIEFR

« Remotely similar {EUT{LE
AN Y ;E’\

* Not opposed, or opposition failed ToRINELFIN FoRH
* Registered B+

* Transformed in actual use TESCMERFETHAZI(
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* Tommy Hilfiger v. Tommy Crown

: TOMMY HILFIGER TOMMY A HILFIGER
1988.10.30  1988.10.30 2014.4.28
2006818 _ 2007108 2014.3.24 2018.7.16
(Reg.| X | (Reg | | Tommycrown  TOMMY CROWN
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w WANHUIDA PEKSUNG
A 8 X it A
. Lacoste v. EXING

» TM filed in 1992, registered in 1993
> FFRERIE 19924, jEAFF19934F

» The history of the transformed use

> FFRRHR{ERRI S




Administrative solution {TIEfRR T3

e Article 49 TML {FfS#5;%) FE495%

* Where the trademark registrant who uses his registered trademark has committed any of
the following, the local administrative department for industry and commerce shall order
him to rectify the situation within a specified period; where the situation is not rectified at
the expiration of the said specified period, the Trademark Office may revoke the registered
trademark:

- Bt EMAEEREMERIIEER, KEN MHISEII—H, HBithn TE1TE
BRI ISESIRESUE,; HIsASUERY, BHEirEEEEEMER.

* (1) where a registered trademark is altered unilaterally;

- ()BT ZEMESIRRY
* In practice : does not work

« SCHEH: JoFE




Civil litigation FGSRIFIA

* SPCinterpretations : OBSTACLE
- Rin A KZEGERE: FEIS
* Infringement action against a registered trademark is only possible if

- QBRI NFE TG — NEME IR AR EAIFIA:

* (1) the mark has been significantly transformed

« (IZBIRREREHEL,

OR

&

* (2) the plaintiff's trademark was well-known when the target mark was filed.

- (2) EERIBRIRERET, [RERIEIREET BHIBE.




Solution : article 7 §R R Z: SB755

“Trademarks should be filed and used in good faith”’

"Bt E S eSS R

* However...article 7 is only a general principle, and
cannot be cited independantly

- B2, HB7FENEINERERN, TEB75|H,




Suggested explanation EEINHIEREE

e Article 33 55335%

* a prior owner may raise an opposition ..., if the trademark “violates the provisions of clauses 2
and 3 of article 13, article 15, article 16.1, article 30, article 31 and article 32 of this law”.

» XIFEr TERAEE 1357FHIN. FH155%. F1657F 150 P05, FE315
HFE32FHUERT” , TolEFTBA AL FiX.

 No mention of article 7 K2 eE 75



e Article 30 55305%

e atrademark thatis

* (a) not in conformity with the law, or

* (b)is identical or similar to a prior registered or approved trademark of another person
* may not be registered.
R RIS —RIRRAEA
* (A)ARTEFEHME, ZE
(b)SER—MEmEEXRUEm EELERIBIrMEREE T




Article 7 is included in article GSB75=MNU TSR

A trademark that is filed or used in bad faith is not in conformity with the law

B IE S ST B Fr A & AFAE

Therefore, there is no reason to prevent the plaintiff from citing Article 7

Aitt, FLSBEHELERESS|IRE7EIE

If bad faith is proven, there should be no obstacle to the action

MREPEFEEE, NIREERIFARMZAFES.

A trademark filed or used in bad faith should be invalidated

- EEHISEERNBIRMIZHE ST,



Recent cases of SPC i A RiEEB 1T ZE=A

Wang Suiyong v. Ellassay KT R
e Retrial 2014 — Guiding case in 2017
» 2014F"F——2017F18S50|

Compass Exhibition Service Company v. UNIQLO 15T ESIREZ AT

i3

e Retrial 2018
e 2018 "

In both cases : TEIXF N
* Atrademark acquired in bad faith 38— MESIAEEIRE IR

« Cannot be protected : claims dismissed Foi A ZEIF: Fok#EEX[E]
e Trademark eventually invalidated FEIFRERZXAN B ST

Bad faith plaintiff to pay the cost BRI RESE 2 TIFIARKAS
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