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1.

A unitary protection



A unitary protection



A unitary protection

The EUTM is a
centralized system that
gives

unitary protection in all of
the 28 Member States

of the European Union.

The EUTM exists in
parallel with the

national and international
trade mark

protection in the EU.



A part from applying
fora EUTM directly
at EUIPO, it is also
possible by
designating the EU
as a whole — for a
EUTM —when filing
an international
application via the

WIPO.



protection : Benefits

The EUTM has the following benefits:

« one application in any of the official EU languages online

* one registration fee = protection in 28 Member States

« exclusive right conferred to the owner at a reasonable cost.
 one set of procedures in one office

« valid for 10 years and can be renewed indefinitely.



A unitary protection

The basic fee for a
EUTM using the on-
line application on
the EUIPO website
iS:

850 EURO.



Registering an EUTM: fees

EU TRADE MARKS FEES

FIRST CLASS EXTRACLASSES

TYPE OF M ARK e e B .
| PAPER . EFILING | SECOND THIRD ADDITIONAL

INDIVIDUAL - 1000 850 50 150 150
RENEWAL = 1000 850 50 150 150

COL/CERT 1800 1500 50 150 150
REN. COL/CERT 1800 1500 50 150 150



Overview

2. For trade marks



What is a trade mark?
» Asign

» Capable of distinguishing one undertaking from another
» Capable of being represented
» Functions: origin (also advertising, investment, communication)

> Effects: rights, limits, ‘obligations’



» EUTM: any signs, in particular it d
Article 4
> WordS (lnCIUdlng personal nameS) Signs of which an EU trade mark may consist

An EU trade mark may consist of any signs, in particular word:s

> DeSIQ ns or of the packaging of goods, or sounds, provided that such sign
> Lette rs (a) distinguishing the goods or services of one undertaking fi
> N u merals (b) being represented on the Register of European Union tr:

the public to determine the clear and precise subject matt

» Colours
» Shape of the goods
» Shape of the packaging of goods

» Sounds
PROVIDED THAT...



pes: reqgistration

> Reg iSte red 16.6.2017 EN Official Journal of the European Union L 15411

REGULATION (EU) 2017/1001 OF THE EUROPEAN PARLIAMENT AND OF THE COUNCIL
of 14 June 2017
on the European Union trade mark
(codification)

(Text with EEA relevance)

(9) The rights 1n an EU trade mark should not be obtained otherwise than by registration, and registration should be refused in particular if the
trade mark i1s not distinctive, if 1t 1s unlawful or if 1t conflicts with earlier rights.



Trade mark types: purpose



Regulations

Collective and certification marks governing use

« Collective marks

 Certification marks



Trade mark types: representation

WORD F{}’Wﬁ”@
| Word | Figurative | Shape | Colour | Sound

_




Article 3(3) EUTMIR: SPECIFIC TRADE MARK TYPES
~ IGTTETS | No description

No colour claim
L WYSIWYG

] Shape ---{ Definition expanded,
includes appearance

No description

New formats:




Article 3(3) EUTMIR: SPECIFIC TRADE MARK TYPES
The indication of recognised

colour codes remains
compulsory
Cotour Combinations:

The reproduction must show the
systematic arrangement of the
A description may be filed
detailing the systematic
arrangement further




Article 3(3) EUTMIR: SPECIFIC TRADE MARK TYPES
- TN | Do st

(broken lines)

. Description optional
(affixed to goods)

- TN | Reroduction

: showing pattern
. [ Description optional |
| (how elements are

ranaatad)
| | vrlvutv“,




Article 3(3) EUTMIR: SPECIFIC TRADE MARK TYPES
ECTEE | Audio file: or

q: | & -1 Musical notation
\

No description




Article 3(3) EUTMIR: SPECIFIC TRADE MARK TYPES

Video file or
still images

For still images: a description
explaining the sequence

_____

Audio-visual file

No description

_____




Article 3(3) EUTMIR: SPECIFIC TRADE MARK TYPES

_ roooam S

photographic reproduction

containing the views which

. | are necessary to sufficiently

-1 identify the holographic effect
in its entirety

No description




Article 3(3) EUTMIR: SPECIFIC TRADE MARK TYPES

Smell?

Taste?

Tactile / Texture?

Samples not
acceptable




Overview

3. The registration procedure



Registering an EUTM: procedure

Procedure



gistering an EUTM: Application

APPLICATION

FILING AN
APPLICATION

—

Application Refused { EXAMINATION

{ Application

SEARCHES N Accepted

~
PUBLICATION
~

vooamon  {  recisTRATION

REVOCATION

APPEAL

} OPPOSITION

Application Rejected



gistering an EUTM: Examination
EXAMINATION

FILING AN
APPLICATION

~

Application Refused { EXAMINATION

SEARCHES
) Aci

PUBLICATION } OPPOSITION

~
Application Rejecte: d

{

INVALIDITY /
v rn 4 recisTRATION

APPEAL

«” Formalities
+ Classification
¢ What CAN be a TM?

What CANNOT be a
v TM?



Classification

* Nice Classification: 45 classes

* No list of goods & services = NO filing date

« Correct classification = ensures the right scope of protection
« Correct classification = avoids unnecesary conflicts

« Terms have to be clear and precise.

« Examples

Machines % Clothing, footwear, headgear
Machines for crushing stone

Treatment of materials 3§
Treatment of wool



Reasons for refusal: absolute grounds

* Grounds listed in Article 7(1) EUTMR
« Only one is sufficient to refuse an EUTM
« Each one is independent and examined separately
* In only part of the EU.

 For example, it suffices for a refusal if the trade mark is
descriptive, or lacks distinctive character, in any one of the
official languages of the EU (judgment of 03/07/2013, T-
236/12, Neo, EU:T:2013:343, § 57).

* Proof of acquired distinctiveness through use



Reasons for refusal: absolute grounds

Non- distinctive: “MORE THAN JUST A CARD”
Descriptive:

Verbal: Judgment of 13/06/2012, T-534/10, Hellim,
EU:T:2012:292).

Figurative :

Public policy/morality:



Reasons for rejection: relative grounds

Article 8
Relative grounds for refusal

1. Upon opposition by the proprietor of an earlier trade mark, the trade mark applied for shall not be registered:

(a) 1if 1t 1s identical with the earlier trade mark and the goods or services for which registration is applied for are identical with the goods or
services for which the earlier trade mark 1s protected;

(b) if. because of its identity with, or similarity to, the earlier trade mark and the identity or similarity of the goods or services covered by the
trade marks there exists a likelthood of confusion on the part of the public in the territory in which the earlier trade mark is protected; the
likelthood of confusion includes the likelihood of association with the earlier trade mark.

+ Non-registered trade mark
+ D.O or GI

+ Reputation



Reasons for rejection: relative grounds



EXAMPLES OF REGISTERED MARKS




UNIVERSAL

MULTI



4. Use in business



Value of a brand

Apple $300 billion
Google Amazon $207 billion
Microsoft $200 billion
Tencent $178 billion
$302 billion Facebook $162 billion
Visa $145 billion
McDonalds $126 billion
Alibaba $113 billion
AT&T $106 billion

Source: BrandZ™ Top
100 Most Valuable Global
Brands 2018



ights contribute to create economic value?




How do Intellectual Prope ights contribute to create economic value?



How do Intellectual Prope hts contribute to create economic value?

Brand Value @)

Rank (USD $ Millions) Brand rating

2018 2017 Logo Name Country, 2018 2017 2018 2017
1 1 '::;:“.:.“ Telkom Indonesia —_— 5,168 4335 AAA AAA-
2 2 s Sampoerna r— 3,460 3.813 Al AA
3 3 Reamesn  BR 3,164 2,557 AAA- AA=
4 4 5 & 8ca BCA — 2.349 1,896 AAA AAA
5 4 (5] mandin Mandiri r— 2,229 1,837 AAA- AAA-
5] - - . _Jas— Pertamina _— 2,028 - AA- -

7 ¥ 4 Gudang Garam _— 1,907 2,251 AA- AA
s v 7 3SBNI BN 1,296 1,156 AAA- AL~
9 9 rererny Indosat Ooredoo o 741 344 AA- AA
10 v s Dji Sam Soe Lo 630 859 A AA



Ongoing asset

What is the oldest trademark on record
that is still in use?

» Registered in Czechoslovakia in 1859
Owned by Plzerisky Prazdroj, a. s.

« Small renewal cost
« Asset can continue to add large value



What to register?

What should | register?

Name, logo, slogan/phrase, colour, sub brands, a combination?

] Trade mark

®
(350)
NIKE
@

(210)/(260)Application number 000278028

[=] Trade mark
(350)
mm"’ JUST DO IT

(210)/(260)Application number 000514984

Separate applications will give better protection:
What is most important to my business?



Absolute grounds

« Make sure the sign complies with requirements
« Later: the stronger, the better



Overview

6. Other IP rights



IP working

000015610 - LOUIS VUITTON  .ie

Trade mark information

Trade mark number
Type

Filing date
Registration date
Nice Classification
Trade mark status
Basis

Reference

000015610
Word
01/04/1996
16/03/1998
16, 18, 25
Registered

EUTM

Owner information

Owner ID number 6708
Owner name LOUIS VUITTON
MALLETIER

Representative information
Representative ID num...

Representative name

Last publication

28/06/2016 Cc.1.3




IP working together

IP rights work together to benefit the company

Patent for technology

Seen as innovative and builds reputation

Trademark protects investment in reputation

Brand allows reputation to transfer to other industries

Attractive designs registered



hical Indication and trade mark protection

Goods and services

English (en) v

29 Manchego cheese in accordance with the specifications of the protected designation of origin ‘Queso Manchego'; Milk products based on
cheese in accordance with the specifications of the protected designation of origin 'Queso Manchego'.



Domain names

Domain names seen as most important by SMEs

Trade mark Domain name Company name

All important and should be registered

Google

Potential issues
* Cyber squatting v tcrap com
e Misleading invoices
e Errors

-

www.expertsexchange.com



Overview

7. Some figures



EUTM APPLICATIONS RECEIVED (1996-2018



2017 EUTM applications

EUTM filed

1. Germany 21,858
2. USA 16,644
3. China 12,192
4. Italy 11,305
5. UK 11,120

14. Belgium 2,595



EUTVs filed

1. Germany
2. USA
3. Italy

4. China
5. UK
13. SPAIN

9,205
6,478
6,198

5,537
4,846
4,657



Lanquages EUTM applications (until 5/2018

1. English 45.84%
2. German 14.01%
3. Italian 8.89%
4. French 7.82%
5. Spanish 7.81%

6. Dutch 3.83%



EUTM applications — 10 most common Nice classes in 2018

Top Nice Codes EUTMAs related to this % against received
Class EUTMAs

9

35
42
41
16
25
05
03
38
36

5,332
4,745
3,257
2,798
1,582
2,380
1,99

1,644
1.269
1,340

10.43
9.28
6.37
5.47
3.09
4.66
3.32
3.22
2.48
2.62



Indonesia, Thailand and Vietham — EUTM applications from 2015 to 05/2018
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THANK YOU

@IPKey_EU





