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EU Customs intelligence 2018: Counterfeits Caught at EU borders

2018FERERiFXIBH: BXEBNIRE RV Efm
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ey Vietrfa'" 2.36 % it Bangladesh 1.10 % United Arab Emirates

—-— 919% ERGES Cambodia 1.42 % 106%  FrEEHhESR/HEX
A tries 9.
TER o CE%%H&IZ #Eg Vietnam 239 % All other 5.76 %

Cambodia 8.77 % Turkey 9.36 %
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Hong Kong,
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Hong Kong,
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Annex 6. TOP THREE COUNTRIES OF PROVENANCE BY NUMBER OF ARTICLES

BiS{e6. ¥ImEHFRRI=RIRIREZR /X

 sREIR MRS SRE%
1. China Articles % of total
Toys 2920 346 28 %
Other body care items (razor blades, shampoo, deodorant, toothbrushes, etc.) 1019 164 10 %
Foodstuffs 706 690 7 %
Medicines 672 558 6 %
Other goods 611757 6 %
Clothing (ready-to-wear) 516 331 5%
Sunglasses and other eyeglasses 515 662 5%
Cigarettes 508 400 5%
Parts and technical accessories for mobile phones 4357 816 4 9%
Sports shoes 411 208 4%
Bt  Total 10 486 958
~ FEEHEEISX PmiE H28%
3. Hong Kong, China Articles % of total
Labels, tags, stickers 639873 33%
Parts and technical accessories for mobile phones 480 848 25 %
Toys 253 206 13 %
Clothing (ready-to-wear) 116116 6 %
Packaging materials 115482 6 %
Games (including electronic game consoles) 69722 4 %
Other body care items (razor blades, shampoo, deodorant, toothbrushes, etc.) 44 831 2%
Clothing accessories (belts, ties, shawls, caps, gloves, etc.) 26940 1%
Vehicles, including accessories and parts 25442 1%
Other goods 22 076 1%
Bt Total 1 956 823




E-commerce law in practice SEFEFPRIEBRSE
On 1st January 2019, the Chinese E-commerce Law came into effect
(FERFESE) T2019F1H1BEM
Article 9 E-commerce law (EBEL) SE/5%
Definition of e-commerce platform EBEEEHEN

Social media platforms argue they are not e-commerce platform as they are a
telecommunication service

R E AR ERSE, HEERYE

Compromise privacy of users that establish one on one communication?

RE—X—BEREFRIREFA?

However, more and more counterfeits on social media platforms

PR, LA & LAY R EmmitkKiizs

Businesses need for law to decide upon status of social media companies

I FEEEBH— T E SRR e R EERRTESR
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E-commerce law in practice SCREEFRAYEB DX

Article 42 : notice and take down procedure with e-commerce platforms in case of infringement on
platforms.

FOT%: FaENE4RrER, BEFarENENNERRER.

Article 43 reduces this liability as “an operator on the platform, upon receiving the transmitted notice, may
submit a declaration of non-infringement to the e-commerce platform operator”,
FOT=FFRETXMRE, BN "FeRLEEEIHENENS, JLUREFRASFEFELSERERA
FERBITHNER" .

and A

“the e-commerce platform operator, shall transmit the declaration to the IP right holder and direct it to
complain to competent authorities or take its case to the people’s court within 15 days, as otherwise the
case will be terminated”.

"BFESFafEEEIFRE, NIBZAPEER HBAARNRFARFIA, ASHERLAEEX
FE RS ERAREGELF. BFESEYeEEE ERERPEENRFIEFIAGTERERA, K
KEINFIACSIRFEERIRFERNRY, NS RATZR IR RENAYERE,

In practice 15-day limit not a hard line, which is good for businesses.

L, 15XRFIFABEFINE, XXIEIEFR,

Business cannot afford going to administrative or court for every single case.
AV ARETEE B SRR R TBED Jaki =R,
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E-commerce law in practice SEFEFRRIEB RS E

Chinese E-commerce platforms not sharing information of infringer and allow individuals
and companies to set up many shops on their platforms.

FEEREFEAFHLEENAGR, BRI AMEUEFE EFHRERMIE.

Most platforms have no filtering software to prevent this from happening.

S aIRB TR B AL B .

One counterfeiter could have many shops, making it cumbersome for right holders to take
down these shops, as notice and takedown mechanisms work mostly per individual case.
%ﬁ%ﬂﬁﬁ%&@ﬁ,EMTWﬂAM%@&MEWHE,H%Eﬂﬂ%%ﬁﬁﬁ%&@
AT EAKIE,

Takes too long to deal with a single infringement case. A shop can re-open again if it has
sold IP infringing products.

SIEERIREN =GR, EELEAFmAYRERRT LIBXFTIK,

Many e-commerce platforms have reportedly not wished to disclose information regarding
the infringer. Thus, enforcement actions of right holders are delayed.

IFEZHEBFERTAREEREENAGE, TR ABNRETHRMERER.

Need for tool for businesses to gather information from e-commerce platforms
I FEEEBNERFSEEENTE

LAW &
INTELLECTUAL
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E-commerce law in practice SEFEFRAYEB X

E-commerce platforms often require the Chinese IP certificates in order to enforce IPR on
their platforms

R e BERRAFERR SO 4 seEE e LA RERIE TS

Require a Chinese certificate of IP right in advance. This delays procedure of enforcement,

ERESIRMEPERNRFRGERRX S, SEHEEFIER.

Copyright, according to the Berne Convention, exists the moment a work is made, and
China has created a copyright registration system in order to prove the right of copyright.
The problem is not with this registration system, but with the need for e-commerce platforms
to see this copyright certificate.

g (A RERZ) |, (Fm—B5xmk, SFNEFE. PEEE(FNECHE, ATEFEN
RUERR, [AEAETECHERS, METERFENZFNERBRIEES

Many e-commerce platforms in China do not accept copyright infringement cases or
trademark cases if there is no Chinese copyright registration certificate or Chinese
trademark certificate.
ﬁ%&ﬁ*ﬁ%@&ﬁﬁﬁ%ﬁ*ﬁﬁﬁﬁ%,#%%ﬁ”éﬁ%%ﬂ%@&ﬁ%ﬁ@&ﬁ
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Challenges for foreign companies in China

IS EIVEIRAIHE R

( To WIN: ZEiifF I

Need registration of trademark, patent, copyright or unregistered right AUCL

B (RAESRTFiE) , FESCHE. TFl. E(FNERIEMAIRF

Biggest misunderstandings .
registration SR KRIIEAR “=io” Enforcement ik

« Foreign trademark and protection for « Obtaining evidence $XEXIEE
China MNEERS TR ERIRF « Notarisation of evidence - needed in
« Classes and subclasses 5l 5% China IHEANE —AEHEEE
« Chinese language trademark 3 &FR * Notarised and legalised PoA - needed for
« design rights and Chinese patent law FM} action ENUENEIERNEIEB—iE
I EHEERE TR

 Prior rights for getting back tm (copyright
etc.) NEIFEIR (BFNE) FELNF

I"I_I"l
G)

JC
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E-commerce BFr5S

v' 82% of postal packages containing fake goods entering EU are from China (2018 EU
Customs intelligence).

v BEABBENSEERRNEREES, 82%KE+FE (2018FEBEXER) .

Check CN ecommerce platforms

mETERRYE

v Sellers often use images from company website, trademark or the photographs and
text from product catalogue

Investigate Notarise first

- . - . l .
Notice-and Trademark first full if plan’is

take-down and copyright

AR M BIRRETFIK

to shut down

Purchase productlon Bz

Overview 5 — e
EERLEH AR R,

LAW &
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Strategy against counterfeiters $J{fR SR8

4 . )
- Investigation in Exhibition or counterfeits sold online JIEMEZHENRREES
—

AaA

- Monitoring Physical Shops MS1Z=3C{RE

- Monitoring similar & illegal products ¥iEZEEIE L0 )

¥

(. Online investigation P4ZIEE )
- Investigating AIC & domiciliary registration info JBE LEF{EFrEICER

- On-site investigation IiZAE

- Notarisation 2iiE

-
* Warning with C&D letters, negotiations /& H&1FFRELS; H{THHE

- Administrative & Criminal strike, strike by e-commerce platform {TBURHIZEFT
&, BE¥FeiIE
- Civil litigation FEEIfFIA )

¥
(° Education by attorney; Ex post reeducation (effects confirming) {RIiHE; = )
FEHE (FABR)
- Follow up on enforcement of punishment ERIFHZMTIHITIE R
- Double check of webpage modification & elimination (in certain period) fSC
B R MERIER (—ERETEE)

\- Ensuring enforcement of judgments Fa{RERHIT )

INTELLECTUAL
PROPERTY




Enforcement

Wik
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STEP I 58 1P

Notarised evidence in China by Chinese notary

EFRE 2NIENAE 2ERYIERE

Ecommerce complaint EBfIZIF

STEP I

B2

Administrative enforcement {TBGE

Civil enforcement REHIE

Criminal prosecution JHIZE#Cik

Customs protection JFX{FRIF

Negotiations 1

-Page 13-



Current case online counterfeits in practice

B MRS R EE6)

Trademark infringement FE~MEIY
Infringing facts: {2AYE55L:

- The infringers manufacturer and sold counterfeit products client through online shops in China.

- ERAREFETFERAMESERE =,

- The online sales amount was confirmed to be RMB 6 million in the investigation by PSB in the case.
- ZRTRRAE, W EHEEA60077T.

INVESTIGATION is key A& 2%

Measures of right protection: ZE8GEHE :

- Criminal Raid action Fl|Z5582247 5/

- Criminal Lawsuit & Negotiation for Compensation 2&RIEFIA, HTEEE
- 1 million RMB through negotiations + 3 million fine I&{=100/575+3507x300/57C

- Civil Lawsuit RSIFIA
- for further compensation from other targets 3RENE ISR SIS (=

LAW &
INTELLECTUAL
PROPERTY 'Page 14-




?2018.9
Leads Screening £&Z0is%

Overview & Time Line of the Case Z=Z{5l#ER MBI a)4

2019.7
In-depth investigation
Spot out the logistics

2019.10 (Late T48)

Local PSB Contacted
with other Province
SB

2019.11.11-12

A total of 21 PSBs
launched the criminal
actionsin 2

SHARBRRIENER

o

2018.1

2018.9

e 2018.12

In-depth Investigation ;REEE
Tracing the Logistics JBER47E

2018.12

Sample Test Purchase
MSE IR

2018.12
Confirming the info.
from e-commerce platform FHIASE

BERATFERER
2019.3

o

2019.3
In-depth Inv.
Found out the Factory
2018.10 e;§§ﬁ§
Leads spotted EWMI
RIBE 2019.3
The Infringing Party
moved The Factory
| ST AN
e =4 '
HIFG
iruir

transfer station

2019.10 (Middle/n

REEE, BRRES | o)
i Local PSB check
2019.7 with ecommerce

platform on Sales

Traced the logistics Data

BEDR BN LI TR
BHEELUE

2019.7

Restarted the Inv.

BERFEE

2019.8 2019.9

File to local PSB
CENCYNCYSEES

2019.10

2019.8

Spot out the manufacturing

factory (without label)

In City {BEpMmARIERE T
(FHTE)

2019.9

In-depth investigation
Spot out the factory with
marking machine and
warehouse FEFEE; 15
SEHIAICENT

2019.10 (Early £8))

2019.11

places/cities at the
same time (lasted 30
hours)
RFHNRNLEB 2
MR/ HRESEAR
MISFTEHITE) (J58E
30/)83)

2019.11.11-12

2019.11 (Early_47)

3 PSBs flied to the
target to check and
monitor the target
SN IFH Bt
=, IEMRERR

N

2019.11.10

16 PSBs arrived at

the place and

prepared for the raid

action

16ZR NRERI A

R, HEEREIT
-Page 15-




Amendments to Trademark Law {EBfESE) (&1T

Issued on 23 April 2019 and effective from 1 November 2019
20195F4H23HME, 2019FF11B1HEXN

1. Curbing bad faith 2. Increasing damages
trademarks by allowing for infringement (5 ml
rejections for bad faith RMB statutory damages /
at the trademark up to 5 times revenues in
application stage. case admin punishment).
FEVFERS FRER IR TER X REENEEE (ZE
EIEEERIE, AMmEH =500 5 T/1TBUEST A &
SRR E T/, IRSEIRERTS)

[ -

Regulations on the Registration of Trademarks were published (effective 1 December
2019) clarifies the elements indicating bad faith and trademark hoarding under the new
article 4 of the TML.

(GUEEIRRETMITAESTIE) (2019F12B18EX) (KIEH (FBiRX) B4, WEiR
TEiEMSERITANERERNT &S,

LAW &
INTELLECTUAL
PROPERTY
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(FEtTE) HUHAOERITH
[ BadFaithinTrademarklaw |

2019 2014 2001
BAK R ALMERR B ART 4 Malicious + not for the purpose of use X X
B =R ART.7  |Good faith Vv X
$1315% | BAREFEEAIEEIR ART. 13.1 |Unregistered Well-known trademark \' \'
$13.25 | BACEETEEMBIMR IR ART. 13.2 |Registered Well-known trademark Y, Y,
#151% | KBAFHKE ART. 15.1 |Agent or Representative Vv Vv
$£194% | BirENG ART. 15.2 |Any relationship + use in China Vv X
F32.1% | BEMAELNF ART. 19.4 |Trademark agency V X
Z1E ART. 32 1 |Infringement of other prior rights Vv Vv
ANAEHR _Copyright \' vV
NFEFR _Personal Name V V
By pLER _Company Name \' \'
#3228 | FELFR+BEERFIE—EY _tie of Movie v v
1) ART. 32 2 |Improper means + prior use with influence \' \'
FB445 HURE A IESFER ART. 44  |Fraud or other improper means Vv Vv

LAW &
INTELLECTUAL
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Amendments to Patent Law {EFix) EiT

Interesting changes for e-commerce: design patents

EREXEN: INLRITEF

1. Partial designs 2. 15 year protection of
protection ERFMIIZ LT design patents #Mi&it
RIF EF1 55 {RIF

Promulgated on 17 October 2020 and effective from 1 June 2021.
2020E10817HM%, 2021F681HEEN.

HFG | iz



Fabbri ;5 A

Decision July 29 2020 Shanghai Yangpu District People's Court has recognized Fabbri’s packaging
FEminX ARiZEBE20205E7H 29 B AR, INRLEMAERE

Blue-and-white ”faentino decoration

”,_E II%IE\%\ﬁH P I’\

Enjoying high reputation ex art. 6.1 of Anti-Unfair Competition Law (“AUCL”).

HBEBERM (KkiE (RAESRFHE) F6.15FHIEN) .

Qf.-z’—‘?_» "1-3-—.5

_-——‘—F'
’/ﬂm lb RE“\Q\

LAW &
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Fabbri ;Xfh A

3 step reasoning: 3:51GiLE
Is Fabbri’s product packaging enjoying certain influence in the Chinese market? Zf AN~ mEEESEHRETHIZES—ESN?

Due to Fabbri’s long-term and extensive product promotion as well as a large number of marketing and selling activities, Fabbri

packaging enjoy certain influence. SKHAI IZHIFGIES . BEEM, FHANEEESE .
Is Yipai product packaging similar to Fabbri’s product packing? AR mBEER SiZHh A mia{El?

Based on overall visual effects, Yipai product packaging is similar to Fabbri’s product packaging. ARV B ES XM AN~ R
R ERABL

Would there be confusion among the relevant public? BERSIERKEXARIRIE?
Relevant public might confusingly believe that there are connections between the defendants and Fabbri due to the similarity of both

parties’ product packaging.

WESEMATmERIEUE, TSEREXARBRMIAINI FEXRE.

NETWT 2.500kg (5 LB80Z)
o [N T y &
1 ——— A4

LAW &

INTELLECTUAL i
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Fabbri iZTh A

Difficulty to obtain the recognition by the Court that the packaging is largely known to consumers.

MELULEBOAR N ZEREEARNHEE A,

Under the previous legislation (in force until 2017) was required that the object of protection was “famous”.

HABELAENL R (20175 LARIARY) |, RIPIREM “HI&” .

Under the current AUCL the word “famous” has been substituted with the sentence “enjoy certain (high) reputation”.

RIS (RAESRFE) , "N8" — &N "BEE—F (BE) £W" .

To prove such high reputation, it is necessary to provide the court with a large amount of evidence of use.

PR EERN, BuERARREXEERILE.

Plaintiff has to contribute with a massive work of evidence collection starting from the time in which the company entered the
market and with special focus on the last 3-5 years.

RECITRSSIEREETE, IHENREEENATHATIZT R, HhlXiERIE3-55F.

= =)

NETWT 2.500kg (518802)

LAW &
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CASES Zfl

Land Rover vs Land Wind EBEiREEX

March 13, 2019, Beijing Chaoyang District Court ordered Land
Wind Corporation to cease the production, sales and marketing of
its X7 model cars and compensate 1.5 million yuan for damages
and reasonable expenses of Jaguar Land Rover Corporate in

the unfair competition case. 2019F3813H, EEEIRFEXAIAR
[EERFENF, ItRBARARERGSHEXELIEER,. HEM
HES XTEEL, FHARESOERRSE15057T.

“The relevant public can link the shape and structure used by
the "Evoque*” model car to Jaguar Land Rover's specific model
car products due to the long-term publicity and use, with
function to identify the source of goods ” . 4T EEEHTI<HIE
1EHHESE, FIXLIRGEESF Tt 2 ERTEA T
B S AT E S B an 7R, MITIECERE &
FRAIERE" .

The appearance of “Evoque” model car possess the
requirement of “decoration with certain influence” provided on
Art 6.1 of Anti-unfair Competition Law of the People's Republic
of China. "#iltRyE" FRIMIET (PEARHMERALE
HREHE) BOIFNEN "BE—EHAIRE" .

LAW &
INTELLECTUAL
PROPERTY

The shape and decoration of Jiangling's “Land Wind X7” car and the “Evoque” car are similar in term of overall
visual effect including suspended roof, push-down roof, raised feature lines, engine cover, vehicle outline.
LLiL, “BERX7" FBS “EMRE FREBRCNKEHRE LAY, e TERNER. SFNFER. LS
- *. BRxiE. BFIRENEE., 22
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Thanks for your time!

i !

HFG Shanghai & Beijing

B85 _ EEkitmEEL

Reinout van Malenstein

Email EBHP: rvanmalenstein@hfgip.com

Website M : www.hfgip.com
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