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Counterfeits in 2020
2020 &EiEa)

Why is it still so difficult?
BTSRRI EE?
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Counterfeits in 2020 2020F KR E /551
More complicating than ever before [FLIATEE S

e Similar look-and-feel, not exact copy SM/ReafBIl, A=EhREFD

e Registering famous brands’ TM/Design/Patent/Copyright, company names, domain names etc
EARRIE ERERETR I/ ER/EBEN. RBERFR. WEE

e Creating fake ‘official website’, “flagship online store’, ‘official WeChat account’ SIZEE{RAY “
B . "EMNE" . SRS

e Copying similar business model EFIHE{LIAIN I EET;

e Even copying corporate structures (e.g., Headquarter in Paris, Asia headquarter in Hong Kong,
PRC regional headquarter in Shanghai) EZE#HI{EZEYS (Flan, SEREEBER. NS
HAFEEBEX. FERREEELS)

e Virtual market fNZ&mHi7

e Health risks (product quality, parallel import etc) XIS (FFREE. HTHOZ)
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L’OREAL (VS) Li Yuwu

BRI T F B
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Facts EB:C

A Chinese chemical company registered "32/REG"

(Kiehl's in Chinese) in several categories and sold
cosmetics products under the name of "32/RE5".

E LI i MibricR

BRALHG PRI Uy, L5 W LM R MGERRI: FoK: el AT PR, & &R

— VAS= IN G Lawd = 2 s l o 3
KAEH I ATLI“RRE” (Kiehl'sAEXR) AT maws
(=1
HHE S I, AR
K E30t 0301;0302;0303;0305:0306:0307:0308;
;N R 5046068 i EL W00SE1206H  [WERAPR 3
Guangzhou Wangsha Fine Chemical WHAZR () FAR
Co. Ltd. [ MAEHEMML TAIRAR / wanam o)
; _ WEASBEE (M130) 7 AR5 AR e LK LB S 248 16
3 registered trademarks The allege d
34\;355&%% . . R WAL (3E3)
infringing trademark P s i e e —
ALk = =
19%1:2%1:/]‘ WAL EM 2009402120 H TEMZ & FB 20099F0521H  WibRR -
I & HBUMARL 20194205121 H % 20294505 201 LU 2N
. RO L0 M EL 0 RABLE
L1 . 3 h‘_’ MERIEM H e H AL
(the legal representative of we "J\ AV AR RS 7]

Wangsha) Z8H, (BEAN) WAL it e

RN
11 registered trademarks \ ; / J \ EE
11ANERER Q | E R S H | BB

USA Cheers (Int'l) Group
Limited

|||= RGISTRATION/Issued and Active

set up by Wangsha in HK

ESHEEBIR

[ ] [ ]
d&Bird
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Online Shop in 1688 16883E& ERIMIE

INTEETRECTIAERAS %R mE A% ERE BHEL iy s
M= © BB 2% 8%T 6%l 39% 7 Bm i

i 3 11 B W R AT B il
VUMl AR AR U AT PR 2 ]
144 % JFOEM/0DM/0BM{L I @ E 0 T

PAS L

RIS

N F IR PRBR R HIAMKES
KEMRRHSR BT =

sdes e eess  Bird&Bird
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Zhaoxiang @
Cosmetics Trading .
Z. X
(Shanghat) Co., hou Xixiang
Ltd.

HE{KmZE (L7 BRA S

Bird & Bird



Facts EBEC

Zhou Xixiang opened a store in Pinduoduo (an e-commerce platform) and sells counterfeit

Herbacin hand cream. RIIEEHSZEE—KMIE, HERSES

Herbacin
cosmetic
GmbH

s Grant TM rights to
G ERERUET

Zhaoxiang
Cosmetics
Trading
(Shanghai)
Co., Ltd.
JEE=(amER
2 (LEB) B8
FRAE

Sue
T

3>

. J
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Zhou Xixiang ]
A&

(Shanghai Xunmeng
nformation Technolog
Co., Ltd (Runs
Pinduoduo)

LBSPEREABRAR

WG

Counterfeit Good

BEm

infringements #E87 #ILGR #REBR #ANRHUSIY

1} herbacin
kamille
anda Lream

with glycerine

:

Genuine Good

IEfm

Bird & Bird



Judgment ¥R

Zhou shall compensate the Plaintiff: FHETEMNEERS:

—y,
N

Awareness of the Plaintiff's trademark

MBREHIESE

Reasonable Duration of the infringing act
Expenses to Stop Economic (BT /94540
the Infringement Losses
RMB4,000 CNYS8,000 l
H LS IEZEB4 ZiFRK8Fix * The circumstances of the infringing act
Tt ERTHIET

/Sale price and volume of the infringing
commodity

" enmRnenmEEs

[ ] [ ]
d&Bird
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\ 4

MATIS Company @ Liu Decheng

B AFFLiu Decheng (TIRXIE)

Bir! & Bird




Facts EBEC

Liu Decheng opened a store in Taobao (an
e-commerce platform) and sells counterfeit
MATIS cosmetics. Taobao did not ban Liu's
shop Completely.

NELSE-RI=EME, HEREBHRMANR. 3
EiRBREHANERNER,

MATIS

Company
BT
Sue #2ifF

~F Zhejiang Taobao
Liu Decheng Network Limited
pr{J = mMLAEMERRAE
\ N
g
v &
Did Liu sell goods that Whether Taobao's
infringe MATIS conduct constitutes
Corrtllyl)artly'sdrlght ltg use joint infringement?

e trademark? =
URREHETEON oI e I
ﬁ%ﬁﬁFzﬁﬁﬁﬁﬁﬂﬂ'ﬂ =

=
AaA-

Slide 11
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5 Infringed

B

Liu's shop name
XU RIIEHR
"Real MATIS*
/% /Eb D”

“Hongxiu Shop MATIS
Branch”

eI/ i iy

Goods in the shop
[ERRESm

MATIS: counterfeit

(Prlme Facie EV1dence)

?573 : RE (WIHE

Liu: no evidence

NE: FibE

NOT Infringed
[® KIBN x |

HAVE
TAKEN
MEASURES
EREE

RULE: An Internet service provider bears joint

infringement liability when it:

AN EEXMARSSIRAETELL NEUREERSEY

=E:

=1E:

1) knows or should have known the
infringement, and &IEEKE R ENEFETH
B

2) still provides Internet service for the
infringer or fails to take proper measure

EIRARINARMEEEARIARSS 505 REERENE

o Bird & Bird



Judgment ¥R

Liu shall compensate MATIS: XN IEEEEIRE:

\v Amounts of Illegal gains IE;EFFSEE

N

Reasonable v Duration of the infringing act (21T
Expenses to Stop Economic palibi L sl
the Infringement Losses l
BRI NIl L, N
3Zi=a = P t tati =
ABEESH5T ZRR45hB 7T roduct reputation =g =4

The scale of Liu‘s infringing shop

s XIFEI RIS

[ ] [ ]
Slide 12 d & d
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. Guangzhou Verteam

Christian Trading Co., Ltd.
Louboutin . .
Guangzhou Beilingfei

Cosmetics Co., Ltd.

e EBHRE-SIEIRET MENEZERA
A& M RIictimBR A S

Bird & Bird



Facts EBEC

Verteam entrusted Belingfei and Oumu to manufacture the lipsticks that appear the same as or similar
to Christain Louboutin, and sold the alleged infringing products on Taobao and WeChat.

[IREFENRICHIERRHIS O IR S BHhiR - SR OLERNEE, FEIEMME LHEHREEN=m.

id

Christain
Louboutin
REEHR S
—

Supervising Company ZHE/35) :
Guangzhou Verteam Trading Co., Ltd. J M [B)INER S AT

Manufacturing Repackage Company #iEBEEIET]:
Guangzhou Beilingfei Cosmetics Co., Ltd. J M NIRRT

(Guangzhou Oumu Bio Technology Co., Ltd: Process and fill
lipstick paste (but the company name isn't in the package )

I HEGREYREIRAE: ITHEROLE (BERAF

BIRAERZR EAI)
- y,

Slide 14
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Christain Louboutin‘s

Patent
HEiER.&

\|

( Iniriger s Patents 1 Case )

EPERNARNEF

Queen's
Scepter -1 Scepter -2 Scepter -3
L IS LIRS TERES J

Queen's Queen's

Queen's
Scepter -4
TEWLAS

Trading Co., Ltd.)’s Patent

( SEeng Yuze ( legal represent-ative of Guang_zmu Verteam
BEZFE (MENEERRA) BEF

Bird & Bird
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Judgment ¥R

The court instructed that: ;EfREkE:

Types of patents and their

.v novelty, epidemic characteristics

\§$U¥i“&5¥ﬁ¥ﬁ'lﬁﬂ BIRIF=

Compensate C ¢ )
Reasonable E:;I:lil:lsl?ce v Product price Fmffitd
Stop Expenses to Stop LosSes
Infringement the Infringement l
[ESHIE RMB40,000 CNY300,000 PP
A= ey 1 (o *’2,_ i MEELEFIRE30 * The nature of the infringing
TafEElLENT) Ht act EIRITHEIMER
SIEZM4A7T

The circumstances of the

w8 infringing act @IRIT TS

[ ] [ ]
fiis d &Bird
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Pierrefabredermo- Changsha Huiji E-
cosmetique Commerce Co., Ltd.

Pierrefabredermo-cosmetiqueif iV EEBFESBIRAH

Bird & Bird



Facts SH3L

Without
website of Avene.

KPS SR FRSARAREARIRECeZMMISEIERIER.

Q) mtFER?

e,

6 Trademark Infringement?\

O° no
\ Defendant Sells
e Authentic
. i;;’ i & Products of

} ==p» Avene.

EZ*':%EEIE“%’E

I73<o j

Slide 17

ermission, Changsha Huiji E-Commerce Co., Ltd. claimed that the website it created was the official

@ Unfair Competition?

e RELES?
YES!INE1 11

Confuse

the Public!!! @

E==/Ag I\

Bird & Bird
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v Defendant‘s profits #S5H9F;E

Compensate
easonable Expense

to Stop the

Stop

Infringement +
Economic Losses

CNY40,000
TEEH LRI S 1B
TRk titan The defendant actually
A sells authentic products

/ ISR

[ ] [ ]
i d &Bird
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act on the profits ETH

‘ The effect of the infringing
o ilFel:siA

Infringement

&R




Tips for dealing with counterfeit issues in 2021!
2021 F R R E DAY IS !

Simple steps jGEEE

Tip 1 correct understanding of a case
B1R [ERIEfRERG

Tip 2 two-wheel approach

FE2R WAk X

Tip 3 set priorities

FE3IR IREMTHK

Tip 4 create simple workflows

B4R B TAERE
slide 19 | T Bird & Bird




Common challenges £ RPkLE

ase 1: Counterfeit facial masks (exact copy) found online 2601 RERMBEOE (Z2AH)

Investigation =>Sample purchases=>Test BE =>WLHER= >N
Case 2: Counterfeit snacks (similar package design) found online =0 2: W LEAMBESE (828181

HK Co had PRC factories manufacture and sold online. Investigation=>CD S\ he sk eE ot (o) |ERAE ST >
letters (HK Co/Factories/Retailers) NET EE;Q?HFWmIF%JL' SRRt LBt i) ()
Case 3: Trademark piracy f‘_ = af:

Investigation=>Negotiation=>Purchase/Assignment=>New app =513 EIREN
Case 4: Counterfeit snacks (similar package design) found at trade fairs BE= >0 = >/ &iL=>FAPP

Investigation=>CD letters=>Quality tests=>Admin actions=>Copyright =(F4: RZESEERMNBEZRE (B8ZFEZHHEMIM)
e O e i) found at trade V= >IN SR - > R = > (THHEE- > BIFE R SEAERE

ase 5: Counterfeit snacks (similar package design) founda at trade fairs o e S, \
¥ it PACHISE CE08 =pl5: BERS LLTEETE (EEGHEL

Case 6: Counterfeit snacks (similar package design) found at trade fairs HE

Investigation =hl6: RERSERIBESE (BFIRIHEMN)
Case 7: Counterfeit pharmaceuticals (similar package but different products) found AE
online 7 W ERTEESR (BRI, ERFRE)

Desktop search => Copyright recordation => CD letter e — -
P PYHS SR> EEEE- > B EES

Feedback from Business B\ 7% Goal.Ei‘F,j_x: . ;

«  TItseems like they are responding on an ad hock basis. * Bird's eye view é’ix_)“

¢ ABER T R RS RAATAL.  More proactive HEa]

- TItlacks a sense of speed. " More emphasis on speed 858
- BEEEER. VRS

Slide 20 v ° d
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Two wheels in intellectual property strategy

R BURIPEREERY “IN&IE" TR

Lead to improved business performance G/g0Z 557!

Practical use ZEfF{HEH:
Warning, administrative
claim, litigation.

ZE. THRR. KA.
Effect 3{8: Protection {FP:

s . Acquisition of
Stop the infringing activity. int(éllectual DTSy

HLHRBEEDN, rights
IRENEIIRF=1Y
Effect 3{8:

Prevention of
infringement;

The best weapon in
future disputes.

TGRSR S
' AIBRIEERR.

Slide 21 ] )
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Possible measures in China FAE8JgESRALAY:

Ebi

. (DOnline
5 Investigation f_EiEES
[¢’]
i &
oQ
g = (2)On-site
g Investigation FUFFE

(DNotice
2 (Without rights) &#%01 (A<
% FEKINEE)
h e
5' (2)Cease and desist letter
(With rights) {S1FEZEE5 R
(FEBRANES)
(DReport (Quality,

license) #RE (RE. 1FH])

(2Raid
(IP infringement) 3822

)
UOIRISIUIWPY

(FIIRF=IURIN)
J %di%al Civil litigation FREHIFIA
V%V?; Lay aside 88
Slide 22
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To know the
counterfeiters and the
infringement situation.

T HREREFENIER.

To notify the existence of
rights and infringement,

and request infringement.

BRIRFFERFTEE,
FERELLEN.

Manufacture and sales
blocked by government
authorities.
BURFERI I LIS RANER

379,

Injunction and claim for
damages

& A =2

21ES. FE

Easy to investigate Z T EE

There is a possibility that sales, customer
information, etc. that are not disclosed on the
Internet can be obtained. HRJBE3FSEEAM_E
RIREAHELRIE. BERERS,

No cost and no time spend. If a voluntarily
respond to the request is received, you may be
able to resolve it early without the need for
administration or filing a litigation. E& 5% ST
RS, AIRUEIBEEIN, Bk ERR
[BIRR, ToRRfTBI T EREIFIA,

Manufacturing and sales can be stopped
speedily. B HES] L EERFAERITA.

Claims for damages are possible. It is possible
to judge even complicated gray zone matters
BURERE. MERREHMENSRIIREHT
[BIRH THIR -

Stop outflow of man-hours and costs

B TR

Difficult to grasp the private information and the actual
situation. HELASERAFAFHEEFISEIRET.

Cost and time iAS. AE]

It may be ignored or neglected. Notifications without
underlying rights are more feasible than C&D letters.
BIBEARTCINER B, AR EEATBANL T IEE BTN
a17,

Tends to be ignored and neglected {F{F#FANELZAL.

Quality testing must be done. If it is judged that there is
no quality problem or if it is solved, manufacturing and
sales can be resumed. You cannot claim damages.

W TR, ANSRFIETTRE R EREEE
fR, MRS HIEHE S,

You cannot claim damages. There is a high probability

that projects in complex gray zones will not be accepted.

TEFNE, SXREMHIERRRRT R R,

It is money and time consuming. It may be difficult to
execute. Patents carry the risk of trial for invalidation.

FEHRASSAIAE. LT, SREERTESIIXEE.

Continuation and expansion of counterfeit

BRE1T/OBRFEFNY 3K

Bird & Bird



Rights acquisition BUSHF

Target 3J5

Applicable
condition J&FH
it

Registration/
application ;¥
i/ ERis

Protection
period

RIFEA

Update &3

Merit {fi28%

Demerit 5%

New technical measures (inventions)
for products, methods or
improvements thereof; A new
technical plan (utility model) that is
applied to the shape, structure or
combination of products and is
suitable for practical use.

ERFE. FESIE = a5
A (F)  BRTK, &
HEFRES, BiESLhMERH
RALE (ERHR) .

Similarity

(DN

20 years of invention,
10 years of utility model &BEE#]20
&, SCHHEI0E

No &

Suitable for litigation
EEIFA

Risk of invalidation request; overall
similarity required; difficulty in
administrative detection.
THESIFRKIG; TEAEM 17
BURIIFEENE.

Package design; Tray and container
shape.

BRI, FERMAEEIR.

Similarity

=S

10 years 105

No &

Suitable for litigation
BEEFA

Risk of invalidation request; overall
similarity required; difficulty in
administrative detection.
TRESERNEG,; BEAMBLL 17
BURIVEEEME,

Overall package design and each
element;
BAERITISNER;
Pattern on film (interior)

EREZR (REB)

Similarity

G

Yes 2@
Registration is not a copyright

requirement;
EERTTIEMEX;
Rudimentary proof of rights
IRF RS

50 years 505

No &

Suitable for litigation;
Partly suitable for counterfeit
ESIFR; BOESHERERE

If the rudimentary proof of rights is
refuted, it is difficult to prove it and to do
administrative actions.
ANSRAFIRORSIE EHEXE], MIMELAIERR
IR LAR REY TBUEHE.

Display showing characters,
figures, logos, quality,
functions, efficacy, etc.
RNN=F, . B, RE.
TRE. BEEENBHIMM.

Similarity and confusion
1Bl ’E

Yes
=
E

10 years
from the registration date MjE
AEFFA105E

Yes 2

Suitable for administrative
actions (short-term, low cost)

BEA{THUER (FEH. ERA)

Since there's a substantive
examination, it is difficult to
obtain rights and it costs
money.

TFAESCRRIMERRE, MELUREI
7, BREEES,

Unfair Competition Law

RAEESRFE

Products, exterior designs,
brands, company names, etc. that
are well known in China
FEHRERENGR. JMERZ,
M. AREIRE,

Familiarity, similarity, confusion
&, Bl BB

N/A
TER

As long as the name recognition

continues F& EFEHEASR]

N/AFER

Suitable for litigation; Partly
suitable for counterfeit, complex
counterfeit matters.
E&SFR; BoEaLERE.
SZEBEZMG.

Difficult to prove.
MELAERR .



Example of rights acquisition BUSHF| {1

Package design Package design elements User guide design
aFgit BRLGTER HFEEiRit

s,
|

User guide design Content design
elements AEigit
f-ﬁF‘?E’ﬁQﬁ' ==
Copyright and / or
trademar Copyright Z{EIR

- |_|
Design and/or Copyright and / or Copyright
. copyright =1
3 ﬂ]/ =1ER = i

v
= L gm;rﬁl [ = \

v

FHIBPIE S 8

¥ 1 e
4 69 ien
e - E RN
AERY

Tag-.o u GRS

:;-) i » @

HEECRE

“ Anti-unfair competition law “ (RAFIEZZHE)
Article 6 The business operator shall not carry out the confusion acts listed in the following items and cause the related public to misunderstand that it is

a product of another person or has a specific relationship with another person.
(1) Unauthorized use of signs that are the same as or similar to the names, packaging, decorations, etc. of products that have a certain influence on

others.
FAR EEEREIETIIRETH, SINRARUABSREESHAFESERR. (—) EEEASHEAT—EXNNERER. 8K, FESERFEFEMARR.

7\NGR 13k

Stide 23 Bird & Bird
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Type of exercise (budget, goal, purpose?)
TERE (WS, Bin. BrY? )

Active Defense Type LA <F Post-attack Type HG¥]E

Annual budget of 30 million JPY or more Annual budget less than 3 million JPY
FIREAMETF3000/5HIT FIE{ETF3000 5 HIT
Counterfeit manufacturer eradication goal The goal is to stop visible infringement
HRIERE il LERT DS
Invest huge costs in research. Collect information
on counterfeit products throughout China using Conduct investigations based on information sent from
various research methods local subsidiaries, distributors, and customers

ﬂﬁm&&$ﬁkoﬂ%%ﬁﬁ%H%W$¢E% RiEA T AT, DHEETRERENERTFRAE

BEREE.

Civil and criminal litigations have been filed. No civil or criminal litigations will be filed.

Dozens of cases per year for administrative Basically a warning letter and administrative raids are

detection. used.

E@Egﬂﬂgﬁﬁoﬁﬁﬁﬁﬁﬂ%ﬁ%ﬁ&+ i?%ﬁ%%ﬁﬂ%ﬁweg$%mgﬁ@mﬁﬁ§%
2=, i

Slide 25 . . o = ‘OerpyE BiI'd & BiI'd
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Evaluation criteria: Importance MEN: EEE

Importance
BEE

LK

Slide 26
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Evaluation criteria 347N

(DIntellectual property rights acquired in China 7E-P[E S 3REEIIRZHR
(2)Great impact on business XSS g2k

(3)Affecting business outside China 2N hEEIMI S

(®)It can damage the brand value AIIREREMME

(DNo intellectual property rights in China fEREFEIRFZHR
(2)Great impact on business X/ SSE2MEK

(3)Affecting business outside China £NiFEEIMNI S

(®)It can damage the brand value AIIRERBEMME

(DNo intellectual property rights acquired in China R EFRIKEEHRFHY

@Small impact on business (not sold in China, sales are not high, but there is
potential) X\ EBEIWN (FEFEEE, HESIS, BEEREEN)

(3)The impact only in China REFEHTM

(@)Product packaging is similar, but the contents are different =B ZEE(L,
EREAE

Possible measures TJ§EEhE

Online investigation; On-site
investigation; Negotiation;
Administrative actions; Litigations
M_LiEE, IZEE, hE, T8
tahte; A

Online investigation; On-site
investigation; Notification letters;
Negotiation; Administrative
actions

M EEE, WpEE, @R,
7, 1TBUEE

Desktop investigation;
Negotiation; Wait & see; Apply for
IPRs

"RE R R, FFE, B
BRIRFEAY

Bird & Bird



Flowchart jiEE]

BEE

Importance Importance
y M y L

BEE BEEE

™= "= = Em e e e .- - E . r: ---------------------- :1 r:l IIIIIIIIIIIIIIIIIIIIII -:‘
: C&D / Notice Letter {& : : 12 : : Des%k%);e?arch : : De%%é’earch :
: Jk%ﬂl:/ﬁﬁug : R ——— cpepp———— A ———— = 1) TEpp——— WammmmmmEnm () 22 5 ¥
I » : :""""Onsite investigation  * :""Onsite nvestigation ™ T Notice Letter
: Seller $5&75 ! R eeeeees WmAE.......0 | | WEE. ] e, BEHA.......... :
I
| b T R e TP geeaeees NSt sie
Retailers ZER 1 |: ~ : ; \ :
| l R s [ L . W—
1 OEM Manufacturers 1t :
i I} I
I Package Manufactures :
I BEHIER !
Solve
IR
\ J
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Thank you &Bird &Bird
R

Rieko Michishita
rieko.michishita@twobirds.com

twobirds.com

ASCAF AR BRI BOR | FEHEE WSRO E B S, DHBEREE R . WA R B AR A e S 00, 15 B A S A RTS8 T A SO P 2 5515 B 1 5t
I HX %S5 EA KB TER T E.

AR TREGR . BRAEDE U, WEXIAS: KN ENE AL G UMEM LB AR Bk s, BRI s HIA SRR TR .

PSRN 55 Pt — K R B TS 55 o, P P e Ui 2 55 BT B LB A SR BB ST AR A o

B IR 55 T AE JERE 2 MBR M — XA R SUE A ik Alk, 15 0C340318, LRI R BUF 2 LM, M A = L EZE AL T /8212 New Fetter Lane, EC4A1JP.
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