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Protection of Well-Known Trade Marks and 

Measures to Prevent Bad Faith Registrations



Terminology

Well-Known Marks

Famous Marks

Marks with Reputation 







Trademark Functions and Scope of Protection

• Identify commercial origin

– protection against likelihood of confusion

• Guarantee consistent quality of the products

– Protection against likelihood of confusion

• Advertising function and investment function

– Protection against “dilution” (the whittling away of trademark distinctiveness)



Paris Convention Art. 6bis

(1) The countries of the Union undertake, ex officio if their legislation so permits, or at the 
request of an interested party, to refuse or to cancel the registration, and to prohibit the use, 
of a trademark which constitutes a reproduction, an imitation, or a translation, liable to 
create confusion, of a mark considered by the competent authority of the country of 
registration or use to be well known in that country as being already the mark of a person 
entitled to the benefits of this Convention and used for identical or similar goods …

(2) A period of at least five years from the date of registration shall be allowed for requesting the 
cancellation of such a mark. The countries of the Union may provide for a period within 
which the prohibition of use must be requested.

(3) No time limit shall be fixed for requesting the cancellation or the prohibition of the use of 
marks registered or used in bad faith.



Paris Convention Art. 6bis

• The Paris Convention does not specify measures for protection of well-known trademarks or

their recognition procedures, leaving room for each signatory country to decide how it wishes

to address these matters.

• Most countries do not process applications for recognition of well-known trademarks unless

owners of such trademarks have demonstrated a need for such recognition, and most countries

do not have a separate or independent application procedure for recognition of well-known

trademarks



Paris Convention



TRIPS Agreement Art. 16

2) Article 6bis of the Paris Convention (1967) shall apply, mutatis mutandis, to services. In

determining whether a trademark is well-known, Members shall take account of the knowledge

of the trademark in the relevant sector of the public, including … as a result of the promotion

of the trademark.

3) Article 6bis of the Paris Convention (1967) shall apply, mutatis mutandis, to goods or services

which are not similar to those in respect of which a trademark is registered, provided that use of

that trademark in relation to those goods or services would indicate a connection between those

goods or services and the owner of the registered trademark and provided that the interests of the

owner of the registered trademark are likely to be damaged by such use.



M

McDonald’s Corp. v. Joburgers Drive-Inn Restaurant (SA 1996)

McDonald’s marks were found to be

well-known marks, thus the use of

the marks by Joburgers would cause

deception or confusion among South

African consumers

McDonald’s had registration in SA but di not use the mark; JB

opened its own McDonalds’s Restaurants, applied for TM

registration and petitioned for cancellation of MD’s

registrations; MD contested JB application and requested that

it be enjoined from using the mark in SA



M

McDonald’s Corp. v. Joburgers Drive-Inn Restaurant (SA 1996)

• Old SA law

• TMs were only protected against “passing off” (goodwill in SA)

• New SA law (after SA joined WTO in 1995) 

• Designed to implement TRIPS (& Paris Convention)

• Protection of well-known marks required

• Question:  Are McD’s marks “well-known” in SA?

• Test (per TM Act):

• Must be known to a substantial number of persons interested in the goods to which the mark 

relates 

• Relevant population: potential franchisees & potential customers of fast food burgers, etc.



WIPO Joint Recommendation 1999 Art. 2

Factors to consider whether a mark is well-known

• The degree of knowledge or recognition of the mark in the relevant sector of the public 

• The duration, extent, and geographical area of any use of the mark 

• The duration, extent and geographical area of any promotion of the mark, including advertising 

or publicity and the presentation, at fairs or exhibitions, of the goods and/or services to which the 

mark applies 

• The duration and geographical area of any registrations, and/or any applications for registration, 

of the mark, to the extent that they reflect use or recognition of the mark

• The record of successful enforcement of rights in the mark, in particular, the extent to which the 

mark was recognized as well known by competent authorities

• The value associated with the mark 



WIPO Joint Recommendation 1999 Art. 2

Factors to consider whether a mark is well-known

• The above factors, which are guidelines to assist the competent authority to determine whether the 

mark is a well-known mark, are not pre-conditions for reaching that determination. Rather, the 

determination in each case will depend upon the particular circumstances of that case. In some 

cases all of the factors may be relevant. 

• In other cases some of the factors may be relevant. In still other cases none of the factors may be 

relevant, and the decision may be based on additional factors that are not listed … above. 

• Such additional factors may be relevant, alone, or in combination with one or more of the factors 

listed … above. 



WIPO Joint Recommendation 1999 Art. 2

Relevant sectors of the public shall include, but shall not necessarily be limited to: 

- actual and/or potential consumers of the type of goods and/or services to which the mark applies

- persons involved in channels of distribution of the type of goods and/or services to which the mark 

applies; 

- business circles dealing with the type of goods and/or services to which the mark applies.

Where a mark is determined to be well known in at least one relevant sector of the public in a Member 

State, the mark shall be considered by the Member State to be a well-known mark. 

Where a mark is determined to be known in at least one relevant sector of the public in a Member State, 

the mark may be considered by the Member State to be a well-known mark. 

A Member State may determine that a mark is a well-known mark, even if the mark is not well known 

or … known, in any relevant sector of the public of the Member State. 



WIPO Joint Recommendation 1999 Art. 3

(1) [Protection of Well-Known Marks] A Member State shall protect a well-known mark against 

conflicting marks, business identifiers and domain names, at least with effect from the time when the 

mark has become well known in the Member State. 

(2) [Consideration of Bad Faith] Bad faith may be considered as one factor among others in assessing 

competing interests in applying Part II of these Provisions.  



WIPO Joint Recommendation 1999 Art. 4

Conflicting Marks

(a) A mark shall be deemed to be in conflict with a well-known mark where that mark, or an 

essential part thereof, constitutes a reproduction, an imitation, a translation, or a 

transliteration, liable to create confusion, of the well-known mark, if the mark, or an essential 

part thereof, is used, is the subject of an application for registration, or is registered, in respect of 

goods and/or services which are identical or similar to the goods and/or services to which the 

well-known mark applies. 



WIPO Joint Recommendation 1999 Art. 4

Conflicting Marks

(a) Irrespective of the goods and/or services for which a mark is used, is the subject of an application for 

registration, or is registered, that mark shall be deemed to be in conflict with a well-known mark where 

the mark, or an essential part thereof, constitutes a reproduction, an imitation, a translation, or a 

transliteration of the well-known mark, and where at least one of the following conditions is fulfilled: 

(i) the use of that mark would indicate a connection between the goods and/or services for which the 

mark is used, is the subject of an application for registration, or is registered, and the owner of the 

well-known mark, and would be likely to damage his interests; 

(ii) the use of that mark is likely to impair or dilute in an unfair manner the distinctive character of 

the well-known mark; 

(iii) the use of that mark would take unfair advantage of the distinctive character of the well-known 

mark. 



McCurry Restaurant (KL) SDN BHD v. McDonald’s Corp. (Malaysia CA 2009)

CA reversed the HC’s ruling,

and dismissed McDonald’s

claim for passing off

because there was no

misrepresentation

McCurry’s signboard would not

result in reasonable persons

associating McCurry with

McDonald’s



McDonald’s Corp v. Future Enterprises Pte Ltd [2005] 1 SLR 177 (CA) 

McDonald’s opposed FE’s 

application in class 30. The IPOS 

and the HC found that the marks 

were not similar. The CA dismissed 

McDonald’s appeal—appellant 

wants to monopolise the prefix ‘Mc’ 

and ‘Mac’ in all food and beverages 

segments albeit the fact that its 

mark is only registered in class 42 –

restaurant and catering services



Future Enterprises v. McDonald's Corp (CA 2007)

CA in 2007 upheld the decisions of 

the HC in September 2006 and of 

IPOS in November 2005 and 

disallowed registration of FE’s trade 

mark application for the word 

“MacCoffee” for coffeemix in Class 

30. McDonald’s had opposed 

because confusingly similar to its  

registered mark “McCafe” for coffee 

in Class 30, under Section 8(2) of the 

Trade Marks Act. 

However, FE may continue to 

use its earlier registered mark 

“MacCoffee” on its coffee 

products



United States Protection of “Famous Marks”

The US does not have explicit 

statutory protections for well-

known marks 

The US protects famous marks 

via the Federal Dilution Act 

(1994 as revised in 2006), 

which is incorporated in the 

Lanham Act





US Trademark Act (Lanham Act) Section 43(c)

(c) Dilution by blurring; dilution by tarnishment

(1) Injunctive relief

Subject to the principles of equity, the owner of a famous mark that is distinctive, inherently or 

through acquired distinctiveness, shall be entitled to an injunction against another person who, at 

any time after the owner's mark has become famous, commences use of a mark or trade name in 

commerce that is likely to cause dilution by blurring or dilution by tarnishment of the famous 

mark, regardless of the presence or absence of actual or likely confusion, of competition, or of actual 

economic injury.



US Trademark Act (Lanham Act) Section 43(c)

(2) Definitions

(A) For purposes of paragraph (1), a mark is famous if it is widely recognized by the general 

consuming public of the United States as a designation of source of the goods or services of the 

mark's owner. In determining whether a mark possesses the requisite degree of recognition, the court 

may consider all relevant factors, including the following:

(i) The duration, extent, and geographic reach of advertising and publicity of the mark, whether 

advertised or publicized by the owner or third parties.

(ii) The amount, volume, and geographic extent of sales of goods or services offered under the mark.

(iii) The extent of actual recognition of the mark.

(iv) Whether the mark was registered under the Act of March 3, 1881, or the Act of February 20, 1905, 

or on the principal register.



US Trademark Act (Lanham Act) Section 43(c)

(2) Definitions

(B) For purposes of paragraph (1), “dilution by blurring” is association arising from the similarity between a mark 

or trade name and a famous mark that impairs the distinctiveness of the famous mark. In determining whether a 

mark or trade name is likely to cause dilution by blurring, the court may consider all relevant factors, including the 

following:

(i) The degree of similarity between the mark or trade name and the famous mark.

(ii) The degree of inherent or acquired distinctiveness of the famous mark.

(iii) The extent to which the owner of the famous mark is engaging in substantially exclusive use of the mark.

(iv) The degree of recognition of the famous mark.

(v) Whether the user of the mark or trade name intended to create an association with the famous mark.

(vi) Any actual association between the mark or trade name and the famous mark.

(C) For purposes of paragraph (1), “dilution by tarnishment” is association arising from the similarity between a 

mark or trade name and a famous mark that harms the reputation of the famous mark.



Example: Disney’s Frozen 

Phase 4 Films used the name “Frozen Land” 

and redesigned its artwork, packaging and 

logo to take advantage of the financial 

success of the Disney Film 

Disney filed a lawsuit against Phase 4 films, 

The parties settled and Phase 4 Films can no 

longer use the title “Frozen Land”

Phase 4 was also ordered to pay Disney 

$100,000



The USPTO uses the usual “likelihood of confusion” test in deciding

whether to protect a well-known mark. There is no separate analysis apart

from likelihood of confusion or deceptiveness, as to whether a mark is

well known or not (if a mark is not famous)

The USPTO will refuse registration of, or a third party may seek to 

oppose or cancel, a mark that conflicts with registered or unregistered 

well-known marks, foreign or domestic that do not meet the requirements 

under the Lanham Act. 



The USPTO does not make a specific determination in examination as to

whether a mark is well-known, it evaluates the strength of the mark in

determining the scope of protection to afford a previously registered or

unregistered mark against a pending application

In certain cases the owner of a well known mark that rises to the level of

being “famous” may bring an action against another use of the mark in

US federal courts or may seek to oppose or cancel another’s application

or registration for the mark on the grounds of dilution.



US Cases on Recognition of Foreign Well-Known Marks 

Person’s (CAFC 1990)

Strict application of territoriality (a Japanese trademark owner’s claim to cancel a trademark 

registration in the US was denied because the firm has no business in the US, even though the 

U.S. registrant had seen the Japanese products and mark while traveling and modeled its mark on 

the Japanese mark) (possible case of bad faith?)

Grupo Gigante (9th Cir. 2004)

An unfair competition claim by a foreign trademark owner was allowed but required a showing of 

secondary meaning and proof that “a substantial percentage of consumers in the relevant 

American market is familiar with the foreign mark.” (creates exception to territoriality for “famous 

marks” )



US Cases on Recognition of Foreign Well-Known Marks 

Punchgini (2d Cir. 2007)

There is no Lanham Act claims where the plaintiff does not own or use a U.S. trademark 

(Congress hasn’t created an exception to territoriality for famous marks)

Belmora LLC v. Bayer Consumer Care AG  (4th Cir. 2016)

Preventing unfair U.S. competition by “the deceptive and misleading use” of foreign trademarks is 

within the “zone of interests: protected by the Lanham Act, and that Bayer adequately pled injuries 

proximately caused by Belmora's deceptive advertising creating a false connection between the 

two brands



Empresa Cubana del Tabaco v. Culbro (multiple cases)

Cubatabaco filed a cancelation proceeding against 

General Cigar over the registered trademark COHIBA 



Empresa Cubana del Tabaco v. Culbro (multiple cases)

Cubatabaco brought an unfair competition 

claim against General Cigar for use of the 

mark “Cohiba” (not in use in the US because 

of the embargo against Cuba); this litigation 

has been continuing for several years; 

eventually Cubatabaco has been denied 

relief by the 2d Cir. in 2010 (because of the 

embargo against Cuba)



Bad Faith Registrations in the US

Types of bad faith registrations

• Register with no intention of using the mark only “selling” the mark; 

• Register with intention of token use of the mark on same or related goods to 

sustain registration; or 

• Register with intention of using the mark on same, related or unrelated goods 

to trade off of the goodwill of another party 



Bad Faith Registrations in the US

Statutory Duty of Good Faith in the US

• Good faith is a requirement for intent to use applications 

• Application can be challenged for absence of lack of intent to use 

• Penalties for applicant and representative for bad faith 

• Criminal prosecution for perjury

• Deleting affected goods from the registration and/or cancelling registration

• Sanctioning attorney/agent representative



Measures to Prevent Bad Faith Registrations in the US

• Requiring more information/specimens during examination 

• Refusals or challenges based on false suggestion of a connection 2(a)

• Suggests a connection with a person, living or dead, or institutions, even if the cited 

mark is not registered  

• Refusals based on the name of a living individual 2(c)

• Transparency During Examination and Beyond 

• Misrepresentation of Source 14(3) 

• Information filed by an applicant is public and available on the USPTO website 

• All papers filed with the Board must be served on the other party 

• Board files are public and available on the USPTO website 



Bad Faith As Factor for Infringement and Dilution in the US

Courts consider bad faith as a factor in a likelihood of confusion analysis. The Defendant’s intent to 

cause confusion with plaintiff’s mark suggests that defendant’s actions were highly likely to have had 

that effect 

A list of factors considered in a likelihood of confusion analysis allow courts to balance factors and 

apply a sliding scale: for example, the more evidence of bad faith, the less evidence is needed to 

establish similarities in the marks or the goods or services 



Bayer Consumer Care AG v. Belmora LLC (TTAB 2014), 92047741 (Fed. Cir. 2014).

• Bayer sought cancellation of Belmora’s registration of FLANAX for analgesic

tablets

• Court’s standard was that the petitioner must establish ‘blatant misuse of the mark

by respondent in a manner calculated to trade on the goodwill and reputation

• Petitioners showed examples of the defendant referencing plaintiff’s mark when

marketing the product saying “we’re the direct producers of FLANAX in the

U.S.”

• Petitioners produced an email showing defendant fabricating evidence on the

genesis of the mark

• Court found that the Defendant copied Plaintiff’s FLANAX logo as used in

Mexico and other elements of the Mexican Packaging and that the Defendant

invoked Plaintiff’s reputation in selling its goods



L’Oreal S.A. v. Marcon (TTAB 2012)

Robert Victor Marcon (Applicant) filed for the mark

L’OREAL PARIS for aloe vera drinks. L’Oreal S.A. and

L’Oreal USA, Inc. (together Opposer) opposed the

application on the basis of likelihood of confusion with

and dilution of its registered L’OREAL and L’OREAL

PARIS marks for cosmetics, and a lack of intent to use in

commerce.

The Board found that Applicant has

a pattern of filing intent-to-use

applications to register various well-

known marks, and that it is highly

unlikely that adoption of marks was

an unintended coincidence. The

Board found that bad faith is strong

evidence that confusion is likely, as

such an inference is drawn from the

imitator’s expectation of confusion.



Bad Faith Registrations in the US



EU Protection of Marks with a “Reputation”

The EU protects marks, 

which have a reputation 

under the EU 

Trademark Directive 

and EU Trademark 

Regulation 



EU Trademark Regulation 2015/2424 

Article 8(5)

Upon opposition by the proprietor of a registered earlier trade mark within the meaning of

paragraph 2, the trade mark applied for shall not be registered where it is identical with, or

similar to, an earlier trade mark, irrespective of whether the goods or services for which

it is applied are identical with, similar to or not similar to those for which the earlier trade

mark is registered, where, in the case of an earlier EU trade mark, the trade mark has a

reputation in the Union or, in the case of an earlier national trade mark, the trade mark

has a reputation in the Member State concerned, and where the use without due cause of

the trade mark applied for would take unfair advantage of, or be detrimental to, the

distinctive character or the repute of the earlier trade mark.



EU Trademark Regulation 2015/2424

Article 9

(2) Without prejudice to the rights of proprietors acquired before the filing date or the priority date

of the EU trade mark, the proprietor of that EU trade mark shall be entitled to prevent all third

parties not having his consent from using in the course of trade, in relation to goods or services,

any sign where:

(c) the sign is identical with, or similar to, the EU trade mark irrespective of whether it is used in

relation to goods or services which are identical with, similar to or not similar to those for which

the EU trade mark is registered, where the latter has a reputation in the Union and where use of

that sign without due cause takes unfair advantage of, or is detrimental to, the distinctive character

or the repute of the EU trade mark.



EUIPO Examining Guidelines (2020 ed.)



Well-Known Mark Protection under EU Law (EUIPO Guidelines)

Page 1052

Well-known marks that are not registered in the relevant territory cannot be protected under 

Article 8(5) EUTMR against dissimilar goods. They can only be protected against identical or similar 

goods if there is a likelihood of confusion pursuant to Article 8(1)(b) EUTMR, to which Article 8(2)(c) 

EUTMR refers for determining the scope of protection (likelihood of confusion)

However, this is without prejudice to the fact that well-known marks, to the extent that they are not 

registered, may also be protected under Article 8(4) EUTMR. Therefore, if the relevant national law 

affords them protection against dissimilar goods and services, such enhanced protection may also be 

invoked under Article 8(4) EUTMR.

Where well-known marks have been registered, either as EUTMs, or as national marks in one of the 

Member States, they can be invoked under Article 8(5) EUTMR, but only if they also fulfil the 

requirements of reputation.



EU Trademark Regulation 2015/2424

Article 8

1. Upon opposition by the proprietor of an earlier trade mark, the trade mark applied for shall

not be registered:

….

2. For the purposes of paragraph 1, ‘earlier trade mark’ means:

(c) trade marks which, on the date of application for registration of the EU trade mark, or, where

appropriate, of the priority claimed in respect of the application for registration of the EU trade

mark, are well known in a Member State, in the sense in which the words ‘well known’ are used in

Article 6bis of the Paris Convention.



Well-Known Mark Protection under EU Law (EUIPO Guidelines)

Page 1052

“Although the terms ‘well known’ and ‘reputation’ denote distinct legal concepts, there is a 

substantial overlap between them, as shown by a comparison of the way in which well-known 

marks are defined in the WIPO recommendations with the way in which reputation was described 

by the Court of Justice in ‘General Motors’. In both cases, the assessment is principally based on 

quantitative considerations regarding the degree of knowledge of the mark among the public, and 

the thresholds required for each case are expressed in quite similar terms.” 



Criteria to Assess Reputation

Quantitative requirement

Degree of knowledge of 

the earlier mark among the 

relevant public, how large 

segment of relevant public 

knows the mark 

Qualitative aspects 

Quality, image, prestige, 

uniqueness, public appeal 

of the reputed mark

What should be proved? 

• Nature of the Use 

• Time of use

Reputations must be acquired before the date of 

priority of the contested mark 

• Place of Use

Must be reputed in the territory where the earlier 

reputed mark is registered 

• Extent of Use 

Known to a substantial part of the relevant public 

No minimum percentage 





Criteria to Assess Reputation

To find a “unfair advantage” or “detriment to the reputation” of the existing marks, the relevant

public must establishing a link between the marks:

- The public should be reminded of the earlier mark by seeing the later mark

Factors to consider:

• similarity of signs

• degree of reputation

• overlap of public

• proximity of the market sectors



Types of Harm to Reputation

1. Free riding (taking unfair advantage of the reputation or distinctive character of the earlier

reputed mark)

2. Dilution by blurring: dilute the distinctiveness of the distinctive character of the earlier

reputed mark

3. Dilution by tarnishment: detriment the reputation of the earlier reputed mark



06/07/2012, T-60/10, Royal Shakespeare

ROYAL SHAKESPEARE 

Theatre productions

Non-alcoholic and alcoholic drinks, 

providing of food and drinks

General Court: the EUTM applicant would benefit from the power of attraction, the reputation and the

prestige of the earlier trade mark for its products. The Courts found the following:

- Exceptional reputation of the earlier mark

- Certain proximity between the goods and services at issue

- The relevant UK public would be able to make a link when seeing a beer with the contested trade

mark in a supermarket or in a bar.













Bad Faith Registrations in the EU

• The EUTMR considers bad faith as an absolute ground for invalidity of an EUTM, to be relied on 

either before the Office or by means of a counterclaim in infringement proceedings. 

• The relevant point in time for determining whether there was bad faith on the part of the EUTM 

owner is the time of filing of the application for registration. 



Bad Faith Registrations in the EU

Factors to show bad faith

• Identity/confusing similarity of signs 

• Knowledge of the use of an identical and confusingly similar sign (not sufficient per se)

- not required where the EUTM owner wants to block similar mark from entering the market 

• The circumstances under which the contested sign was created, the use made of it since its 

creation and the commercial logic underlying the filing of the application for registration 

• The nature of the mark that is applied for

• The degree of inherent or acquired distinctiveness enjoyed by the invalidity applicant’s sign and 

the EUTM owner’s sign 

• The fact that the national mark on which the EUTM owner has based a priority claim has been 

declared invalid due to bad faith 

•



Bad Faith Registrations in the EU

Factors that unlikely show bad faith 

• Extending the protection of a national mark by registering it as an EUTM 

• Bad faith cannot be found on the basis of the length of the list of goods and services set out in 

the application for registration 

• The fact that the owner of several national marks decides to apply for an EUTM for only one 

and not all of them 

• If a sign enjoys a reputation at a national level and the owner applies for an EUTM



Bad Faith Registrations in the EU

One of the three partners in the company that owned CAFÉ DEL MAR applied for the registration of this

EUTM figurative mark for services in Classes 35, 38, 41

An invalidity application based inter alia on bad faith was file by the two other partners in the company

that owned CAFÉ DEL MAR

By registering in his own name a trade mark generating confusion with the earlier sign ‘Café del Mar’

while he was the representative of one of the companies exploiting said sign and by paying the

registration costs with funds from that company, he departed from accepted principles of ethical

behaviour or honest commercial and business practices and therefore acted in bad faith.

T-772/17 Café del Mar 



Protection of Well-Known Marks in Indonesia (Law No. 20 of 2016)

Article 21(1)

An  application  shall  be  rejected  if  the  mark is similar in its essential part or in its entirety  with 

- a  well  known  mark  owned  by  another  party  for similar goods and/or services; or 

- a  well  know  mark  owned  by  another  party  for dissimilar kind of goods and/or service which 

meet certain requirements.

(From the Explanation) Criterias are provided to assess whether a mark is well known:

- the knowledge of the public of  such  mark  in  the business area concerned; 

- the reputation  of the mark due to intensive and large scale promotion, investment in several  

countries  by  its  owner; 

- evidence  of  registration  of  the mark several countries.



Protection of Well-Known Marks in Indonesia (Regulation No. 67 of 2016)

Article 18

“Public” is the consumers and public in general, who has connection with the production, promotion, distribution, 

or sales of the goods and/or services bearing the well-known mark

The following should be considered in establishing whether a mark is well-known

• Public knowledge or acknowledgement regarding the mark in related business

• Sales volume and profit gained by the owner from the use of the mark

• Market share controlled by the mark on goods/services distribution in the public

• Coverage of mark use

• Duration of mark use

• Intensity and promotion, including value of investment in promotion

• Registration and application for registration of the mark in other countries

• Enforcement of the trademark and acknowledgement of the mark as a well-known mark by competent 

authorities

• The value of the mark gained from the reputation and the quality assurance of the products bearing the mark



Protection of Well-Known Marks in Indonesia

Additional resources

The Commercial  Court  can  order  an  independent  institution to  conduct  surveys with  the  

purpose  of  establishing whether or not a mark is well known.

Technical Guidelines for Trademark Substantive Examination based on DGIP Decree Number H-

09.PR.10 of 2007. The guideline is now on the progress to be revised. 

Examiners also use the ASEAN Guidelines for Substantive Examination.



Bad Faith Registrations in Indonesia (Law No. 20 of 2016)

Article 21(3)

“The Application shall be rejected if it is filed by an Applicant acting in bad faith”.

(From the Explanation):

“Applicant not acting in good faith” shall be an applicant who, in registering the mark concerned, is 

reasonably suspected of having the intent to imitate, copy, or free ride on the mark of another party for 

the purpose of advancing his/her business interests and create unfair business competition, deceiving, or 

misleading consumers. 

For instance, the application (writing, painting, logo, or a combination of colors) is identical to a mark 

publicly well-known in the community for many years, is imitated in such a manner that is similar in its 

essential part of in its entirety with the well-known mark. This is an example of an applicant not acting 

in good faith because it can be at least reasonably assessed that there is an element of deliberateness in 

imitating the well-known mark concerned.



Bad Faith Registrations Indonesia DGIP Technical Guidelines (Decree H-09.PR.10 of 2007)

An application shall be rejected based on bad faith if it is:

• Similar or copy the entirety of painting created by other people for registered trademark for 

dissimilar good or services or earlier application;

• Similar or copy the entirety of other registered logo design or earlier application

• Similar or copy the entirety the way or form of writing or other registered copyright or earlier 

application.



Commercial Court of Central Jakarta No. 45/2005 and Supreme Court No. 12 /2006

The owner of GIORDANO, filed a cancellation action against GIORDANI arguing that GIORDANO is a

well-known mark that is registered in 32 countries (previous court decisions found that GIORDANO is well-

known in Indonesia (No.395/1999 (Central Jakarta) and Supreme Court Decision No. 285/1999 and No. 21

1998). Giordani refused the claims and argued that GIORDANI is also a well-known mark registered in

many countries (however only provided certificate of registration in 3 countries)

The Commercial Court refused all claim, arguing that cancellation was filed after the period of 5 years after

the mark is registered. But the Supreme Court reversed and cancelled GIORDANI arguing that GIORDANO

trademark is well-known therefore should be protected in Indonesia. The SC also found that GIORDANI

was registered in bad faith since it was similar with GIORDANO.

Registered in class 3 registered in class 18 and 25



Commercial Court of Central Jakarta 53/2011 and Supreme Court  No. 159/2012

IKEA trademark has been registered in many countries since 1943 in 75 countries and has 1300

trademark registrations. Plaintiff have also promoted and marketed products widely using IKEA

trademark. Ikea was declared as a well-known trademark based on another countries court decisions

(China and Chile) and in Indonesia (3 decisions). IKEMA is registered in Indonesia in class 21.

The Commercial Court rejected all claims from IKEA. However the Supreme Court in decided to

cancel IKEMA trademark arguing that IKEMA has similarity with a well-known trademark IKEA that

has been registered in many countries.



Commercial Court of Central Jakarta 27/2016 and Supreme Court  No. 938/2017

Defendant registered ZEGOBOSS trademark in class 25 and 3. Hugo Boss filed for cancellation. 

The Commercial Court rejected all claims. However The Supreme Court cancelled defendant’s

trademark. The SC declared that the marks HUGO BOSS, BOSS dan BOSS HUGO and their variants

are well known marks. It also declared that defendant’s mark: ZEGOBOSS in class 25 and 3 are similar.

The SC also declared that defendant registered ZEGOBOSS mark in bad faith since it has similarity with 

Plaintiff’s well-known trademark and the registration was on the intention to copy plaintiff’s well-known 

trademark.



Conclusion

• Well-Known Marks are frequently copied in several countries (often in bad faith)

• Trademark law provides a framework to address the protection of well-known marks

• This framework is based on territoriality, but also on recognition of right acquired abroad

• The interpretation of relevant concepts (relevant public, degree of recognition, etc.) still 

varies territorially

• National IP Offices have precedents and guidelines for examination and oppositions 

regarding well-known marks

• Courts have developed relevant precedents in this area 
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