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1. EU Legal Framework

1, BRERIRTEHESR

2. Absolute grounds for refusal of trade marks in conflict with Gls
2, XEISiIBiRENSERIRSIR: WIIHH

3. Relative grounds for refusal.of trade marks in conflict with Gls
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1. EU Legal Framework
1. ERBRZA{RIESS

- R EUIPO

Funded by the European Union
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LEGAL FRAMEWORK % HE4E
4.12.2020 Official Journal of the European Union EREEE AR L1408/3

FhiE A RHEFIEBRT SERMEX BIBIRESRIP S SEE
AGREEMENT BETWEEN THE EUROPEAN UNION AND THE GOVERNMENT OF THE PEOPLE’S REPUBLIC OF
CHINA ON COOPERATION ON, AND PROTECTION OF, GEOGRAPHICAL INDICATIONS
IS (UTHAN "W ) © S ARAIERRTUR BN,

THE EUROPEAN UNION. of the one part, ysyg5agsh (SRPALOMEUNE (TRIPS) ) Bt 55— 5 LIHBIm RIS
ZEMHBEIFRIAR, FEER B S E S AR R
AR
THE GOVERNMENT OF THE PEOPLE'S REPUBLIC OF CHINA, of the other part,

and

hereinafter jointly referred to as the "Parties",

CONSIDERING that the Parties agree to promote between them harmonious cooperation and the development of geographical
indications as defined in Article 22(1) of the Agreement on Trade-related Aspects of Intellectual Property Rights (the "TRIPS
Agreement") and to foster the trade of products carrying such geographical indications originating in the territories of the Parties;

HAVE DECIDED TO CONCLUDE THIS AGREEMENT:

Funded by the European Union

X
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LEGAL FRAMEWORK X{BiEZR

ARTICLE 6(1) — Relationship with trade marks 586 (1) £% — 5EHREUER

The Parties shall, ex officio or at the request of an interested party, refuse or invalidate the registration of a
trade mark which consists of a geographical indication or its translation or transcription, with respect to identical or
similar products not having the origin indicated by that geographical indication, in accordance with their
respective rules, provided that the application for registration of the trade mark has been submitted after the date
of protection for the geographical indications [...]

NREBrEEEMEGTTSRERRNER, MISEEREBAE A NREZ M, FRiZEmEMEETL......]
WIBFREZRIPZ B2 R, WA MREEEXHN, KEAE&E—FIREXARRE, (... E8EMZER
sk Z RN EM T
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LEGAL FRAMEWORK ZEESR

EU LEGISLATION ON Gls FREBHBIEIRE LS

« Regulation (EU) No 1308/2013 -wines; RKr88551308/2013 55— &/Z 2

- Regulation (EU) No 251/2014 - aromatised wines; RX8855251/20145& — A &5,

 Regulation (EU) 2019/787 - spirit drinks; BREE552019/787 S M—FU

« Regulation (EU) No 1151/2012 -agricultural products and foodstuffs. RtE8551151/20125;%
M— K575 B ag.

REGULATION (EU) 2017/1001 ON THE EU TRADE MARK — ARTICLE 7(1)(J)

KrEERgFREEM] (EU) 2017/1001-587 (1) (J) %

(1) The following shall not be registered: ~ (1) EATIBEHAT A7 :

(j) trade marks which are excluded from registration, pursuant to Union legislation or national law or
to international agreements to which the Union [...] is party, providing for protection or designation
of originand Gls (j) RIEEEEM. ERESEER [ ...... 1 AELLHNERRIE, HXRR ]
IR RS RIP SIS EA T iEAHRY

R EVIPO
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COEXISTENCE OF Gls AND TRADE MARKS BtRESiEints

BILATERAL AGREEMENT CHINA-EU — ARTICLE 6(4) FRERSUBINE—S86 (4) %%

The protection provided to the geographical indications listed in Annexes Il and IV, under this
Agreement, is without prejudice to the continued use and renewal of a trade mark which, in
good faith, has been applied for, registered or established through use if such possibility is
provided for in the legislation of the Party concerned, prior to the date of protection for the
geographical indications listed in Annex IIl or 1V, or prior to the date of application for protection
for the geographical indications referred to in Article 3 of this Agreement. ZtMEXIHIR=FIMFREY
FTFIMIERRERIRIF , RSB ERNDEN R=aMiRIUFFF RS RIFZB 28I, SEARDTE
E=RAMRRAMIETSHIERIPZH R EHETHIE, iTHHESERRIZREE (NREX
—HEEREPAE 7R A aet) AO4kESE{EFEFNSERR.

The trade marks referred to in the first subparagraph of this paragraph may continue to be used

and renewed[...] [......] S/ FLFEUAEBE NSRRI drEeE LR,

the Eur Union

gi

i)
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- Individual TM EZERIHT Collective TM EE(F TR Certification TM IEBBFIHTR

Definition Name or indication Distinguishing the goods or

ENX which identifies a services of one undertaking
product with specific from those of other
geographical origin undertakings

WREBEEERE  Xo—XEWRI mei
RS S  SEEMMEIAT mER

Distinguishing the goods or
services of the members of an
association from those of other
undertakings

I:ﬁj\iﬂ—/ \EEJ\EIJF: HH:EHE%
53BN RATREIRSS

Distinguishing goods or
services certified by the
proprietor from those not so
certified

XA IR GREk
HE% S5REZUEBRAYF = FREAR

% %
Essential Function Geographical Origin Commercial Origin Collective Commercial Origin Compliance with Certification
FETIEE IR it AV Rt SRR Scheme
FRFEUERFEXATE
Geo Terms YES 2 NO & YES 2 NO (EU) & (ERER)
HIEARIE YES (National) & (EZ)
Right To Use Any operator complying Proprietor and Licensees Association Members Certified Users 2 UERB(ERE
{EEI with specifications R AFOIF T A HIS R Bona Fide Third Parties* =&
(AR R ISEHE Bona Fide Third Parties ERS5 H=5*
=5 =5 Not the Proprietor JEFFI A
R EUVIPO
mnmw;;romnumn INTELLECTUAL PROPERTY OFFICE
Directed by the European Commission, IP KEY is implemented by the European Union Intellectual Property Office (EUIPO) M%ﬂiﬂ?*ﬂ%
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EUIPO’s PRACTICE EXEBBATiR~HERIMGE

INTER PARTES PROCEEDINGS

HEAEFL
SZRIPHIRRS S RE ISR SN/ BIHRIB AR S ISZRIP
(EREERIRRGI) 57 (1) () & HORRARRS ST STAN A
(EXERFSIRERAI) 558 (6) &
Examination period Opposition period Registration
HEH FNHA S}

_MH

Receipt of the Publication of the End of opposition Publication of the
application application period registered mark
N s S == LY N —_
R ER B NEEES SINHREE AEIEMER
n R EUVIPO
Funded by the European Union INTELLECTUAL PROPERTY OFFICE
Directed by the European Commission, IP KEY is implemented by the European Union Intellectual Property Office (EUIPO) M%DLD\FZ$RE
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2. Absolute grounds for.refusal of trade marks related to Gls

IX O SieiEtnSrhsEnIfEin: BIIHRH

- R EUVIPO

Funded by the European Union
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ABSOLUTE GROUNDS FOR REFUSAL OF TRADE MARKS in conflict with Gls

X SRR RSeAYRSiR : {EXISSH

Three cumulative conditions for Article 7(1)(j) EUTMR to apply:
SR (ERBEtRFEED) 87 (1) () FB=ARMSFHE:

registered Gl ;FAfitIEliRE
conflict with G| HEIBHRE &IPS
identical/comparable goods t8E/AIEL=5&3

G I V| eW https://www.tmdn.org/giview/

EEl R EVIPO

Funded by the European Union
BT

Directed by the European Commission, IP KEY is implemented by the European Union Intellectual Property Office (EUIPO) E’A’E%Dl;.\f‘*R%
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ABSOLUTE GROUNDS FOR REFUSAL OF TRADE MARKS in conflict with Gls

B[Ol SRS RIRStE . HYREEH

Product Areas National law**
= o ot RREREE* E3 |

Foodstuffs, Agricultural products, Wines,
Spirit drinks and Aromatised wines

B, Ki-m. AW NENSEE

Non-agricultural field
(e.g. handicraft)
JERILTE (MFISm

*Including international agreements concluded by the EU
B 1R ER R SRS RYEIRT I E

- **|ncluding international agreements concluded by MS

*% = = — —
o IR RERSERE BB
Directed by the European Commission, IP KEY is implemented by the European Union Intellectual Property Office (EUIPO) M%ﬂi[ﬂ\?*ﬂ%
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ABSOLUTE GROUNDS FOR REFUSAL OF TRADE MARKS in conflict with Gls
B[Ol SRR p oA Etn . BXIEH

REGULATION (EU) 1308/2013 ARTICLE 103(2) ;%8 (EU) 1308/2013%103 (2) %%

A protected designation of origin and protected geographical indications, as well as the wine using that protected name in conformity with the product specification,

shall be protected against: Z{RIFIRF B TRFIZRIPHIEITAS, LRI mAlBERZZRFERINEEE, MRz TIIBHAIRIE:

(@)  any direct or indirect commercial use of that protected name: J{HIE e EHER I\ B AERIZSZ{FRIFER:
() by comparable products not complying with the product specification of the protected name; or BRIV =R A TS ZRIFEFR = mRINIEH; 2
(i) inso far as such use exploits the reputation of a designation of origin or a geographical indication; B 22} B =itha PR R ERY;

(b) any misuse, imitation or evocation, even if the true origin of the product or service is indicated or if the protected name is translated, transcripted or
transliterated or accompanied by an expression such as ‘style’, ‘type’, ‘method’, ‘as produced in’, ‘imitation’, ‘flavour’, ‘like’ or similar; iZH. #&{HeiER (BIfE
EAESCREM) RRIPETR, BE. RIXESERRARPER, BIZRIPEME XU . "RE . 7EET . "EEAR . EIET . KR

"L EREIARIRIA;

(c) any other false or misleading indication as to the provenance, origin, nature or essential qualities of the product, on the inner or outer packaging, advertising
material or documents relating to the wine product concerned, as well as the packaging of the product in a container liable to convey a false impression as to
its origin; AESTEXEEE~mAIAIMMIER. T EXEEXHLE, srmER. Fot. EREENRRERMEUREMMERSIRSMITS, SSEEEERTS
FERRTFRIERERNS =N

(d)  any other practice liable to mislead the consumer as to the true origin of the product. {Hal#E = FE LR /5 E Bl Sk SiE 22 AN EL X,

Funded by the European Union

BRI

Directed by the European Commission, IP KEY is implemented by the European Union Intellectual Property Office (EUIPO) M%DL/D\FZ$2%
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ABSOLUTE GROUNDS FOR REFUSAL OF TRADE MARKS in conflict with Gls

SRS S i PO L SR E

Use {6

(direct or indirect)

(EfEEXIRR)

Funded by the European Union
BT

«  Graduated list of prohibited conducts 21 HT DKk

SNREREIRFHIIIRERME D R)

(from least to most subtle link with GI)  (FRIESHIEIR

Apply in situations of registration or commercial use (ex
officio / opposition/ cancellation). &Rt £ S
EEERFIR, (KBRS SAREE) .

EUIPO interprets them to set a high degree of
protection of Gls BREERNA IS5 ZfRL IXI iR
IRSHIEERF

BUT balance of rights: effective protection Gls vs rights
of bona fide trade mark applicants {EE2EE1ENARY
g BRURFHIRINGS vs. ERrnERIE ARIF|

www.ipkey.eu

/Art. 13 R1151/2012 \

£51151/2012555 0 13%
Art. 103 R1308/2013
£51308/20135; 5551035
Art. 20 R252/2014
58252/201455: 58205%
Art. 21 R2019/787

—

\%201 9/7875iFH 55215% j

R EVIPO

Directed by the European Commission, IP KEY is implemented by the European Union Intellectual Property Office (EUIPO)
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CASE LAW #If

. C-44/17 SCOTCH WHISKY/GLEN BUCHENBACH, 07.06.2018
. CA4/1T73?§_@2:|:§/GLEN BUCHENBACH, 20185E6857H
The Scotch Whisky Association contested the marketing (via website) of whisky —not Scotch whisky — sold under the
designation ‘Glen Buchenbach'.
© IE=BEERINEIILL “Glen Buchenbach” ENXBEIMESHERLTR (AEME=RIER) AHT/HRHEAL,
. ECJ addressed the conducts under Article 16(a) to (c) of R110/2008 (commercial use, evocation base on conceptual
proximity, misleading indications and context of use).
. {&g@ﬁiﬁﬁm 10/200856516 (a) = (c) 5 (FMLBEFR. BISERE. REMIRSHIEESSR) M%7/
THIR,

C-614/17 QUESO MANCHEGO/ ROCINANTE, 02.05.2019
C- 61 4/17 SHTIEELES/ROCINANTE, 201955H2H
Queso Manchego Foundation invoked Article 13(1)(b) of R510/2006 against labels bearing the word ‘Rocinante’ & including
pictorial elements typical of the region of “La Mancha”, used to market cheese not conforming with the specifications of the PDO
‘Queso manchego’.
« SUIERUBRESERIESIR510/20065513 (1)  (b) I THHT/RHFI. & “Rocinant” FHERES “La
Mancha" X SEAYEESTRENEIT RS, HEAGEPDO "SISHIEE" HEChZE 5,
. ECJ: aregistered PDO may be evoked through the use of figurative signs (such as the image of the literary character Don
Quixote de La Mancha), irespective of whether the goods originate from a producer established in that region, but whose
(similar or comparable) products do not comply with the PDO.
« BOMER: SEAORRIFRIE (PDO) ATHSYEERS VNRAYIESIEATSR) A8, Term
I SERFit. AT, ARG APDORTE., s

the European Unio

ded
Qwﬁ%

Directed by the European Commission, IP KEY is implemented by the European Union Intellectual Property Office (EUIPO) E’A’E%Dl;.\f‘*R%
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EUIPO’s PRACTICE EXERENIR =N RAIM:E

Use ﬁﬁﬁ

(direct or indirect)

(Ei%EkE%)

Funded Union
podve:izen)

Trademark contains/consists of the Gl (logical separation)

R SR RS E IR SR, (BAEDTR)
High degree of visual and aural similarity

Ao =R

Identical products,also covers:

1‘@”1"‘ an, [ERYEFE:
commercially relevant ingredient (may determine the choice of the main
producte.g. applesvs Jam)

~- SEERAIRS (AJRE: FrERAIZERE, AR vs. 5REE)

— the specific object and services (e.g. honey vs retail of honey)

- BIRIREIRGS,  WEESEESES)

‘Comparable products’— restrictive, independent of ‘similarity’ concept in relative

grounds “AJEUFERRY ——SZBREI. IRSZF AR SESHEUEXYEH
(dissimilar in relative grounds) (FEXIEHIIER) R EVIPO

Directed by the European Commission, IP KEY is implemented by the European Union Intellectual Property Office (EUIPO) M%Ehvn\f‘$2%
IP KeyHEXHZ A &ES - BEAIRMHUE (EUIPO) 5CHE -
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EXAMPLE Sl

www.ipkey.eu

: Goods and Services IR SRS
-*ﬁj‘.:;‘g ‘,“"“““‘“"“"- r. -2 r\:”-‘-_ Wines %%5@

Yy re? “

SRR ni SEE KA E
& per

Potential issues &1 |0]&R
Possible conflict with geographical indication
POMEROL (PDO-FR-A0273)

4.
~;‘

CHATEAU PN b o o
Al Re SHIEIRE PDO-FR-A0273) #=
PoMEROL k Q
Result ] 'l,b
EUTM No 17 889 185 Application registered (after limitation)
RREBRGITS517 889 1852 BRI EM (BRERFIS)
Directed by the European Commission, IP KEY is implemented by the European Union Intellectual Property Office (EUIPO) E’A’Eﬁﬂiﬂ?*ﬂ%
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EXAMPLE é&{ﬁﬂ

Goods and Services F- a5 RS
Cl. 33 “alcoholic beverages (except beers)’

S IPRYELD "
LEMBERGERLAND 583328 “EIEIREL (EEERRIM)
Potential issues /A {E|B]RR

Possible conflict with geographical indication

LEMBERG — Annex |l Agreement between EU and the
FRERESHREE11 134 9472 Republic of South Africa B] 88 SHEIEFREII AL ISR

EUTM No 11 134 947

LEMBERG - & TR ER SradEmE eI 4|

Result 2510
Registration after deletion of Class 33

HETBREE 33NV B

R EVIPO

Directed by the European Commission, IP KEY is implemented by the European Union Intellectual Property Office (EUIPO) EIXE%D»Q#*RE
IP KeyHEXHZ A &ES - BEAIRMHUE (EUIPO) 5CHE -
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EXAMPLE Sl

Goods and Services Fﬁq'—ﬁﬂﬁ%

Inter alia, agricultural products, non-alcoholic and alcoholic
beverages

BREMRIN, 27505, IEBREAHIALERE R

Potential issues &1 |0)2R

Conflict with geographical indication GRANADA (PDO-ES-

A1475) for wine? BB S5EEAIEIREGRANADA
(PDO-ES-A1475) ¥apkiHze?

A
,_ Result é%:l/b\
lﬁgﬁl,ﬂﬂlgﬂﬁ.'; GRANADA in Spanish refers both to “pomegranate” and to the
cuaNpo v pono S HUIRRES geographical place in Andalucia. In the sign, the reference to
“granada” is clearly to the fruit. No conflict GRANADATEF

&y | &P | =
AL WEFECREEE AR, IRRAASTIIAMIBE, £
SRR “granada’ TR, RIS,

B  cutmNo 18080 466 EUIPO

~iin EROARHTES18 080 4665
BREBANR U3

Directed by the European Commission, IP KEY is implemented by the European Union Intellectual Property Office (EUIPO)
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“IPKey | cHINA

R BN - 2T SErrHRE www.ipkey.eu

EXAMPLE Sl

Cuvaloade

EUTM No 17 929 998
KBRS tRaR 17 929 9985

Goods and Services F%'—ﬁﬂlﬁ%
\NM&&%@%@

Potential issues &1t |0)2R
Conflict with geographical indication CAVA (PDO-ES-
A0735)2 2EES5iIEFRECAVA (PDO-ES-A0735)

¥apkEE?
Result éﬁﬁ:\,

The public will not dissect artificially the sign, perceive the term
CAVA and link it to the wine. No conflict N ASHBEMRE
SRfETE "CAVA" —aAERERIEEE. AR,

R EUIPO_

Funded by the European Union
PR
ERERAIRFANE

Directed by the European Commission, IP KEY is implemented by the European Union Intellectual Property Office (EUIPO)
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EUIPO’s PRACTICE EXEBENIR A~ ERIMGE

*  Misuse: false indications

. RF RIS

+  Imitation and evocation: overlapping terms

- 1R(pSiE: FREEI

«  Evocation: the public establishes a sufficiently clear and direct link between the term in the TM and the Gl
(Verlados)

« R AANERSIMIEIRS Z BN T eI EREAYERR  (Verlados)

*  Visual, aural or conceptual similarity e.g. terms share characteristic beginning or ending, conceptual
proximity (Scotch Whisky)

« S, s ERUEINE, BIIREERTELEEER, Sl HER (HE=ELS)

»  Not cumulative conditions: mere conceptual preximity enough, e.g. via use of figurative signs (Queso
Manchego)

- ARG (MRS HIEARIRESE, A BRSNS (SR )

» Indicators of the true origin of the product not to be taken into account (Scotch Whisky)

© RERITRESTMHEER (GE=RS)

*  Proximity of the goods concerned is a factor but EUIPO in AG does not go into dissimilarity.

5 © FEEEREREERC—, (EEENERPIEA NE AR T R E .

R EVIPO

Funded by the European Union
PR —

Directed by the European Commission, IP KEY is implemented by the European Union Intellectual Property Office (EUIPO) EIXE%D»Q#*RE
IP KeyHEXHZ A &ES - BEAIRMHUE (EUIPO) 5CHE -
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RIHFAL » RBLEIT - LUK SEErIHR

EXAMPLE Sl

Goods and Services F%'—ﬁﬂﬁ%

Whisky; Blended whisky; Whisky liqueurs
RIS, FRERLER, BLISH

ZZBLIS A\
/D> 0\

——

v Potential i |ssues, rllﬂaﬁ

\ / Possible conflict with geographical indication
COTL A SCOTCH WHISKY (PGI-GB-01854) EJRESHtHIBIFE "7
EUTM No 15 420 607

WZFT2" (PGI-GB-01854) #aphse
FRESRSHRES 15 420 6072

Result énlb
J Application registered after limitation to “all aforementioned

goods complying with the specifications of the PGI Scotch

'0

fs
\

Whisky”
I AR EMRE AR LR RS S =R SPCGINEE”
s e, AYBRTIFAG R:EYIRO
PR
BRERXIR =S

Directed by the European Commission, IP KEY is implemented by the European Union Intellectual Property Office (EUIPO)
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EXAMPLE Sl

Goods and Services I EaSIRSE
ﬁ Inter alia, tomatoes BRE(EYP, FHLLAH

Potential issues &1 |0)ER

Possible conflict with geographical indication
POMODORINO DEL PIENNOLO DEL VESUVIO (PDO-IT-
0576) AT AE SHIIBFREPOMODORINO DEL PIENNOLO
DEL VESUVIO (PDO-IT-0576) ¥apgHse

£ A
Result gnlb
Application registered after limitation to products complying

with the specification of the Gl TR EMHRE RS
HWIBREALE" RIPBREISM

gl R EVIPO

Funded by the European Union
BT

EUTM No 18 015 193
KXEEmEStR 5518 015 1938

EREREMRF AU

Directed by the European Commission, IP KEY is implemented by the European Union Intellectual Property Office (EUIPO)
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EUIPO’s PRACTICE EXEBBATiR~HERIMGE

Test: whether or not an indication (an element in the trade mark, word, image, container)
is liable to convey a false impression as to [the product’s] origin’ or to the nature or
essential qualities of the product” (Scotch Whisky)

Wi —InS (Bt 3 BiR. FTPHtR) 28 " HET R
. P EEERNREINERIR (=L

Does it extend to reproduction of the shape or the appearance which are characteristic of

— a product?
- EEUT BRI ER R MRS H?
«  The context in' which the possible misleading indication is used is not to be taken into
account (Scotch Whisky)
- FERSERSMHETRIERY S =R
» The Office relies on third party observations
« KRR NS ERKEE = MERES
mn R:EUpo
Pl — SR ey s
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EXAMPLE Sl

BLACK ﬁ Goods and Services FEEa S IR5S

Inter alia, non-alcoholic beverages, beer
PREUBSL, IRERBIREL, 1BE

BlackITTeister Potential issues JEA{E TR
SEERIENE Conflict with the PGI TEQUILA (PGI-MX-01851) 5PGI “Ip

BB AR

If the mark has ‘tequila’ on it, it must actually contain real
TEqui\®

tequila in a determined percentage, so it cannot be applied

for goods in Class 32 IS "HE=HA" , =R
MESBHERDLLRIERE=E, Flt, ~ELIFE32
%ﬁﬁ:ﬂﬂ%ﬁﬁo

Result £518

Application withdrawn after being objected by EUIPO
BRERRNRF R ES, (EMERIEHREE
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EUIPO’s PRACTICE EREBAMIRF=BRIMGE

Example SCf) Relevant PGI/PDO #H3PGI/PDO Outcome 4558

Different A~[E

Identical or
similar f8[=EEk
=)

Identical or
similar f8[=EEk
L

Identical or
similar f8[=EEk
B

Homonyms &

YIRE

Funded by the European Union

Identical T£18E

Identical S5 HEE

Different A~[E

Comparable B HJEL
‘TE

Identical S 1EE

RIOJA RIBERA DE DUERO
BEg

Wine BIZT2G
MARIOLA MODENA S E
Baf - EE{EM
Vinegar f&

MALLORCA SUN Meat,

bread, pastry /8. [EH.

AXN MODENA
Meat /ZZE

PISCO MISTRAL GRAN
NOBEL (fig)
Pisco SZETEIE =G

Rioja (PDO)
Ribera de Duero (PDO)

Aceto Balsamico di Modena (PGI)

Aceto Balsamico Tradizionale di Modena (PDO)

Sobrasada de Mallorca (PGl)
Ensaimada de Mallorca (PGl)

Prosciutto di Modena (PDO)
Zampone Modena (PGl)
Cotechino Modena (PGl)

PISCO (Peru) ZEFEIE=1 (&)
PISCO (Chile) SZEFELE =1 (EF)

No limitation possible

AeIgERPRS

Limitation (either, or for
both) fRHI (Z&FZ—5k
—EFHA)

Limitation (for both) R
(ZEF#A)

Limitation (either or for all,
deceptive goods deleted)
PR (—PEeEB, MR
Hm M=)

Limitation (one or the

other) [RHl (Z&Z—)

R EVIPO
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3. Relative grounds for refusal of trade marks in conflict with Gls

gﬁ@—‘iﬂiih:u‘lqlggﬂgﬁﬁ: *EWEEEI

- R EUVIPO

Funded by the European Union
R TER

Directed by the European Commission, IP Key is implemented by the European Union Intellectual Property Office (EUIPO). Miul I 1:2%
IP KeylRKEAZ &S » WEAATRFAUS (EUIPO) SCHi -



Funded

"[PKey @ cHINA

PR - SRBIOIET ~ A5 S & 1RV www.ipkey.eu

LEGAL FRAMEWORK X{BiEZR

REGULATION (EU) 2017/1001 ON THE EU TRADE MARK — ARTICLE 8(6)
YNBSS

(6) Upon opposition by any person authorised under the relevant law to exercise the rights arising from a

designation of origin or a geographical indication, the trade mark applied for shall not be registered where and to

the extent that, pursuant to the Union legislation or national law providing for the protection of designation of

origin or geographical indications:

(6) HGRIKIGIEMN, 1T R ERIERSIFRYE I ARE RN, FFELITNBER, BXEin A SErREE

FERENERIFNRF R St I RS EERIRE R F LAER :

(i)  an application for a designation of ‘origin or geographical indication had already been submitted, in
accordance with Union legislation or national law, prior to the.date of application for registration of the
EU trade mark or the date or the priority claimed for the application, subject to its subsequent registration; 1§
ERERIAEE L, EREEMERRE iR HRIEERBATEKAY B ERE U ER I, [ it et IR iRE
BB RIEHZIRT REHERFY;

(i)  that designation or origin or geographical indication confers the right to prohibit the use of a subsequent

trade mark. 1ZJRF- 1R B IR RSIE PO R A i iR LE (R AN,

the Eur Union

gi

i)
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REGULATION (EU) 2018/625— ARTICLE 7(2)(e) BXEE;XH12018/625-57 (2) (e) 5%

the opposing party shall also file evidence of the existence, validity and scope of protection of its earlier mark or right, as well as
evidence provjhg its entitlement to file the opposition. In particular, the opposing party shall provide the following evidence: X375 25

/e national law relied upon by adducing publications of the relevant provisions or jurisprudence; dN1INETFRIEE£#2017/1001
58 (6) FRTFEFitbaittIBinEINE IEEEAME, BiEs | RRAEEMTX R~ itE s IR S S iEERS, NIRRT eSS
REANFIRENE., FEARIFTEINHESEAREEMPEERERAS (FEHEEMEFIFIHRYD)

Entitlement $&X

Substantiation
Opponent FiYA

(c]

SCEMIRTE

EREREMRF AU

p-o)
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EUIPO’s PRACTICE EXEBENIR A~ ERIMGE
gumm—

+  Exploitation of reputation can only be put forward if there is ‘use’ of the Gl

- REMmIEREHR R B, ZeEmENANEEREFIN

* Unlike TMs, where reputation is quantitatively assessed, the reputation of a Gl is linked only
to the quality of the product that it designates; EUIPO considers that Gls are intrinsically

Exploitation reputed
of © B2 EREEE, MtERSIABERSHEIEE RIRERX; BEENIRHEIA
Reputation A, RS R R NS E
SAEE *  Opponent do not have to submit evidence of the Gl reputation

© FUATHREZRT IR RSAIREA SRR

*  But they must submit convincing arguments and/or evidence regarding the exploitation of the
reputation of the Gl

AR TR R A S A R SR
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EUIPO’s PRACTICE EXERHIR~=INERYIRH!

Contested goods and services RFT= IRtfIIRSS

ﬁ Services in Class 43 (e.g. bar services; catering
services; provision of food and drinks) 58432£k5%

(40 BIEIRS. 1HERS. BIARS)
Opposition TN

Opponent argued that the sign exploited the reputation of PISCO
(PGI-PE-01825) protected for fruit spirit drink FAX AR, ZirE
24} T Z{FIPAIPISCO (PGI-PE-01825) 7ESREIRAISEAIIRZE

g _ Result 518

EUTM No 17 192 899 RREEfS#R5817 192 8995 In light of the evidence and arguments of the opponent, the
’ opposition was upheld under Article 8(6). Solid evidence of
INDECOPI investment in promoting PISCO and arguments linking
the product with the contested services and the potential
exploitation of reputation tRIEZE8 (6) FERFIVGIHEFNCIE, XiF
Fi. BHIEERR, INDECOPI (EERZFMIIRURIF
B B) BEREEE, BRFMSSPISCOFmBXER, HHEHN

PISCOF=GAIEE. R EUVIPO

B 3 060 646 PERU PISCO BAR (FIG)/PISCO
B 3 060 646 F/E&PISCOAEIE (&) /PISCO

Py e i
pre
BRERXIR =S
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GROUNDS FOR REFUSAL OF TRADE MARKS in conflict with Gls — RECAP
RO SHEIRE SRR : B4

Trade mark contains/consists of the Gl FEFHrE IR REE Rt IERT AR, Exploitation of

Use {5 *  High degree of visual and aural similarity (Scotch Whisky) Pyl
AT =R (GiE=aLF)
(direct or indirect) . . o .
(EiEskiE) «  Scope of protection extended to dissimilar goods and services if exploitation of reputation of Gl

proven SNERFASMIEIRSHIBE, WRPEEY A=BS-miliRS

«  Public establishes a sufficiently clear and direct link between TM and Gl (Verlados) ZNAN{ErSIR-S P
NS BRENL 1 T SUMHERRIEAR ( Verlados)

»  Visual, aural or conceptual similarity e.g. terms share characteristic beginning or ending, conceptual
proximity (Scotch’ Whisky) #lzs, Isaaidbe CRGHEIIE, PRIFBESRUELEGERE, SHES
R (H18=7LF)

. Indicators of the true origin of the product not to be taken into account (Scotch Whisky) A~ [EXIF=
RESTHANER (DE=AL)

*  Whether or not an indication (an element in the trademark, word, image, container) is ‘liable to
convey a false impression as to [the product’s] origin or to the nature or essential qualities of the

B product’ (Scotch Whisky) —Tillinds (Ffn. X7, B, BERFHITR) &8 “E:H#Q:émpo
T KFmlE=t. FatRaEAREIRARNSR" (HE=/1L5) e
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GROUNDS FOR REFUSAL OF TRADE MARKS RELATED TO GIs — RECAP

EXIE Efli’.ﬂh?:wq’#éﬂfl Eh‘ lh\-l=l

EU Legislation Member states il R E

E'E~£ e National & international
e EU & non-EU Gis agreements [ER K EFRIE
KR R AR ER I IR
Gls —= Non-EU Gls
MRS ERR BRI IBATRE

Bilateral EU Agreemcats Multilateral EU agreements
BREETB I (Lisbon-Geneva Act) KREE 2101
E (BHAiERREXA)

R EU IPO

ss EuROPEANUNION

p-o)
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