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2. Absolute Grounds for refusal of trade marks in conflict with Gis IX[B[i#EIE
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3. Relative Grounds for refusal of trade marks in conflict with Gis ZX[B[i#EIE
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1. EU legal framework and EUIPO’s ex officio
workflow in examination of trade marks in

conflict with Gls EREE{EHP Bt -EHesEREinEE R
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EUROPEAN UNION
INTELLECTUAL PROPERTY OFFICE

EUIPO OPERATIONS DEPARTMENT WORKFLOW

ERBANA USSR LIFiRE
O —————() 1 1

Filing date  Classification Formalities Absolute Translation Search
Grounds Publication

EZEN 2% Fox i 8= of the
EXIEH application

AN

APPLICATION ICE
(EUTM/IR) (pre-screening)

BiE (BREEmtr/EFNEM) REIMEFRE (FF)

Gl EXPERT GROUP

(assessment)

WIS ERAE (W)
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EU LEGAL FRAMEWORK BREEiL{HELS

REGULATION (EU) 2017/1001 ON THE EU TRADE MARK — ARTICLE 7(1)(J)

A BRER RS R02017/1001 2(EU) 21— 87(1) ))&

(1) The following shall not be registered LA FtrAMEFLLER

() trade marks which are excluded from registration, pursuant to Union legislation or national
law or to international agreements to which the Union [...] is party, providing for protection of

designation of origin and Gls. {{EERERIZiE, EIFREEENAE [...] AHLISHERRE, R
[RF= i EFRAMIERS, AT EMBIETR.

EU LEGISLATION ON Gls B X tIEtr-ERIRNEE T E

Regulation (EU) No 1308/2013 -wines; 1308/2013 5 (EU)&Hl—&E%=E;
Regulation (EU) No 251/2014 - aromatised wines; 251/20145-(EU)Z&4
Regulation (EU) 2019/787 - spirit drinks; 2019/7875(EU) & |—Z4iE;

Regulation (EU) No 1151/2012 -agricultural products and foodstuffs. 1151/20125(EU)£&41: &
AR,

IS
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EU LEGAL FRAMEWORK - EUIPO PRACTICE AS REGARDS INTERNATIONAL AGREEMENTS

BRRER AR ESR—ERERANR USSP B El R ER A

International
Agreements

ElfFinE

« Directly applicable if contains a clear, precise and

unconditional obligation HE&iaE. BIMBETLTEERINSS,
NE=ZzERA

Scope of Protection is defined through their substantive
provisions IBISEFRERIERMERNE, FERFEE
Examined on a case-by-case basis in accordance with the

specific substantive provisions on the refusal of conflicting
trade marks {IEREIPSEEFHIRMNERENE, ZFIHE
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EUROPEAN UNION
INTELLECTUAL PROPERTY OFFICE

EXAMPLE OF INT’L AGREEMENT — EUROPEAN UNION & PEOPLE’S REPUBLIC OF CHINA
EFFERGI—REA RHIEISRRMEREER ()

4.12.2020 Official Journal of the European Union LI408/3

Fhie \ R EIBRT SEXMEX RINIBIRERIP S SEIDE

AGREEMENT BETWEEN THE EUROPEAN UNION AND THE GOVERNMENT OF THE PEOPLE’S REPUBLIC OF
CHINA ON COOPERATION ON, AND PROTECTION OF, GEOGRAPHICAL INDICATIONS

THE EUROPEAN UNION, of the one part,

and

THE GOVERNMENT OF THE PEOPLE'S REPUBLIC OF CHINA, of the other part,
hereinafter jointly referred to as the "Parties",

CONSIDERING that the Parties agree to promote between them harmonious cooperation and the development of geographical
indications as defined in Article 22(1) of the Agreement on Trade-related Aspects of Intellectual Property Rights (the "TRIPS
Agreement") and to foster the trade of products carrying such geographical indications originating in the territories of the Parties;

HAVE DECIDED TO CONCLUDE THIS AGREEMENT:
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ARTICLE 7(1)() EUTMR (BXBEm#RRBI) E7(1)()%
trade marks which are excluded from registration, pursuantto Union
legislation or national law or to international agreements to which the
Union or the MS concerned is party, providing for protection of
designations of origin and geographical indications
{IEERBEZIE, EFESEEE FILHNERDE, HRPRFEIE
RFIMIRIRS, AT ERYEIT.

&

If an application is in conflict with a PGI or PDO protected
under the relevant laws - objection

NERARES SRR AERIPARIPGIELPDO;HEe—FLARX(D]
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ARTICLE 7(1)(j) EUTMR — CHECKLIST FOR EX OFFICIO OBJECTION

(ExSRrtnaEEfl) 87(1) () F—ROEStniEMRERINESH

Checklist for objecting to a TM registration X Bl fF; IR EEES
(Classes 29 to 33 agricultural Gls) (5529Z 333 RIMHIEITE)

/d
e

=¥

/
/
4

Check if GI/DO registered/applied for: relevant databases & EHIIBIRE/ R~
RIS CEiEM/RiE:. BXREUERE

Check if conflict: set the scope of protection of Gl per the relevant legal instruments
HMEREMR: RIEEXEZELR, REERSY RIS EE

Apply specialty principle: only object to identical products or, when relevant
comparable or contain Gl as ingredient IEYSERMN : (XX EIFERE~, T
BEBEXMESAY / S8R RS EAR S BIIER FE(E]

Decide if possibility to overcome objection: suggest limitation JRERD AJ LA

RIXEZI : 2N EFRRSISRM
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EUROPEAN UNION
INTELLECTUAL PROPERTY OFFICE

1. CHECK DATABASES & 8iEE

G I \/I ew https://www.tmdn.org/giview/

eAmbrosia

the EU geographical indications register

eAmbrosia is a legal register of the names of agricultural products and foodstuffs,
wine, aromatised wine products and spirit drinks that are registered and protected
across the EU.

It provides a direct access to information on all registered geographical indications,
including the legal instruments of protection and product specifications. It also
displays key dates and links for applications and publications before the geographical
indications are registered.

You can also find information about the traditional terms for wine and the traditional specialities guaranteed in the section Related links below.
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2. CHECK IF THERE IS A CONFLICT {8 & 23S EEH3e
Situations covered by EU Requlations EREBSZ51i5 Az OB

1.

EUTM application uses the PDO /PG, that is, it consists solely of a whole PDO/PGI or
contains a whole PDO/PGl in addition to other word or figurative elements. EXERFE+R
FRIS{EAZ RPN/ RIS, BD, BENE7ERY
SRR 2 AR/ SARP I RE R, BRI e E TR
251, B E TR R R B R/ RIS,

EUTM application contains or consists of a misuse, imitation or evocation of a
PDO/PGI. KX ER RIS & S BB A B 5= JIRT SRR IR 2 R/ 2RI
MRSV, 1R{hEkEAE.

Oher misleading indications and practices. Eftti RS REFIEGE.
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3. APPLY SPECIALITY PRINCIPLE ;=% IR
-« Goods are classified as: /RSS!
— Identical to those protected by the GI (white wine vs Rioja wine) Sttt RS (S aatl
B (HREEsSEREEEH)
— Commercially relevant ingredient (sangria vs Rioja wine) FENIABXRES (SIEFLSHE

SEBERIGEER)
— Comparable (grape must vs Rioja wine) SHIEIRSRIFEEAILE (BE i+ 5B ERE
EH)

— None of the above (whisky vs Riojawine) L EE®R (BT =S5EHEEEEH)

«  Ciriteria of similarity of G&S in trade marks DO NOT apply to decide if a good is comparable.
EinRERI I RSHME R E NS TR ERmeEaEa i

« The nature of the goods applied for has to be taken into account within the assessment of
the type of conflict identified (e.g. a sign may evoke a PDO but there is no conflict if goods are
different) TERMRBIRYPSSSRENRT, WS EHERmAYTER (fian, FinSaIgesibA
BAERIRRPIR TR, (BANREmmAE, NFTHs)
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4. SUGGEST LIMITATION 3BiNRHl

Applicant may overcome the objection by limiting the identical goods and/or goods with ingredients to
make sure that the goods comply with the product specifications of the PDO/PGI = In the deficiency letter
the examiner suggests such limitations

ESE AL AES PREHER =/ SRS m, R SRR =B/ SRt
ERSH b e, LERREEIE —EFE R NEERB USRS
—  XYZRIOJA applied for wines; cocktails = Wines complying with the specifications of the PDO Rioja; cocktails containing wine
complying with the specifications of the PDO Rioja.
—  EXEEBAXSEEEISRIXYZ RIOJA BEir BB & ZRIPR ™ 2 FRRopfINEE ; BEEE
BREZISEREEE -
No limitation is possible for comparable goods as they cannot comply with the product specifications -
they have to be deleted

ALk RERETET mAbE, AATG ARSI~ T LA
—  XYZ PORTO applied for sparkling wine. It cannot comply with the product specifications of the PDO Porto which is a liqueur
wine.

—  SRHSEETEEBIOXYZ PORTORS, To e E R R = SFRPor ol F=
55,
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2. Absolute grounds for refusal in examination
of trade marks in conflict with Gls

DX oIttt RR BRI IE
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EUROPEAN UNION
INTELLECTUAL PROPERTY OFFICE

EUIPO REGISTRATION PROCESS BREB4IiR =85 T e

INTER PARTES PROCEEDINGS
SERZARER

Examination period [ Opposition period } Registration

EHESHA SR i

Receipt of the Publication of the End of opposition Publication of the

application application period registered mark

Ive[==05 AN SNHALE NI
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GEOGRAPHICAL INDICATIONS — ABSOLUTE GROUNDS ittt ——¢avdiEl

Three cumulative conditions for Article 7(1)(j) EUTMR to apply:
S (EREERSHRSRGIY E7(1)()FRBH=NEIRFH:

« The Gl must be registered HIRiREVRE T

 Trade mark application must be in conflict with a Gl FEIRERIBVRSHEIE
AR

« Goods applied for must be identical/‘comparable’ to those covered by the

Gl FrERiBRYRE S i IE RS R E= YR ftEEl /AT LY
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GEOGRAPHICAL INDICATIONS AND ABSOLUTE GROUNDS Bt R-EFN4EYIIER

Natlonal Iaw**
Product Areas F=gninisk EU law* KREE;E*

Foodstuffs, Agricultural products,
Wines, Spirit drinks and Aromatised

wines Bmm. N, TBiE. Z4EF1M
RS

Non-agricultural field

(e.g. handicraft) JERIk (fléN, FIm)

*Including international agreements concluded by the EU B {EER B 4E4EAIEFRIDE
*|ncluding international agreements concluded by MS E3E R ESENE RN E
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EUROPEAN UNION
INTELLECTUAL PROPERTY OFFICE

ABSOLUTE GROUNDS SITUATIONS FORESEEN BY EU REGULATIONS
RRERSFR BRI A RIIR 55

REGULATION (EU) 1308/2013 ARTICLE 103(2) 1308/20135-(EU)£&/5155103(2)5%

A protected designation of origin and protected geographical indications, as well as the wine using that protected name in conformity with
the product specification, shall be protected against: Xt R R ZFRFIZ R R RS AR RIE - Al BRI Z R 2 RE &,
FIETIHT:

(@) any direct or indirect commercial use of that protected name: XJ={FPZFRAUE I EZE BIER I E
(i) by comparable products not complying with the product specification of the protected name; or

(i) in so far as such use exploits the reputation of a designation of origin or a geographical indication;
(i) AFEZZRIP SR RPN MR EREXGERA,; &, (i) 2R S FRe I RSB ERIEX R

(b) any misuse, imitation or evocation, even if the true origin of the product or service is indicated or if the protected name is translated,
transcripted or transliterated or accompanied by an expression such as ‘style’, ‘type’, ‘method’, ‘as produced in’, ‘imitation’, ‘flavour’,
‘like’ or similar; JiiFH. #&{HEENAER, BMEIEA MRS HUESR - EREXSZRFEFRIIARE. SFaFF, SERNGERT "#
XK O"mMTOUKAE" EET FERE

(c) any other false or misleading indication as to the provenance, origin, nature or essential qualities of the product, on the inner or outer
packaging, advertising material or documents relating to the wine product concerned, as well as the packaging of the product in a
container liable to convey a false impression as to its origin; fERNZEPERINEREEE. | SRR F, MWrrmiElR. R, 4R
HEEMARMEHAMEHIEMEREIRSEINTE, SaNr mZ @&AMEXIS R AERENS |

(d) any other practice liable to mislead the consumer as to the true origin of the product. HiF=RRVE LR RSB & EREABAGE,
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EUROPEAN UNION
INTELLECTUAL PROPERTY OFFICE

HOW TO INTERPRET THESE CONCEPTS? CASE-LAW H{a]fFisEiX el S? HFlix

C-44/17 SCOTCH WHISKY/GLEN BUCHENBACH, 07.06.2018
-44/1 75 SCOTCH WHISKYifFGLEN BUCHENBACHZE (2018E6H7H)
The Scotch Whisky Association contested the marketing (via website) of whisky — not Scotch whisky — sold under
the designation ‘Glen Buchenbach'.
© TIE=RISSER (BEEEKLE) 1€ "Glen Buchenbach” BifRE® AEME=RLS) HHT/T
+  ECJaddressed the conducts under Article 16(a) to (c) of R110/2008 (commercial use, evocation base on conceptual
proximity, misleading indications and context of use)
« BOMNEBHEE110/200855%515816(a)-(5% (ARlERE. ETHLSHRAHERE. RS SHIERER)
RE, FER 7 HEKIelR
C-614/17 QUESO MANCHEGO/ ROCINANTE, 02.05.2019
C- 61 4/17SQUESO MANCHEGOIRFROCINANTEZE (20195E5H2H)
Queso Manchego Foundation invoked Article 13(1)(b) of R510/2006 against labels bearing the word ‘Rocinante’ &
including pictorial elements typical of the region of “La Mancha”, used to market cheese not conforming with the
specifications of the PDO ‘queso manchego'.
*  Queso ManchegoE&41%51510/20055615513(1)(0)FHE, EFEERAAIL "Rocinante” —ialE
%f@ém Mancha” XERIER TERAWRS, HEMISZRIFRHZTR "queso manchego” HE
I3
»  ECJ: aregistered PDO may be evoked through the use of figurative signs (such as the image of the literary
character Don Quixote de La Mancha), irrespective of whether the goods originate from a producer established in
that region, but whose (similar or comparable) products do not comply with the PDO.
- BUMERR: TtrmefR NZXeATE, ERERARR (BRI AYESEHEDon Quixote de La
ManchafSEl) FIRERIEAAERERIS IAMISRIFIR AR, MEF-ErY (BIUERLL) e AT
Bz RF S ETRARG T,
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ABSOLUTE GROUNDS SITUATIONS FORESEEN BY EU REGULATIONS

X ER SR BT Ay LE XS IR ST

—

Graduated list of prohibited conducts (from least to
most subtle link with GI) ZIHTASIEER (SiE
INSHIRFEERREIRS)

Apply in situations of registration or commercial use (ex
officio/opposition/cancellation). iEFF-EAREkERsE
FRIERZ (ER/SN/1REE)

EUIPO interprets them to set a high degree of
protection of Gis BXERRTR AU IELH THEE, TR
IR REHISE R

BUT balance of rights: effective protection GIs vs rights
of bona fide trade mark applicants AF!5#7: HIER
SHYBRURIP SE SR RERIBHINA
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EUIPO PRACTICE - USE EREB&MiRF=HE#5X

SLIDE NAME

{&5F
Trademark contains/consists of the Gl v SHIRIRLE, Bt IEtREEK,
High degree of visual and aural similarity SRR

Identical products, also covers: fEE=5R, ENHEES:

— commercially relevant ingredient (may determine the choice of the main product
e.g. apples v jam) ENAERAYD (FIREFAEXSEr-mae®, Hill: ERS
RE)

— the specific object of services (e.g. honey v retail of honey) IRSZHVEANIS

(51an: =T ERSS)

‘Comparable products’— restrictive, independent of ‘similarity’ concept in relative

grounds . “BJELFERR” BEIRHIE, TEERPETF BN 5

Dissimilar goods will not be objected ex officio XA G ToakERINEX[E]
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EXAMPLE — USE - CONTAINS EQUIVALENT ADJECTIVE/NOUN
ERRf—aaFEER/BiF

SICILIANO

. PDOMRIFIF 2% R: Sambuca di Sicilia
PDOR{RIFIR I FR PDOR{RIFIRFIHIEZFR: Sicilia
‘Mel do Alentejo’ PGIZ{RIFHIEFRE: Terre Siciliane

— ‘Mel alentejana’
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“*1 lﬁ,ﬁ ll
w.e%faéaii _X_H&w‘?&; =
CHATEAU

BEAUREGARD

PoMEROL

EUTM No 17 889 185
2517 889 185 RREEFFHR

Goods and Services B GaFlIRSS
Wines B1&H

Potential issues Y& {E|0)RR
Possible conflict with geogrqphlcql indication
POMEROL (PDO-FR-10273)

a8 SHbIEREPOMEROL (PDO-FR-10273)
RS

Result 2:5
Application registered (after limitation)

FLUER (BIBRBIZM)




EUROPEAN UNI
INTELLECTUAL PROPERTY OFFICE

EXAMPLE OF USE — CONTAINS GI (NO CONFLICT) {§lRfl—8SiBirE (FAMF LML)

Goods and Services i 5aflIRSE

Inter alia, agricultural products, non-alcoholic and
alcoholic beverages &= . BB EFLERIXE

Potential issues 51|02

Conflict with geographical indication GRANADA (PDO-
ES-A1475) for wines? SE]Z)BittIEIREGRANADA
(PDO-ES-A1475) j458?

100% NATURAL Result 558
sl GRANADA in Spanish refers both to
coanbe Y pene T “pomegranate” and to the geographical place in
@@. @ Andalucia. In the sign, the reference to “granada”
is clearly to the fruit. No conflict
EUTM No 18 080 466 GRANADATEFREFEEfEaRE, NISRIAFP
5518 080 466 SRRERRFHR TRIMIE XS, EiZirs+, X “Granada”
K5 X ERIET~ A, AMFEPR,




EUROPEAN UNION
INTELLE!

CTUAL PROPERTY OFFICE

Goods and Services i 5aflIRSE
i Wines E1&EH

Potential issues Y5102

EXAMPLE OF USE — CONTAINS GI (NO CONFLICT) (fB3fl—aSHEnRE (A EE)
Conflict with geographical indication CAVA (PDO-ES-
A0735)? StIEFRECAVA (PDO-ES-A0735)

CM@M
hze?

EUTM No 17 929 998
=+
17 929 998 S RREERTHT: Result Z55R

The public will not dissect artificially the sign,

perceive the term CAVA and link it to the wine. No

conflict

BDRAEAN "FD" XN, BEBZA
"CAVA" |, BMERZEEH. ~MFEPR.
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INTELLECT!

UAL PROPERTY OFFICE

EXAMPLE OF USE — CONTAINS AN ADJECTIVE {#ffl—8ER:5iE

Goods and service B ERfIIRSS
ﬁ Class 30 ‘coffee; cocoa; artificial coffee;

_ chocolate’ 55302%: INHE; =Ia]; AJEUIHEE; I5
ELCAFE =

GRAN S . .

Potential issues Y& {E|0)&R
Conflict with geographical indication
Café de Colombia (PGI-C0O-0467) as regards
coffee. Deceptiveness as regards the rest of
products S5 R MHRYHIREIRE (PGI-CO-0467)
PR, Bt mUEaRRIRGE.

Result 2:5
The application was entirely refused

REFrE IS

COLOMBIANO

EUTM No 17919241
517919241 SEEERTR
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EUIPO PRACTICE - MISUSE, IMITATION, EVOCATION

b, #2{5. BARE

EREREIR =N B iix

Misuse: false indications iaF3: EE(RiTe:

Imitation and evocation: overlapping terms #{FFIEAE: EEEREES3NYAINE
Evocation: the public establishes a sufficiently clear and direct link between the term in
the TM and the GI (Verlados) BXAE: AARFERSHNEFIMIEIREG(Verlados) RiEZ 8]
EN TR AT E B RRYEAR

Visual, aural or conceptual similarity e.g. terms share characteristic beginning or ending,
conceptual proximity (Scotch Whisky) #5i. IroasiBESHBlE, HIIAERSFEE
FERYHIFER, SERESTRIRE ( Scotch Whisky )

Not cumulative conditions: mere conceptual proximity enough, e.g. via use of figurative

SlgnS (Queso Manchego) IEZRFRIEF: (NESHEIARIRT; Hign, BidERER R
& (Queso Manchego)

Indicators of the true origin of the product not to be taken into account (Scotch Whisky)
FEBRENS I T aHIESLR 1 (Scotch Whisky )

Proximity of the goods concerned is a factor but EUIPO does not go into dissimilarity in
absolute grounds assessment. FZF-eABITIERE R —, (BREERNR NS
LEXITRETHAGTYS “MEIE" FEE,



R EVIPO

NNNNNNNNNNNNN
EEEEEEEEEEEEEEEEEEEEEEEEEE

BARE

pcatates: Goods and Services fEaRflARSS
//Y.“P‘LTS O . Whisky; Blended whisky; Whisky liqueurs

p A
= (" ',‘\ T ,—Ej:luw Il:bl:lrjz:tluw ,—E:tlujﬁ“:ll@
Y: N
A Potential issues V51T |0]RR
Sall . \ Possible conflict with geographical indication

SCOTCH WHISKY (PGI-GB-01854) AJgESHIIER
& SCOTCH WHISKY (PGI-GB- 01854)/Ellse

=+
Result é,:,
Application registered after limitation to “all

aforementioned goods complying with the

%{:/\é\ 250] 261'722, 3,957}3%]_1:_ specifications of the PGI Scotch Whisky”
SRR TR SR HIEZFRS cotch Whisky e

B aseER” FLAER
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EXAMPLE — EVOCATION 33/l i6 245 ]

Goods and Services i GaflIRSE

Inter alia, tomatoes Eor=

Potential issues 51|02

Possible conflict with geographical indication
POMODORINO DEL PIENNOLO DEL VESUVIO
(PDO-IT-0576)

AR S1bIEFREPOMODORINO DEL
PIENNOLO DEL VESUVIO (PDO-IT-0576) ;4

==

x

EUTM No 18 015 193 -+
g Result Z5ER

518 015 193 ERREERHTR I : R
Application registered after limitation to products

complying with the specification of the Gl
eI RS e e R LA
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EUIPO PRACTICE — MISLEADING PRACTICES EXEBEIR~INE

—
[}

=S TEE

Test: whether or not an indication (an element in the trade mark, word,
image, container) is ‘liable to convey a false impression as to [the
product’s] origin’ or to the nature or essential qualities of the product’
(Scotch Whisky) 1636757%: #RR (FIiFPNER. X7 Ef. &%)
A w [Fm] B, it REERmR, (SREREIS”

Does it extend to reproduction of the shape or the appearance which are
characteristic of a product? EAIERES HINERTmREHIEHIFAAAEI NI

The context in which the possible misleading indication is used is not to be
taken into account (Scotch Whisky) A& [ EEERS MR EANES

The Office relies on third party observations BREBANRF AN ERI=E=H
ME=
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EXAMPLE — MISLEADING PRACTICES 753l

BLACK

IR

BlackIlTeister
BEER ENERGY

TEgui\™

EUTM No 018 022 404
55018 022 404 S EErFIR

iz TEE

Goods and Services i 5aflIRSE

Inter alia, non-alcoholic beverages, beer JEZT#&IA

#. 1Er=E

Potential issues 73 1E| Rl

Conflict with the PGI TEQUILA (PGI-MX-01851)

If the mark has ‘tequila’ on it, it must actually
contain real tequila in a determined percentage, so
it cannot be applied for goods in Class 32
S2{FPHIBRETEQUILA (PGI-MX-01851)
MR, BIRINERE “tequila” =, Nw/msC
frEEHEESINEE=, ATLATE/N532
K m BT,

-
Result 25

Application withdrawn after being objected by
EUIPO

WERBR AR~ E X Bl S HE i
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Trade marks in conflict with two or more Gls a5 Z MbIBiREHZE

Different A~[E]

Identical or similar

HERIEFEIA

Identical or similar

HERIEEIL

Identical or similar

HERIEFEIA

Homonyms [E&

Identical 8
=

Identical 18
&

Different

T

Comparabl

e AJEY

Identical 48
E

Relevant PGI/PDO tHXZ{RIPIIIBIRS/ SRIFIR=

Term Ki& Products Example 761
= 1k

RIOJA RIBERA DE DUERO Rioja (PDO) (SHFEIPEHIZFR)

Wine BI&2 Ribera de Duero (PDO) (S{FIPE=HIZFR)

MARIOLA MODENA Aceto Balsamico di Modena (PGl) ({R{FHHIEIRE)

Vinegar /& Aceto Balsamico Tradizionale di Modena (PDO) (SZ{FR1P
[RF=HBAFR)

MALLORCA SUN Sobrasada de Mallorca (PGI) (S{RIFHIIEIRE)

Meat, bread, pastry /&. /B  Ensaimada de Mallorca (PGI) (SH{FPHIIEITRE)
&. A

AXN MODENA Prosciutto di Modena (PDO) (SHMFIFRF=HIBFR)
Meat /& Zampone Modena (PGl) (S{FRIFPHPIRIRE)

Cotechino Modena (PGl) (SH{RIFHPIEITE)

PISCO MISTRAL GRAN PISCO (Peru) (Fh&)
NOBEL (fig) (EIf?) PISCO (Chile) (&)
Pisco SZEELE

Outcome £

No limitation possible 75

PRl

Limitation (either, or for

both) BREI (E—1 B

™

Limitation

(for both) BRI (FE1)

Limitation (either or for
all, deceptive goods

deleted) PRSI ((F—1NEk
258, MFREIRMERE )

Limitation
(one or the other)BEHl
—M)



R EVIPO
SITUATIONS COVERED BY EU REGULATIONS RECAP ABOSLUTE GROUNDS

SITUATIONS COVERED BY EU REGULATIONS FREE &4 S

AND ASSESSED BY EUIPO IN ABSOLUTE GROUNDS
BRER AR = I BRI IR P IFAGRYIEE

Imitation False,

Evocation misleading
: indications or
Misuse

(&

Protection limited to {R{FSEE:
- Goods which are IDENTICAL or COMPARABLE to the GI product (also if goods are

the specific object of services) St IEIRE~mEREATLLEIE R (NRBHEIERSHY
BAS, Z{RP)

- Goods in which the GI product is a commercially relevant ingredient &S tIBIREF~

ael BRI ERA T R fm

. Practices
™ oo -
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3. Relative grounds for refusal in examination of
trade marks in conflict with Gis

OX oIt SE R ItE R I IE R



R EUIPO

LEGAL FRAMEWORK - RELATIVE GROUNDS FOR REFUSAL OF TMs IN CONFLICT WITH Gis
S EESR—— IO R S Rt R A tERI IR

REGULATION (EU) 2017/1001 ON THE EU TRADE MARK — ARTICLE 8(6)
BXEREErRREY2017/1001S(EVU) & Hl——388(6) 5%

(6) Upon opposition by any person authorised under the relevant law to exercise the rights arising from a
designation of origin or a geographical indication, the trade mark applied for shall not be registered where and to
the extent that, pursuant to the Union legislation or national law providing for the protection of designation of
origin or geographical indications: ZE{&KEZ T{E/R =B FREPIRIFSAEINFUEHIARERNG, KIEIE
[Freitt 2RI RS BRRAREIRE, NATETIIREN, YRERRAFIEM:

(i)  an application for a designation of origin or geographical indication had already been submitted, in
accordance with Union legislation or national law, prior to the date of application for registration of the
EU trade mark or the date or the priority claimed for the application, subject to its subsequent registration; {E

EXERmtniEMERE 2R, (KIERERIAEEERERE, CRIXFHEIREtIEiRERIERY;

()  that designation or origin or geographical indication confers the right to prohibit the use of a subsequent

trade mark. 1Z/R R FREGHHIERSIRIN R L (B R TE [ R tmAY,




R EVIPO

EUROPEAN UNION
INTELLECTUAL PROPERTY OFFICE

EXAMPLE — EVOCATION 33/l i6 245 ]

REGULATION (EU) 2018/625— ARTICLE 7(2)(e) 2018/6255(EU)£&5l——557(2)(e) 5%

the opposing party shall also file evidence of the existence, validity and scope of protection of its earlier mark or right, as

well as evidehce proving its entitlement to file the opposition. In particular. the opposing party shall provide the following

evidence:

TRSSIFBEE Setra S BN SR B AT, B XSS a AR BEIRTIEE, LAURIEBIEEIUR S
WHYIEE, SN NTESRA FFIIEE:

FNTTIER

of a Member State, a
levant provisions or

ear identification of the content of the national law relied upon by adducing publications of the
jurisprudence;
A2017/10015(EU)55I5E8(6) X TESTIR A FREGHIRIRERIE M AMKIBIR HRINAY, NIRRT FESTINFIBIEIS.
FERRISEERNIHE; (IEMRRERES XSRS RaIBN SR, M5 REERARRILARY, BEARTS RS Ak,
REFHEXAS; Entitlement

Opponent

Substantiation
Gl

el 5]
iESE RN

HIRiRE



--————_—_——————_—-—-——-—-—-—_——————-—-------———_—_-—-— - " """ - >  "--” 99 9]99'9-9%
R EVIPO

EUIPO PRACTICE - EXPLOITATION OF REPUTATION EREB&MRE=N EHEX 22 E

» Exploitation of reputation can only be put forward if there is ‘use’ of

the Gl RESMIEINGER "fER" BY, FRRHZEMANZEIRE

« Unlike TMs, where reputation is quantitatively assessed, the
Exploitation reputation of a Gl is linked only to the quality of the product that it

of designates; EUIPO considers that Gls are intrinsically reputed S5&fx
Reputation AE. BRI ERENITES, MitEREHNAEENSHIERES
ShIs=E F_LB%F:%E’\JE%*E%; FREBAIRFAURIA N, IS EEREME
> o

« Opponents do not have to submit evidence of the Gl reputation &1iX

R iR R T IR RS A2 AR

- BUT they must submit convincing arguments and/or evidence
regarding the exploitation of the reputation of the Gl {BE, BiNH
IR RS AN R EIR S A SRS UERD/EIEE



R EVIPO

EUROPEAN UNION
INTELLECTUAL PROPERTY OFFICE

EXAMPLE — OPPOSITION 75l =23

Contested goods and services SR mmtIIRSS

Services in Class 43 (e.qg. bar services; catering
services; provision of food and drinks) 58432R5%

(flan, EBARSS; BIRIRSS, RE|mMALEKIKE)

Opposition FIX
Opponent argued that the sign exploited the reputation

of PISCO (PGI-PE-01825) protected for fruit spirit drink
PN NI R T RBZ R 2 i PISCORY

FE
EUTM No 17 192 899 Result g=|:|t
. In light of the evidence and arguments of the opponent,
B 3 060 646 PERU PISCO BAR (FIG)/PISCO the opposition was upheld under Article 8(6). Solid
R evidence of INDECOPI investment in promoting PISCO
$£17192 899;&;%%\: - s and arguments linking the product with the contested
B §0§0 646 ?f%\z}fi,ﬁﬂ,@ﬂ@, (BR) FE services and the potential exploitation of reputation
FRHEFRL (PISCO) % ETRWGRBANEHEIICHE, KIEHE8(6)FNEIFH

. INDECOPIZEHES PISCOUHEME, Fmaivs
RSFERR, S REMIEARSAIE ERNEHEFL
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SITUATIONS COVERED BY EU REGULATIONS — RECAP RELATIVE GROUNDS
BR 52 5% 01 s AY 52— K A IR R B4

SITUATIONS COVERED BY EU REGULATIONS FHEREE & 5lidEE

AND ASSESSED BY EUIPO IN RELATIVE GROUNDS
BEREEANR B EERS R R RIS

Imitation
Evocation
Misuse

False,
misleading
indications or

Use {$H

Practices

Exploitation of
Reputation

ZMMBE

05, B8,
i

Protection limited to {5 EE:
IDENTICAL or COMPARABLE goods f8[=Ea eItV e

+  Scope of Protection may be extended if exploitation of reputation is proved {N5RIFSCAH 22N RIS,
LA RS e
Goods where the Gl product is a commercially relevant ingredient JSt B Rt~ R RV EIE S ERRS 5.
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THANK YOU
ReigELIA
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EREEEMRF AU



