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1. The challenge of the validity
of a IP right
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How challenge the validity of a national IP right

ERZR=NRVEER

1. Opposition to Italian Patent and Trademark Office (only for

trademarks) MEXFIEFFIEtirRIRERIN ((NPRRIR)

When: after the filing of an application for trademark registration, but before
the registration of the trademark by the Office

Wl BREMEERERE, BERTEmEME
Who: anyone who claims earlier trademark rights
WA EREFTEMANERIA
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How challenge the validity of a national IP right
EREITR=NRVER
2. Direct claim to Enterprise Court for invalidity BRI ERREBIETTH

When: after the registration by the Office
s : BinEE

Who: anyone who has interest; also the public prosecutor (but that never
happened)

WA (HIREXREA, 2FA (HFRELRER)
The Enterprise Court has the power to invalidate the trademark/patent
without previous assessment by National Office
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How challenge the validity of a national IP right
— * AT\
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- An unsuccessful claim for invalidity filed by a person does not prevent anyone
else to file another claim for invalidity of the same trademark/patent on the
same or different grounds fBAZSE SIEREEX[E, AIHFHATAIALUEREA
FESEBEBEXIEL T XN ES AT E SiEK

- A successful claim leads to a declaration of invalidity of the registered
trademark/patent erga omnes E&5 N/ BTN EERES CEGEEIEH
{1

- A claim may lead to a declaration of a partial invalidity o5& S5 KEE/RTE
m SRR INER DB

R EUVIPO
Funded by the European Union UROPEAN NN
podve:izen)

Directed by the European Commission, IP KEY is implemented by the European Union Intellectual Property Office (EUIPO)

IP KeyHEXHZ A &ES - BEAIRMHUE (EUIPO) 5CHE -



“IPKey | CHINA

ANRPAL - RBIAIHT « 2T K S SRR www.ipkey.eu
How challenge the validity of a national IP right
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3. Counterclaim or defense to Enterprise Court for invalidity of the

registered trademark/patent @ENVEBIRERIFEMHE, ERESEIN/E
FIFERH

When: after a claim for IP rights infringement has been filed
WY AR NENFAREE

Who: the defendant in a IP rights infringement action

WA AR ERFATRRR S

The Enterprise Court has the power to invalidate the trademark/patent

B without previous assessment by National Office .
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Suing the IP rights owner for damages ?
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- The judgement that declares the invalidity of an IP right has a retroactive
effect ToE SHiEKEHERTE MM EEE

- If requested, the Court shall award damages to the injured party if there is
evidence that the infringer knowingly, or with reasonable grounds to know,
engaged in an infringing activity BUHEE~EN AP E FTTo ERNBAE
NEEEINY, IERNANIERELS T E L RE
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2. Specific principles of IP litigation
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1. Specialisation of judges BAEE

- IP judicial proceedings are decided by specialised courts (Enterprised

courts) FMRFNELEEEBE AR (RAlZER:) &R

- The judicial panel is composed by three judges (except for
interim/protective measures that are taken by the judge rapporteur) SiXJE

H==ZBHNk (REEEXRNIGHT/REREERIFRIN)

- The court can appoint and independent expert, but he is not a member of
the judicial panel ;ZBZRIIEEIRIIE R, (BEERFESWNENKR
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2. Burden of proof ST

- In invalidity action: on the plaintiff T ESHIEXKIFIL: B

- In conterfeiting action: on the plaintiff, but there is a rebuttal presumption of the
validity of the registered trademark/patent [BEFNFIA: RS, BXNENE

HIERUEREN AT S I HEE
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3. Immediate disclosure of facts and legal grounds EPRY

g RN

- The claim must contain the indication of the facts and the legal grounds on
which the action is based EiFRP TR ARISE LA AR KR

- The defendant must take immediate position on the claim and reply to the
relevant allegations # & /RFHCIFIABRIRTAIRESK, BEHEXIEE

- No fact can be added to the claim or to the defence unless it is occurred after
the beginning of the trial AMEARIFIREEHHAIERSSL (FIEERERNSSC
mli%&l*)
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4. Discovery of evidence iEHEF R

- Deadline for giving evidence indicated by the judge jAZBEf§EIEERAC#, LAY
- In case the judge thinks that a party did not comply with the disclosure duty, he
can: ZFEINNA—HEBEARETKERER, BILL
- request for information SRS EHKE
- order the production of documents Z3kHHE X7 {4
- draw adverse inferences {EHAFIHERT
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5. The judgement and the adversarial principle FRFIXS
n[EN

- No definitive judgement can be delivered if the parties were not giving the
opportunity to explain properly their arguments A1 FREHLE TN HEASTE
MRS, N EHRERER

- The judge should have an active role in the hearing, favouring settlements, if
in the best interest of the parties, and indicating the issues that needs to be
addressed ;AEMNETE. HIFHIE (WRFENSIFZARIHERNT=) . 18
BAfFRFRIEROE, RIFEFIRIER
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6. Sanctions in case of infringement (2T HRYHIFE

- Corrective measures (declaration of infringement; recalling the products from
the channels of commerce; depriving the product of its infringing property;
definitively removing the products from the channels of commerce;
destruction of the products and/or of the materials and implements
concerned) Z{1EfEE (EERMN, BEXmMEIREARR];, EXFE~m
(BNERD; aneT mMEERIE AR, $HEmAl/ s RmS R 5 TR)

- Prohibition of the continuation of the infringement £ | F44FSCREIRNITH

- Award of damages: criteria of the negative economic consequences or of
amount of the royalties or fees which would have been due 255 E{(=: FiA
m NEFEREMN T ERZ /TR R EBE
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