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Introduction &7}y

The EU trade mark registration system is based on the first-to-file’ principle, in the sense that property in a EU trade mark is not
acquired through earlier use but through prior registration, but this principle is limited by inter alia bad faith

REAENEAMARET eis” [N, BEASRErEF - NEdEREAS, MEEY TG, EZRZRIEREE
R ENEIBAABRE

It is regulated in the EU Trade Mark Regulation No 2017/1001 (‘EUTMR’) (EREZRStRaHI) XSUCANLAFE

Bad faith as a separate legal ground is used only in cancellation proceedings (as invalidity action) - Art. 59(1)(b) EUTMR
TN, (VBTHIEER (SRESHFBIETSN) — (REEsinR) $859(1)(b)F

It is a general expression of the principle that commercial transactions must be conducted in good faith
iR SRR —RERIA

This principle is also reflected in Art.8 (3) EUTMR (unauthorized filling by an agent) which entitles trade mark proprietors to oppose
the registration of their marks as EU trade marks by others (e.g. former distributors, licencees etc.)

IZFUBAIE (RREERSHRSRI) B8(3)F (IBARGIEHSUEMAESIR) . XIMthA (WS, INERRD) SERIREA/IER
ERrshy, EMNABRGRERN

It has a much narrower scope of application than Art. 59 (1)(b) EUTMR as it is limited to a particular scenario of bad faith, subject to
certain conditions

ZIFNIRN A Bl VT (BB $59(1)b)k, EAEBRTFERINXIFEnR, SmEEat.
In this presentation | will concentrate on Art. 59(1)(b) EUTMR
FRSEEFT (RREBRSIRSHI) 5859(1))b)sR
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Art. 59 (1)(b) EUTMR Bad faith fillings
(BREBRSHRSEGIY) 5859(1)(b)5%: ESHE
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Art. 59(1)(b) EUTMR Bad faith fillings {EREEratTa=l) 5859(1)(b)s%: EESHIE

“An EU trademark shall be declared invalid (...) where the applicant was acting in bad
faith when he filed the application for the trade mark.”

 Bad faith is not defined in the law — definition based on case law of the Court of Justice of the
European Union, consisting of.

- BEHERENX EE —ETFRER A ARG

> the General Court (1% Instance, cases marked with “T”) and

> ERiER (—%  ZESPHETRR)

> the Court of Justice (2" Instance, cases marked with “C”)

> BREEEBR (2% ESPH'C'ERR)

« ‘an autonomous concept of EU law that has to be interpreted in a uniform manner throughout the
EU’ (C-320/12, Malaysia Dairy, §29)

o "HESEFRIEISSWIERREREE ISR (C-320/12, Malaysia DairyZg, §29)
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Art. 59(1)(b) EUTMR Bad faith fillings {EXERRStTS=HI) 5859(1)(b)5R: ESHE

» Itis an absolute ground for invalidity which can be invoked only post registration

- (XeerEmstnEME AT o E ShYERISEH

» Anyone can file such action and it does not always have to be based on an earlier trade mark, or earlier right

* (HIARLIRETGHES, AN EET I crimad s oir!

* Itis always carried out per request, the Office does not carry out such assessment ex officio

« FRFBIREETFE, MEEMEE

 Based on facts, evidence and arguments provided by the parties

« LAZSETSIRMHAYESSE. IHEIS AR

« Burden of proof on the applicant — the good faith is presumed until proof to the contrary is adduced

- FERFETIESHBA—BRIARI, (PHELSREE

 The relevant point in time for assessment of bad faith is the filling date, but facts and evidence dated prior or
subsequent to filing may be used to interpret the owner’s intention at the time of filing the EUTM

« XSS EHIEH THREAVEREN A AR AR, (ERLERESREC R SRS AR
RN BRISR R R THIEE]

+ Consequences ex tunc — the trade mark is declared invalid from the outset

© RN EHE—E ST MR ETSY
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Art. 59(1)(b) EUTMR Bad faith fillings {EXERRStFRS=HI) 5859(1)(b)5%: ESHE

* inherent defect in the application grather than in the trade mark), which

fundamentally vitiates the registra

TR, NRADRRSRINET AFSnAD) MERE,

ion regardless of other circumstances.’

« Bad faith relates to: JE&

YVVYVY VVY

subjective motivation of TM owner (dishonest intention, sinister motive...),
which can be derived from conduct,

which departs from accepted principles of ethical behavior or honest commercial
and business practices. (T-795/17, § 23)

i RN ARIEMEI (RSEEE]. FERRIBR......) |
AN TR HERT,
SEEIT/B0RE ERNANRNESE.  (T-795/17, §23)
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Art. 59(1)(b) EUTMR Bad faith fillings {EXERRStTS=HI) 5859(1)(b)5R: ESHE

>

Bad faith presupposes a dishonest state of mind or intention.
HRAAITRE NSRS AR E -

It applies where it is apparent from relevant and consistent indicia that the proprietor of an EU trade mark filed
its application for registration:
ERER—MX B —HTER TR - MREBTMXAREESE

Not with the aim of engaging fairly in competition, but with the intention of undermining the interests of
third parties in a manner

FERNSEL2TRE, MEERMUEMLIMER=EN=

with the intention of obtaining, without even targeting a specific third party, an exclusive right for purposes
other than those falling within the functions of a trade mark, in particular the essential function of
indicating origin.

EENEIREE Al ERIRRE mAlRSFIRIOERINGE ) IS B KRS T RN - BMEIZ S EIRE XY
HEE=F,

C-104/18 P, Stylo & Koton (fig) , C-371/18, SkyKick
C-104/18P, Stylo & Koton (Elff2) Z. C-371/18, SkyKickZ



R EUVIPO

Art. 59(1)(b) EUTMR Bad faith fillings {EREEratTa=l) 5859(1)(b)s%: EESHIE

Two categories of cases FISSZE1:

» Misappropriation of the rights of others: previous relationships giving rise to
duty of fair play, moral or commercial obligations, intention to exclude from the
market, undue exploitation of reputation

> mAMARE: SEFIEATERR—R =TT BEEmEl s,
TiTHIRIEE. AEEHRRE

» Misuse of the EUTM System: repetitive applications, hoarding of (famous) marks,
blocking position, lack of intention to use, defensive applications

> IGFAECGERIREIE: ESHE. BN (F8) @in. "G . TEREEL
BotEN I ERIS
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Art. 59(1)(b) EUTMR Bad faith fillings {EXERRStTS=HI) 5859(1)(b)5R: ESHE

the applicant’s subjective intention should be determined by reference to the objective circumstances of the case
- very fact based
NEZEZHROERIERE, MBREANERSEH TAE—E TS0
overall assessment of the relevant factors and factual circumstances of each case has to be performed
DAL= 30 NS SPREIE SN i
examples of frequent factors to be considered are £ FEHTE WEIZE <1 :
» Knowledge of the existence of identical/similar sign (stemming from business relations, knowledge of the sector,
reputation, long standing use etc.)
MEFEERALRR (EFmlek. AR, ME2E. KHAERS)
Likelihood of confusion is a factor to consider but it is not necessary
e RER—, B ERE
Dishonest intention on the part of the EUTM owner
RRERFE MY AR S EE]
The degree of legal protection of the earlier mark / contested sign
XS i RN RR A R R
Origin of the contested sign, its use since creation
WRITNRRERIR, FELCRAYERIE
Commercial logic underlying the application

EESERIEAEE

VVVVVVVVVYY
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Bad faith fillings-
Misappripriation of the rights of others

e ie. &t ARE
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Misappropriation of the rights of others (T-3/18-T4/18 Ann Taylor )
}ﬁﬁiﬂtAﬂ*lj (T-3/18-T4/18, Ann Taylorg)

and ANN TAYLOR registered for clocks and watches in Cl 14
AR "ANN TAYLOR" JoftXd58 1428 aRr = mi AR YmtR

ANN TYLOR

Invalidity action (bad faith) filed by the holder of the word mark ANN TAYLOR protected in the USA, in particular for

clothing in Cl 25.

FEEERRIF. TIHE255M I mpIX FRIATANN TAYLOREIXF A IRET IS (=

EUIPO Cancellation Division upheld the invalidity application and found bad faith confirmed by Boards of Appeal,

confirmed by General Court

BREEAMA ISR Mz, el DRERASEE S OAE =B

The knowledge of the existence of the earlier mark by the EUTM proprietor was established (affidavits, an attempt to
obtain a license)

INEZEEERI B ARIE SR E (EEH. BIEBRSIT)

The EUTM proprietor also registered a trade mark in Mexico

IZE AR A BRI ErEah i 1w
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Misappropriation of the rights of others (T-3/18-T4/18 Ann Taylor )

WM ARF (T-3/18-T4/18, Ann TaylorZg)

a deliberate strategy of misappropriation of third parties’ rights may be substantiated by evidence

relating to facts which occurred outside Europe

A LABIT SEUMLAY N ERISESEXIHE, IS SRS =3 NA AR

a simple proximity or ‘correlation’ between dissimilar goods does not bar a finding that the applicant

was acting in bad faith when applying for the mark ‘Ann Taylor’ in respect of watches if circumstantial

evidence support the conclusion that he deliberately sought to create an association with an

earlier mark enjoying market recognition in the United States in respect of clothing

NEFREEE S 5 "K' HAGSAERBEAEEXFRRE "Ann Taylor” iR

g;‘@fﬁ%‘ AliEE R EEIHES TR E SRS EXEEETHInA T RBRIG e SRR LK
‘olb

no commercial logic in extending protection of a mark registered in Mexico: the filing of the Mexican

mark, also part of a dishonest strategy

A=A ShEMERNERPHCEZE | ESErsEEtE M MEREN— D
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Misappropriation of the rights of others (T-795/17 NEYMAR)

#HFAMARE (T-795/175, NEYMARZE)

EU word mark “NEYMAR” was filed in December 2012 for goods in Class 25 (clothing etc) and registered.
HATF2012F1288151F "NEYMAR" #/95825% (ARITS) mamaIminrBrEtE.

Mr Neymar Da Silva Santos Junior, Brazilian football player, filed invalidity application invoking bad faith.
BRIz RASRILSEEIREKE SIZEIRG.

The owner argued that in 2012 Neymar was not yet known in EU and that he did not have much knowledge of
the world of football so he did not know Neymar was a rising star;

AR, NS/RE201 25ERERIEN A AAFTRD, MEMXIEEFARE, FFIERNS/REEEK
L

He chose the word because it sounded well.

fthZz BT X818 - ERANEAEHIT -

EUIPO Cancellation Division and BoA found bad faith because Neymar was a rising star in football and the
EUTM proprietor had no motive other than to exploit the intervener’s renown to benefit from it.

RRERA TR SR DR ERSAEZN BRI AFEER, HARSRE—BENGHTE, Bl
AR T SEEM RS/ RAVRIZELANFSRF N, ANMHEE BRI
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Misappropriation of the rights of others (T-795/17 NEYMAR)

SRAMARNFI (T-795/17, NEYMARZ
e  General Court confirmed bad faith.

«  EEIRAEFTER

« Neymar was already recognized as a very promising football player years before it joined FC
Barcelona in 2013

© AERE013FIINEFERIKMERERRI, BRI FRE HRVER R,

 EUTM owner had more than a little knowledge of the world of football. He knew that Neymar
was a rising star in football.

BRI AFERS BB —TRRAl. PAIEAR S/ RE—(LEHGHE.

« EUTM owner applied for registration of trade mark IKER CASILLAS, based on a name of
another football player.

« RN AIRMREEINEN R REA EEOE, S 7@t “IKER CASILLAS”

«  The commercial logic behind the application for registration of an EU trade mark was to create
an association with the Neymar’s name in order to benefit from its attractive force.

- HE IR IR EIE RE  SN S RIERRVER SR, MTIAIFTEIRS (13557,
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Misappropriation of the rights of others (T-33/11 BIGAB) - no bad faith

AR (T-33/11, BIGABE) —TES

In 2005 EU word mark ‘BIGAB’ was applied for goods in Cl 6, 7 and 12 and registered in 2006.
BREES FHR “BIGAB" F20054FHEN5R62, S5735H156 1 225MmA TR, T200655K1S .
The owner of the mark ‘BIGA! filed an invalidity action against it claiming that the only objective to register
‘BIGAB’ was to prevent it from continuing to market agricultural machinery under ‘BIGA' trade mark.

"BIGA” FIMNAMIIMRH RIS, A9 "BIGAB” RIME—BERIEEEENKEFE "BIGA” &
IRHEERATR.
The owner replied that the ‘BIGAB’ trade mark originated from the company name of a business it had
acquired (‘Blidsberg Investment Group BIG AG’) and it was in use since 1991, whereas the owner of ‘BIGA’
trade mark began using its mark in 1996.

"BIGAB" FIHMXAZHIR, iZmimiR T EUIER—2R A ERIEFR( “Blidsberg Investment Group BIG
AG" ) , MI9NFEFHREERA, M “BIGA" FHRXAMI1996FEZAFHAEA “BIGA” #RR.
The ‘BIGA’ trade mark was not registered

“BIGA” FRHiEM /9.
EUIPO Cancellation Division and rejected the application for invalidity and Board of Appeal dismissed the
appeal.

BREEA IR EIEEHS, _ BRERERE] L.
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Misappropriation of the rights of others (T-33/11 BIGAB) - no bad faith

AR (T-33/11, BIGABE) —TES

«  Evenif the owner knew or should have known of the existence of the unregistered ‘BIGA’ trade mark at the
time of filing, the invalidity applicant failed to establish that the owner had been acting in bad faith.

«  BYERIMXAERBRRESE N SHEFA R TN "BIGA” Mitx, TSHEIB AL RANEIXREIRY

«  ‘account may also be taken of the origin of the sign at issue and its use since its creation, and of the
commercial logic underlying the filing of the application for registration of that sign as a EU trade mark’

. A SRR R R LARANE BT, AR S AZE v I i I e

«  Before the filling date the goods have been sold under ‘BIGAB’ trade mark is various EU member
states, thus it is understandable, from a commercial point of view, that the owner wished to extend the
protection of the mark at issue by registering it at EU level

- {EHiEHAD, #A "BIGAB” RHiTAYMMEES MREBERHE. Fit, A GEBIEREET
iy, T AERISEE. XMEEERER LIS,

«  The trade mark was also used after the registration, so it was not established that the sole purpose of the
registration was to block the use of the ‘BIGA trade mark

- ZENMEEREETERRES, AT RSz IE—ERIZES "BIGA” B,
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Bad faith fillings-
Misuse of the EUTM system

e Hie . mAREERINP R



Misuse of the system — ,ever-greening‘ or ,repetitive fillings*
imrpRtRIE . “IKSt" 5k "EEHIE"
«  EUTMs have to be used FX B @@t~ £ E A IUINLUER

«  Aiter 5 years from registration owners may be asked to prove genuine use in context of revocation
proceedings or opposition/invalidity proceedings based on likelihood of confusion/reputed trade marks

- BinIMhTE, EETEEUR/AE R RSN TR, BILARSA AIERARS
TRHYSERRER.

«  Some companies periodically refile their trade marks every 5 years to avoid the proof of use obligation — so-
called ‘ever-greening’, what alludes to the practically infinite grace period which those marks enjoy as a

result
- BYEhHEERREER, LOBRREITERIEENS, WRIFNEER K" | EETEER
=B TR,

«  Such practice may constitute bad faith, if a trade mark is filed for purposes other than those falling within the
functions of a trade mark, in particular the essential function of indicating commercial origin

- WIREEEIRIERERTIIEE (IR T RIBRFIVERTIEE) Z5b, NATEsamEE.

*  However, there may be a commercial logic in filling for updated version of the trade mark or updated list of
goods and services — to be assessed on a case by case basis

- BR, WRHEIHIYEEr AR A IRSS BERRIERhR, FIRe R E—H =D,
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Misuse of the system — T-663/19 MONOPOLY - 21.04.2021

I FARSHTEIRS - T-663/19, MONOPOLYEE, 2021545218

*  Registration of EUTM ‘MONOPOLY’ for g/s in CI 9, 16, 28, 41, reg. in 2011

«  ERBEAT20T1EETRY5E9. 16, 28F1415EmIiRSS, BRim it YRREER R "MONOPOLY”

«  Atthe time offilling the EUTM already owned 3 word marks ‘MONOPOLY’ registered in 1998 (CI 9, 25, 28) , 2009
(Cl41) and 2010 (ClI 16)

. TEENEZBREERIANE, BE=ANCERE "MONOPLY” |, HBIFEAATFF19984 (55925, 25, 28%) |
20094 (58412%) 120104 (5E1628) .

«  Action based on bad faith filed in 2017

o 20174, LUBENHRELTMEISE

«  Cancellation Division rejected the application as it did not find evidence of bad faith on file

« REEQEXERE, FHoRAIRIAERERNIEHE.

»  Boards of Appeal conducted oral proceedings to clarify the issue of particular circumstances underlying the
applicant’s strategy

«  BRFERERESFROGER, IHERSARIRRREER O,

«  Boards of Appeal found bad faith for g/s identical to those covered by the 3 earlier registrations

- RSB AERAIRSS EERERAIRSS, DRERSNEFETE.
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Misuse of the system —T-663/19 MONOPOLY - 21.04.2021

i FRITHIE — T-663/19, MONOPOLYZE, 2021F4H21H

. In assessing bad faith consider: (i) the origin of the contested sign (i) its use since its creation, (i) the commercial logic undertying the
filing (iv) the chronology of events leading up to that filing (§ 38)

© THEEERT, BEIE: (i) BERRER, (i) BEFELRINETIEL, (i) BirEeaahIEEE  (v)
HIERIHI— A E A (8 38)

. repeat filing of a mark is not prohibited and does not constitute bad faith in itself but when coupled with evidence that it was pursued in
order to circumvent the proof of used requirement, then bad faith can be found,;

- EEHEEIAIRITEIERZAL, EASTMIRGES. (B ERs A EERNEFREAERATIHEY, AILUAER

. in this case EUTM proprietor admitted that this was one of the advantages sought after in the repeat filling (8 70, 71)

« EZEY, BEEEMINRIARESHEHEE < —2RERNEREAESK (870,71)

. It was apparent that the applicant intentionally sought to circumvent a proof of use rule, in order to derive an advantage therefrom to
the detriment of the balance of the system resulting from that law

< B, BBASNGIER, BEAUEEERPERIN, SRt EaETEE

. The simple fact that other companies may be using a specific filing strategy does not necessarily make that strategy legal and
acceptable. (§ 94)

- Bt EERE EIESRIBIVREESESE, AN EZRIBRAST AR T EZAREE (894)
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Misuse of the system —T-663/19 MONOPOLY - 21.04.2021

i FRITHIE — T-663/19, MONOPOLYZE, 2021F4H21H

Abuse of law ;&4

« circumvention of the rule relating to proof of use is inconsistent with the objectives
pursued by law

o« LR TIEBFIEFHRY, M= A B KA B

« despite formal observance of the conditions laid down by the EU rules, the purpose of
those rules has not been achieved,

«  REBEHNSER I HET T LIZEET, (GHIRIERIHRSER
* Intention to obtain an advantage from those rules by creating artificially the conditions
laid down for obtaining it (8 72)

- BIARHEESME, SEMNNFRER (872)
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Misuse of the system —no intention to use the trade mark (T-273/19, Target Ventures)
inFARItrHIE—ZC(EARIRGE (T-273/19, Target Venturesse)
Trade mark ‘Target Ventures’ was registered for services in Class 36

F\EG "Target Ventures” /95 RI55363ARSZHIBIR

Invalidity application was filed against it based on bad faith by another company which was using this trade
mark before the filling date

RIS HEZRERZE NS — R A TSR IR EK

It was established that the EUTM owner operated under ‘target partners’ and even though they had the
domain name ‘targetventures.de’it was only used to redirect the public to the active site ‘targetpartners.de’
ZHEA, IZEREEEMIARIZER S "Target Partners” , EEINEFE “targetventures.de” 15, B
(FIBZHBIEAREERZE “targetpartners.de” Rid

The EUTM proprietor admitted that it did not have an intention to use the trade mark, thus the General
Court concluded bad faith

RS RIAS A IRFISE, SE AR TR

‘The intention of obtaining, without even targeting a specific third party, an exclusive right for purposes other
than those falling within the functions of a trade mark [...] may be sufficient for it to be held that the trade mark
applicant was acting in bad faith”

"BEIEIRIIRELIMIBRBREERN, BMEXEERIHTER=5. ... BELUAEZEIRHIBA

RPEEAT "
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Misuse of the system — obtaining a blocking position (T-82/14 LUCEO)

RSt HIE—— "’ (T-82/14, LUCEOZ)

EU trade mark ‘Luceo’ was applied for in 2009 when its owner noticed the application for the trade mark ‘Lucea Led’
HENTFEE "Lucea Lled” FHIFHYGEAMENE, EF2009FHIFRE “Luceo” A AREARSIR

It was used in opposition proceedings against ‘Lucea Led’ even though it was filed later, but it relied on an earlier
priority of an Austrian trade mark

Zla, ZEA (EMYA) F#BUIT “Lucea Led” RYBHBRHFAN, FARRAIE “Luceo” TEEUHRIFIFS—1ESS
BIS, HEERMERRIBNEAI TN

In Germany and Austria the grant of a filing date for trade mark applications does not depend on the payment of the
filing fee

EEERNERIR, EinEEHERRYIREA AR E SN 7 BRi5EE

Thus, a person had developed a scheme consisting of making successive fillings in Germany and Austria within 6-
month periods to preserve the earlier priority date, while watching third parties’ applications for similar EUTMs.
BAHHIETS, 71 BERAESEERMA BN SR ineRs, LURBENTNE, EINRESTE
S =EXI R RS

Most of those applicants had been later cancelled, due lack of payment

e S2ei P2 = e SN L S T
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Misuse of the system — obtaining a blocking position (T-82/14 LUCEO)

imAminBIE— “din”  (T-82/14, LUCEOZE)

»  After the opposition was filed an offer was made to transfer to the applicant the EU trade mark ‘Luceo’
enjoying an earlier priority date.

- IREFRNEEGE, “Luced” BIMNAKRHEL, RBHEEAMNA "Luceo” BEiRiELL “Lucea Led”
FSTHYBRIBA

«  Both EUIPO Cancellation Division and Board of Appeal found bad faith

« BRSO DRERSIPNEFAEER

«  The General Court confirmed bad faith as well and found this filing strategy to be ‘incompatible’ with the
objectives of EUTMR

- BEIRWAEFEER, FAANZEHERIRS (BEEInS6) RS

«  Thisfiling strategy is qualified as an ‘abuse of law’ since, despite formal observance of the conditions laid
down by European Union rules, their purpose was not achieved as there had been no intention to use any
of the marks applied for in Germany and Austria and there was the intention to obtain an artificial advantage
to the detriment of others, a blocking position.

«  ZEHIERRRERE LEBFEREEEMNANSESRF, (BFRSSMBEHNGSERR. FEAHE
(EREEEFIEA RSHENIEE, ERSENZEABFISRANCHRS, B "Gt |, &mHE
REEFTS "R B
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