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Q %gu!»@ gwm PURPOSE AND SUBJECT MATTER OF PROTECTION

WELL-KNOWN MARKS / REPUTED MARKS Bt r5ts/&023 rtm

Different !! A[&]! !

Well-known marks (Art. 6bis Paris Convention).

- registered or unregistered

- protected only against likelihood of confusion (identical or similar goods or services)
fZEstn ( (EERALY) 556bissE)

- Btk RiEMEtR

- (pLLiRERReE (tHEIEEbREmakiRSS)

Reputed marks (Art. 8(5) EUTMR)

- only registered

- protected also against non-similar goods or services.
HzEEstR ( (EREERStRSRHI) SB8(5)F)

- (MR iEAREStR

- PG L R S anakARSSRIIZN



R EUIPO
WHAT IS A WELL-KNOWN MARK ACCORDING TO THE PARIS CONVENTION?

iRiE (B2EAY) |, {AAitEREn?

Article 6his was introduced for the first time in the Paris Convention in 1925;

556bisiFF1925FFIREIN (EERALY) ;

- to prevent the registration and use of atrade mark that constitutes a
reproduction, an imitation or a translation

- of amark already well-known in the country of such registration

- liable to create confusion with the well-known mark,

- even if the well-known mark is not, or not yet, registered in that country.

- BLEE—EFMACERAXNTEZE R RpEmintank £ Fl. B5EEE 5
izt 2Bt S B R ERREa T

- BMEiZNth BB R AR ZE M



EUROPEAN UNION
INTELLECTUAL PROPERTY OFFICE

WIPO Joint Recommendation concerning provisions on the protection of well-known marks

tH FANRF AR T IR SRR P AL ERYEA S ERIN

= Degree of knowledge/recognition of the mark in the relevant sector of the public

= ZAIREEX 2R T EEARIRERE

Duration, extent and geographical area }5gEadE. FEEHIMIEGE

> of use of the mark iZatxAY(EH
» of any promotion of the mark — advertising, presentation, at fairs or exhibitions, of the

goods and/or services to which the mark applies iZEIFHIEE, GIEERXZSEBEBES
X BiZrtrRIEmmek ARSI 5. EEHRR

» of any registrations, and/or any applications for registration, of the mark, to the extent
that they reflect use or recognition of the mark geRIMiZE{RMEREEIAZITEERY(TIGE
AR (XA ERIS

» Record of successful enforcement and whether the mark is recognised as well-known
by competent authorities IZRItREEIISEIERIRNANCR, RNEZAESNXAEZIEE

> Value associated with the mark iZrtrEIHEEINE

https:/lwww.wipo.int/sme/en/ip _business/marks/well known marks.htm



https://www.wipo.int/sme/en/ip_business/marks/well_known_marks.htm

EUROPEAN UNION

PURPOSE AND SUBJECT MATTER OF PROTECTION

WHAT IS A WELL-KNOWN MARK IN THE EUROPEAN UNION?

{EERER, (TARtERHT?

Article 8(2)(c) EUTMR (earlier marks in opposition proceedings)
(EXERRSHRSRAI) 588(2)(c) & (RIGFEFPRIESSIR)

Trade marks which,

- on the date of application for registration of the EU trade mark, or where
appropriate, of the priority claimed in respect of the application for registration
of the EU trade mark,

- are well-known in a Member State, in the sense in which the words ‘well-
known’ are used in Article 6bis of the Paris Convention.

BUE USRI .

ft‘@’(’ﬁﬁﬁﬁf&ﬁﬁﬂz%ﬂ, BLEIE IG5 XTI B T R ie LSk A6
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HRAREISHE (BEL2) F6bissHiaEny &~ 5514,



EUROPEAN UNION

PURPOSE AND SUBJECT MATTER OF PROTECTION

WHAT IS A WELL-KNOWN MARK IN THE EUROPEAN UNION?

{EERER, (TARtERHT?

Article 8(2)(c) EUTMR (earlier marks in opposition proceedings)
(BRERFStRROI) 5B8(2)(c) F (RIIEFFRRITESCRSTT)

Only protected against likelihood of confusion

(RBp 1Lt B RTREIE

- with regard to identical or similar goods or services

ETXTIEIA 2T U fia SH RS



EUROPEAN UNION
INTELLECTUAL PROPERTY OFFICE

PURPOSE AND SUBJECT MATTER OF PROTECTION

FUNCTIONS OF A TRADE MARK FEtRBYINEE

Essential function: identify commercial origin — protection against
likelihood of confusion (Article 8(1)(b) EUTMR)

BAIEE: IRnlmmRiE—PhLLESTIEEE ( (EREBmtrgEGl) 558(1)(b)5F)

Other functions: guarantee the quality of the goods and services, advertising
function, investment function, particular image (such as exclusivity, lifestyle), etc.

Hithithee: RIERmmMRSHEE. S8, 5. BERSR (FIMESRt.
EEMEE) F

= These functions are protected under Article 8(5) EUTMR,
outside the protection offered by likelihood of confusion under Article
8(1)(b) EUTMR.
XLETNREH (EREERSITSEHI) SB8(5)FFIF, 58 (b)(b)FREnI Gt ERIFR
FEEZIb.




EUROPEAN UNION
FFICE

ok~ wbdPE

REQUIREMENTS

Artlcle 8(5) EUTMR. Protecting REPUTED MARKS. Requirements

artaaehl) B8(5)K, RIPFIERIT, FK:

Earlier, valid, registered trade mark {£55. B, Bi1

Reputation FE (MZE)

Link between the signs #RiRZ[BIA9CEX
Risk of injury {5ZEXBE

Absence of due cause FSIEZIEH

HIRSHR




EUROPEAN UNION
INTELLECTUAL PROPERTY OFFICE

REGISTERED TRADE MARK

EARLIER, VALID, REGISTERED TRADE MARK
£55. B, SR

» only registered trade marks (and applications
subject to their registration)

> (REiTMmEiE (RELEHE)

» non-registered well-known marks (Article 6bis
Paris Convention) are not protected under Art. 8(5)

EUTMR: not protected in relation to dissimilar
goods or services

> (ERERIRRAI) FH8()FAMRIFRIEMAIIE FtT
( (BFEALY) FH6bissk) : ARA{EmekiRSSHEX
B, AFHRA
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R EU IPO REPUTATION

WHAT IS REPUTATION ? H4 2 EZE7?

>

Quantitative requirement: degree of knowledge of the earlier mark among

the relevant public, how large is the segment of the relevant public that
knows the mark.

EEEK: ESRIMEEXARPRIHIEELANZIBX AR EE

Qualitative aspects: quality image, prestige, uniqueness, public appeal of
the reputed mark...
EERH: mAER. FE. Mg, N2 ansan......
» These may be significant later on, in order to prove that it has suffered
detriment or that unfair advantage has been taken of it

> ERFIEEETRNEEIRENE A A FF AN EURERREER T




Q %g !N.gpngv . REPUTATION

WHAT TO PROVE ? iEBBHH4?

Nature of use: as a trade mark, for the G&S for which it is registered
(EAER: (FAREMAmERAEmTIIRSSAEIR

Time of use: reputation must be acquired before the date of priority of the
contested mark

{EFEENE: BIESFHEINMATINE Z5/2REHERE

Place of use: the earlier mark must be reputed in the territory where it

Is reqgistered (i.e., earlier Italian mark: must be reputed in Italy. Earlier
EUTM: reputed in the EU —or at least in a substantial part)

[ERithS: ESRRU RS (B, EAEATIRGIR: WAE
SATIHR,; {ECEEmiR: EERBHER, SEEVERRBALRS XIRER)

Extent of use: known to a substantial part of the relevant public. No
minimum percentage. Case by case assessment.

(EREE: WHEXQRIN—KEBSI PRI, FTEARELBIZR, ZZ=iFE.




R BV, REPUTATION

- company profiles, annual reports 2285, FiR
. Affidavits BZEH

. statements from third parties SE=F 08

« market surveys thigi&E

- ranking, recognitions, awards HE®g. FEz. IR
» press articles FhlEE




Q E)g .!NEO REPUTATION

MEANS OF EVIDENCE ilFERs3t

sales turnover, market share §5E&0. ThiB{pPER

* invoices, delivery notes &2, 32t

« advertising expenditure [ &3

- advertising and promotional material [~ &SIE(&E+]

« sponsorship of cultural, sports events, merchandising 344 BiEEN
#h). HEN!

- previous national or EU court decisions piREEkEREEEF 5!
« successful enforcement track record pEIHEINFITHIEF




Q E)g!ueo LINK BETWEEN THE SIGNS
LINK BETWEEN THE SIGNS #RiR Z [ERJ><EA

= In order to find an injury under Article 8(5) EUTMR, the relevant
public must establish a link between the marks (LoC not necessary)
Ztapx (EXERRSIRSNI) SE8(S)FHERNRE, HHXARYIHEIFRZIAEIKER
(RULRERREE A=)
= Alink exists when the later mark calls the earlier trade mark to mind

= {EISFStRS | RRITESCRItRRIERAE, BIMFTEREX




EUROPEAN UNION
INTELLECTUAL PROPERTY OFFICE

LINK BETWEEN THE SIGNS

LINK BETWEEN THE SIGNS #RiR Z [ERJ><EA

Jole oy
v’ similarity of signs #RiRESIEELIE

= |lower level required than for likelihood of confusion: only to the extent that
the contested mark calls the earlier reputed mark to mind

«  [GLREREEIERIZERIT: PFHRRNE EXITESHIRREIRRIEAE

v’ degree of reputation ¥12E

v' overlap of public 2RBIEE
= spillover beyond the relevant public for the G&S of the earlier reputed mark
- EEEHEEYNERARSIER AR CE

v’ proximity of the market sectors thinfTIAYSDRE




EUROPEAN UNION
INTELLECTUAL PROPERTY OFFICE

RISK OF INJURY

THREE FORMS OF INJURY =R=EF

a)

b)

FREE RIDING: unfair advantage taken of the repute or distinctive
character of the earlier reputed mark

falEE: SHESTHARITNE SR EEHIE

DILUTION: detriment to the distinctive character of the earlier
reputed mark

Mt BIREENEBIRNESIHE

TARNISHMENT: detriment to the reputation of the earlier reputed
mark

Hit: BIRESRITRIES




e e RISKOFINIURY

a) Free riding ¥&{@%

- exploitation and ‘free-riding on the coat-fails’of a famous mark,
- oran attemptto trade upon its reputation

- XISt TR, iSRS R

> The nature of the injury IRERIIERR

- Unfair advantage focuses on the benefit to the later mark rather than on the
harm to the earlier mark

- BRE, EREFEEHEITAERT, mdHERIRIRE

- Art. 8(5) prohibits the exploitation of the earlier reputed mark by the
proprietor of the later mark.

- B8(5)FRLLTEEHITFHFIASZMTESN S AR




R:EUIES.. RISKOFINIURY

a)Free riding &84

ROYAL SHAKESPEARE

non-alcoholic and alcoholic drinks, providing of food and drinks

JEBEHIEEIAT, R RaaiAH

theatre productions YEEIEIE

General Court: the EUTM applicant would benefit from the power of attraction, the reputation and

the prestige of the earlier trade mark for its beers and other beverages and services of providing

food and drinks.

HiEixk: ECEirIRE|. FENFESEEREEARISEFIE XA R B RIRSSIAF,

- Exceptional reputation of the earlier mark {EScRtTRIEIEZS

- Certain proximity between the goods and services at issue i HiaamfliRS ZBINSE T

- The relevant UK public would be able to make a link when seeing a beer with the
contested trade mark in a supermarket or in a bar {BREE R TErTeok BIEEZEE s R itn
RUESERY, SFFEEKEX.




RISK OF INJURY

EUROPEAN UNION
INTELLECTUAL PROPERTY OFFICE

b) Dilution (detriment to the distinctive character of the earlier mark)

Q‘O

ikt (ETERTAREIHHE)

Use of the later mark leads to the dispersion of the identity of the earlier mark.
Y E SRR Rtr S IE,

The reputed mark’s ability to identify the goods or services for which it is registeredand used as coming
from the proprietor of that mark is weakened

A IR R B IR R ERA AR SS K B e i | ARIZBERBEHISS

» Relevant public : Average consumers of the goods or services of the earlier reputed mark.

> HERAR: EEAEErEmEiRSHEREEE

» ‘change in the economic behaviour’ or a serious likelihood that such a change will occur in the future.

> BT ARESWEREREZRIR SR 5e

»  Higher standard of proof : it is possible to use logical deductions, not mere suppositions, but must be founded
on an analysis of the probabilities that takes account of the normal practice in the relevant commercial
sector and aII the other cwcumstances of the case.

> T8 e OfEFEEESE, MIERARR, BEEEEX T EME. 1ZEAaEMEE

Bia, B aIseEa R BIIE.



e ————
Q Eg!ueo e To DELETE %Hﬂu“ﬁ RISK OF INJURY

C) Tarnishment (detrimentto therepute) ﬂﬂs (IREFE)

» The nature of the injury RZERIIERE

An association whichis degrading to the image, prestige of the earlier mark.

IRETESCRtR. FREAERE.

> Relevant public X2
Average consumers of the goods or services of the earlier reputed mark.

{EcratrrmeE RS S E .

> The assessment 1 F{&

Use of the contested mark would prompt inappropriate or negative mental associations with the earlier
trade mark, or associations conflicting with the image it has acquired in the market.

SFRATAIERSS SRR ASSAE EIAE, SSTESRIRCEhIAR SIS IEPSEEE.




R:EUIEO.. RISKOFINIURY

c) Tarnishment H{E

EMILIO PUCCI E CUALlo Jiiced
clothes and shoes for women non-perfumed toilet paper
TR b =7/

General Court: use of the sign ‘Emidio Tucci’ in respect of toilet paper is likely to
cause undesired and negative associations with the earlier mark ‘Emilio Pucci’ which
has acquired reputation in the luxury clothing sector.

@Al EMASTE i EmIdio Tuccitim®, XEEERREE TS EANEE
HIFESCRSFREmMIlio Puccim]BES RETE A REE,




R:EUIEO.. RISKOFINIURY

HOW TO PROVE THE RISK OF INJURY #{aiiEBBRERIIE

Evidence of actual infringement SEFRMESAGIEHE?

Contested mark in opposition: Contested mark as used in trade:
SN EREPRESHESIR r Ak EFEPRYSFRSHR

Ry

Loty




EUROPEAN UNION
INTELLECTUAL PROPERTY OFFICE

RISK OF INJURY

HOW TO PROVE THE RISK OF INJURY R[{aiiEBB{5GE X BE
Evidence of actual infringement SCERMENAIETE

GC: it is possible to take into account any evidence intended to facilitate the analysis
of the probabilites as regards the intentions of the proprietor of the trade mark

applied for, and — a fortiori — any evidence relating to the actual commercial use of
the mark applied for.

EEAT . KT ERFIABIESE, AAZ S EHIEE F AR o M, =
AE O] LAZ S B bl A AT A

The evidence produced by Coca-Cola manifestly constitutes relevant evidence for the
purposes of establishing such a risk of free-riding
B] ] R e RA e AL A (E /XS A HEA
(jJudgment of 11 December 2014, T-480/12, ‘Master’, paragraphs 88-90)
(201455128 11H T-480/12 SEEFIRB, "IEX" #B535588-80ER)




R:EVIPO
ABSENCE OF DUE CAUSE I8

» Successful due-cause defence - extremely rare

> iR TR IO N E R

> Examples of possible justifications BTREASITASER, XZE51-
= Aprevious agreement expressly authorised use of the mark

= RSN ZE R F L BRI
= Jongstanding, undisturbed coexistence in the same market

KH, BEATHUtHEE TR

> Burden of proof reversed ZSIF={TEIE
» Due cause to be examined only if the other conditions of Article 8(5) are

otherwise met REHFE8(5)FLEMZHTHES, FERIEHIEH
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