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Punitive damages for IP infringement:
In the new e-commerce context
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Punitive damages for IP infringement in China

2013%8H (@tmiE)  (GHRF=NERMEETEEEEE)
Trademark Law (punitive damages regime for IP infringement was first introduced)
20155% 118 (#Fi%E) Seed Law
2019448 (RFESESE) (BlLRBEhMEETNEREE)
Anti-Unfair Competition Law (introduced punitive damages for trade secret misappropriation)
2020545 EFHRBARAR (T REMAF AL LESRIBERBRENESE
REGEERZRARFITE)
Guidelines on Determining Punitive Damages in IP Disputes, Beijing People’s Court
2020%7R HMMFPRARER (XTFRIAR=ERET R ENHNERL)
Opinions on Punitive Damages Regime in IP Disputes, Zhengzhou People’s Court
2020%10A (EFIE)  Patent Law
202018 (F1EtUE) Copyright Law
2020124 ANFPRARER (XTFMRENRBENUL ERETEBEENESEL)
Guidelines on Punitive Damages in Civil IP Cases, Shenzhen People’s Court
20214E3 R (BB ARAERAT FRABMAMEERA EAE TR EORE)

(REMAFNRBRMEEREILEERBRG)

Judicial Interpretation on Punitive Damages in Civil IP Cases, Supreme People’s Court

Model Cases for Applying Punitive Damages in Civil IP Cases
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Punitive damages for IP infringement in China
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infringement circumstances
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(R ARERATHREEEMAFNESZRMMERETIMHRENRRE) F=FFE5

Article 3 (2), Judicial Interpretation by Supreme People’s Court:
SFTIIER, ARERAILUMISAEHSEEREMRFINATHTER:
The People’s Court can establish a prima facie case of intentional infringement if

(—) WERRSHEFEXRAZAANE. ZERE, (PREELHEEMITARY; The defendant continues infringement despite
being notified or warned by the plaintiff or interested parties;

(D) WERHEHEZEARA. EEARRSHENZTRZANEZEARA. EEA. LFr=EHIAB; The defendant or legal
representative or manager thereof is the legal representative, manager, or actual controller of the plaintiff or interested parties;

(2) WESREFEFNEXRRAZEFES. F5. &1F Fal. £, (B AFEXR, BEMIHREEAIR
TMHY; The defendantis related to the plaintiff or interested parties in the forms of employment, service provision, partnership,
licensing, distribution, agency, and representation, among others, and has accessed the IP in question;

() #WESIREHEFIERREAZBBWSEREE AR SEFHITERER, BEMEIRFREJLRIRNAY; The
defendant is engaged in business dealings or contract negotiations with the plaintiff or interested parties, and has accessed the IP in
question;

(1) #WELIEESR. BEIFMEIRTHEY; The defendant has committed acts of piracy or trademark counterfeiting;

(78) EfeTLUAEAHMERIEAZ. Other circumstances that can be determined as intentional.



(ZEARZGEXTHFEREMAFNREERMFERETERENRRE) ElUK:
Article 4, Judicial Interpretation by Supreme People’s Court:

N FREMRIETTENAE, ARZERMNIAGESEEENFR. RE, EUTHANEERTE. ESEE. R, 5R,
FENATEIFIATRITHEREZ. In determining serious circumstances, the People’s Court shall consider means, number of
violations, duration, geographic scope, scale, and consequences of the infringement, and the conduct of the infringer during the
proceedings.

WEBTIEBEEN, ARBEEITLUAENBTI™E: The following acts of the defendant may be determined as “serious
circumstances”:

(—) EERNETETIEE A FiB R Es, BALMBRESHERMUEIITH; (EEREMN) Committing the same or
similar offense again despite administrative penalties or adjudicated delinquent by the court for prior infringement; (repeat
infringement)

(Z) LMEZEEMRFHRM;  Infringing IP rights as primary business activity;

(=) (s, S EFRERRGIEE; Forging, destroying or concealing evidence of infringement;

(P9) EARETREFTE,; Non-compliance with preservation orders;

(r) EBRGAFIEENFIASIRE K, Making significant gains or causing heavy losses to the rights holder;

(78%) BRYTAHTEEBEERLSE. AHFIZFEE AS#EE,; Endangering national security, public interests, or personal health;

(1) HArILUAERBH™ERIERS. Other circumstances that can be determined as serious.



(B ARERXTHREEEMNAFNRERMERETHBENRE) SAKRE— =5
Article 5 (1) & (2), Judicial Interpretation by Supreme People’s Court:

AR ZGRESTI MR EEENT, Mo aKEBEXERE, IURSSERMRAIEN. WEIE RS EEEE RIRINFXRE
AT E T EREY, ZEHNAERERSIFILEENTITNEGER, FERENER, KEBENE.

The People’s Court shall determine the amount of punitive damages based on the actual losses of the plaintiff, the amount of the
defendant’s illicit gains, or the benefits from the infringement, excluding the reasonable expenses paid by the plaintiff to stop the
infringement, unless the law provides otherwise.

BUFARTFRSEFMRCEEN. HBEATEEEL. RENAHEREIREIELITER, ARERKEZSRZNF T ERZERE
HEERE, AL EAETTEREEETTEEL.

Where it is difficult to quantify the actual losses, illicit gains, or benefits from the infringement as provided in the preceding
paragraph, the People’s Court shall instead determine the base amount of punitive damages by multiplying the licensing fees of
the infringed IP as appropriate.
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How to gather evidence?
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Intentional infringement?
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Serious circumstances?

=55

Base for calculation?




“E” AYEGIE “BH™E" MELE HHEE BRI
Evidence of intentional Evidence of serious Determination of base for
infringement circumstances calculation



Continued infringement after notice

A ETEHINF ABRIE S? ETEHVE SERIMRE
What qualifies as a valid notice or warning? Elements of a valid warning letter:

R, BEfEFaLaFIRR? Infringement - RIEEFREEHIAE Rights held by the

report to e-commerce or livestreaming issuer
platforms? o IBERENARIREITA Infringement

FEEEETE. WERAHEL? Warning in acts of the suspect
the chatbox of livestreaming sessions? + XISHHMRINARIETK Threatened

(FEAE) (RIS ? Negotiation actions against the suspect
letter or C&D (cease and desist) letter?

WUERR AR+ AU + A B lE i

Notarized sample + notarized attorney’s letter + sample notarized 2 months later



- EfTRERTHTERES?

Does the streamer performs live selling sessions as regular routine?

- EREERPERTWESR, 0 PR (L), "#ExR" (COACH) ?

Does the streamer refer to brand names implicitly by creating slight variations?
- NAEBENESEEEWL?

Verbally trick consumers into purchase?

- EEE. BnEFEPRERERNITA?

Intentionally remove infringed logos in livestreaming or product posters?



EEARA TR ST EE AR RIS R, BXLBERSERUUENITH: EEEN—FREIRF. SR
Committing the same or similar offense again despite administrative penalties or adjudicated delinquent
by the court for prior infringement: repeated infringement—the decisions in previous complaints or
enforcement actions still apply

LUEEMIRE AN : EEFEEFEESER Infringing IP rights as primary business activity: the streamer
performs live selling sessions as regular routine

&, BIAEERERSSGHE: MEERBUSIER. MinEMHE. L% Forging, destroying or concealing
evidence of infringement: e.g. copyright registration certificate, trademark registration certificate,
authorized distributor letter

EAETREHE: FEEN, RERTEEMEMIBBIRAIE Non-compliance with preservation orders:
continued infringement; notarize two months after the conservatory order becomes effective
FERRFSRENFIAZIRE X . BEEAIEGE Making significant gains or causing heavy losses to the rights
holder: see Determination of Base for Calculation

BUTHFREREERTE. AHFEHEASEE: WSHE, =anite (EEEEIR. EEIAIE)
Endangering national security, public interests, or personal health: business field, product quality (is the
product compliant with national standards or CCC certified? )



{ﬁ%ﬁslzé‘tﬂ’ﬂ-’ﬁ%%%\ THCEESAGRI mEE. M8 SNFIASHEBESRET

Establish product quantities and prices by the sales volume and the number of
reviews on e-commerce platforms: the rights holder needs to collaborate with e-
commerce platforms

ZFFHEiRSG, BEFFIITHNE R BRI R SHIRH S SERVHNER
HSERYRBERR!

Quantify the reasonable amount of licensing fees and the benefits that come at
the expense of the plaintiff in economics report

WEHBEIA (Wb, 2RSS, ftt=......)

Self-confession by the defendant (e.g. on website, WeChat Official Account, or in
other cases)
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E-commerce Law on malicious complaints

(BFEFSE) XNESRIFAINE

E-commerce Law on malicious complaints

\
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EXE TN G735

Legislation Judicial practice
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(BFm@5SE) BHU+RB=M

Article 42 (3), E-commerce Law

REERENTFERLEBIREN, KEREREHE. TR
KRHTEIRIBA, ENCFEREEEIRKRY, INEAERESE.

Where a false notice causes losses to the platform vendor,
the rights holder shall bear civil liability. Where the false
notice is issued in bad faith and causes losses to the

platform vendor, the compensation liability shall double.



(RRARZRXTHELSBFHSFESMIRAF-NRSEZMHNESER) B1F
Article 6, Guidelines on the Trial of Civil IP Disputes Involving E-commerce Platforms,
Supreme People’ s Court

ABZERAEENARBEEEFASEEN+T —LE =3 E&" , JUEETIIRZE:
The People’s Court may determine “bad faith” as referred to in Article 42 (3) of the E-commerce Law if the
notifying party:

. IR E. THEAINFNIERE; Submitted forged or altered certificates of rights;

. BXEBRESSLLSEEREN. EXEM; Submitted fake appraisal/expert opinions on infringement;
BREINA RS FREALEBE];  Sent out notice where the legal status of the rights is known to be
ambiguous;

. BBRIEBEIEIR(AA K ATEEIEEEIE; Did not withdraw or correct the notice known to be false;

. REREIRBERNS., Submitted false notices repeatedly, etc.



HHHERREARER (2017)#70110K4]1862458 "HHE"
People’s Court of Hangzhou Yuhang (2017) Zhe-0110-Min-Chu No. 18624: the “Bayer case”

ZZ(4E53E Facts

. WEFRT22016F MU SREFEATRESLEANE FRiEaeEs
R EIR AR, R
In 2016, Li Qing (the defendant) registered 2 trademarks that
are highly similar to the prior designs of Bayer (the plaintiff); Marks
registered
. 20165F-20175F, FREFEIMRFURIPFESEXIR by Li
HCoppertone GBI~ GAHEIRIF2490R, HigiF121 SRS
NER, RIFEEINERIK, Mimn o
. From 2016 to 2017, Li Qing filed 249 complaints on Taobao’s - Gl #
IP protection platform against 121 distributors of the Designs in V‘ 4
plaintiff’s sunscreen product Coppertone. 19 of the prior use y
complaints were later withdrawn. by Bayer




B REARZERR (2017)i#i0110K#1186245 “"HER"

People’s Court of Hangzhou Yuhang (2017) Zhe-0110-Min-Chu No. 18624: the “Bayer case”

i=BEAiR Ruling

WELLESIENERIT YRS mAERIFLIER Rz, DUIRAED EEE EminLRERF,
MBI R AT TSRS, TERRYNATH, &R THSHEREN, #HEl T
HIESRFIRE, MAEAS (RAESRFHE) F_FMENFEIRFITA.

The defendant filed complaints against the plaintiff and attempted to profit from trademark squatting in
bad faith despite the prior use by the plaintiff. The acts violated the good faith principle and caused

market disruption. They constituted unfair competition as defined in Article 2 of the Anti-Unfair
Competition Law.



(FEFE55IE) XEERIFEINE!

FHREA ERiERR (2020)203[K4267935 “ANKERZE”
Intermediate People’s Court of Shenzhen (2020) Yue-03-Min-Zhong No. 6793: the “ANKER case”

o), A5CiH

ZZ(4E5L Facts

BAARDERSRBARRR LEkERFRENN | BAE | Z2EE ANKER
“ANKER” FH%R; Superman registered trademarks that ;&E’r}kl?*m Anker
are highly similar to the designs in prior use by Anker in its registered
product packaging; gzperman
. BARET2018F6 AR KEFFS LA LIAEIR —
WARE, BERARNsEGHRLEDE, ex | 2R
HEBPAR AT AR R ADNERARIGR. | o ANKER | ANKER | ANKER
Starting from Jun 2018, Superman filed complaints against Designs in
Anker’s data cables for trademark infringement on major e- prior use
commerce platforms, and continued to report Anker’s by Anker

products on JD during the trial of the case.




(EEFRE5SIE) MEaiFaIRlE——a)iASC

RIBhRARERR (2020)203K£267935 “ANKERE"
Intermediate People’s Court of Shenzhen (2020) Yue-03-Min-Zhong No. 6793: the “ANKER case”

&Rz FIR Ruling

BAXEES N ERIIRS R L RIHERE T 20048k, EFRSIDEREEXRMERANE
XEE, EWEREA. EMal, EAREERBSEARN, EEANEVERETAR, B
HUARESFREERIBERISAEMEEARKIE, T2018FIRERFFELKENRF, IRE
TREABNIGENGE, RREIANEMNAERSRS, FAEIARAD, NP4,

Superman registered 200+ marks across diverse product and service categories with bad
faith, as proven by its failure to demonstrate bona fide intention of use. The trademark
complaint filed on Sep 2018 by Superman on JD disregarded good faith / business ethics
and harmed the legitimate interests of Anker. This court upholds the previous ruling and
finds the defendant liable for acts of unfair competition.
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Are punitive damages applicable in this type of cases?




THANKS

GENZIE

GENLAW FIRM 22 /TESFR

Suite 1001, China World Office 2
1 Jianguomenwai Avenue
Chaoyang District

Beijing 100004
JERHRARXEE MK E LS
ERSF#2kE1001%

www.genlaw.com

27



