Unified Patent Court
Einheitliches Patentgericht
Juridiction unifiée du brevet

No hold-up and no hold-out — Willingness to grant and to
take a FRAND license in SEP infringement cases

AMETAIIT-RVFE. IWEVBETHIERNEGTIR T
52 FRANDIF RIS /EI0)E

Dr. Klaus Grabinski, President of the UPC Court of Appeal
Klaus Grabinskif&E=-, UPC_EVEZfmhs1<

IP Key Symposium, Suzhou, China, 18 September 2023
FEFIR~ YA RIeR, 79, 2023F9H18H

All written and said is my personal view and not a communication of the UPC Court of Appeal.

FrEASHIAPTANR, MUERUPC_EFZERE N,



. No Hold-up — no Hold-out

AMSEFRIT-RENS



e No hold-up and no hold-out /// AMEEFIENF-RES

Juridiction unifiée du brevet

o

No Hold-up /l| AEEFIENF \
= SEP owner must be willing to grant a license without /// tENEEL
MNABBRFIFIENERE,
. ;n‘z%usmg a market domlnant p05|t|on or /Il iEFAThiH3ZEcib i,

» discriminating the SEP implementer compared to other

licensees. /I St HELEEFISCHEA FIE o] A X BN,

= |f the SEP holder is not willing to grant a license under these
conditions injunctive relief is not available even if the patent is valid
and has been infringed by the SEP implementer. /// {1RtMENEE
MRNRBHRE LAFHEZFIFAIRER, BMEEENEFHECEA

\ @I0, BFERSREI SR, /
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= No Hold-out //| REEFIRENIF
= The SEP implementer must be willing to take a license. /// #x
ENELRL AMRE B ZSZIFI R,
= No delaying tactics — no free ride. //| AA{SREHEIELE AR —
SBEERE,

» |f the SEP implementer is not willing to take a license
injunctive relief is available for the SEP holder. /// {05RREM

\ BEHMLARERZITAIRIER, 1‘%7&%%?%']1‘2]&3]%%‘/

1S5S SHU3T.
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Il.  Willingness to grant or take a FRAND
license

R FEIEZFRANDIFRIE]E
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/ » The Court of Justice of the European Union (CJEU) in its leading decision of 1A
July 2015 — C-170/13 — Huawei/ZTE laid down a negotiation process to find out
whether /// BRERiABFEE 201557 16 HRYEEFIRF (C-170/13, LI+

x) HETRFER, LIEH

= the patent proprietor is willing to grant a FRAND license /// EFINABEIET
FRANDi¥E]
= as required by his undertaking in front of the SSO /// LUBFEFINRAEFR
IEHIEARELRIEE
= the implementer is willing to take a FRAND license /// SLiE AR ES
FRANDFA]

= as required when relying on the patent proprietors FRAND undertaking

as a defense. /Il BEFIABIFRANDFEIB(ETAHRER, FELULF

\ M.
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/ 1) The SEP holder must alert /// t{FEVEEFINABALZRES

= Prior to bringing an action for an injunction the SEP proprietor has to alert
the alleged infringer of the infringement complained by /// fE&FCEEFISIFIA
Za1, RENHEEFIRARHETIT AR SHRENARHES.
= designation of the SEP and /// {TEVEEFIRIZFR, UK
= specifying the infringement. /// BBEfB{EITA.

=  Which embodiments allegedly infringe the SEP /// BFLESChHEFI i3k

IEVNBEEFIZN
= Which acts are alleged to be SEP infringing. /// BT /o5 3t
BERB,

= May be done by claim charts but this is not mandatory (German
Federal Supreme Court [FSC], 5 Mai 2020 — KZR 36/17, para

85 — FRAND defence I). /// RJLUBISIES EHIEREKHK, B
EEFE (EEEH&E AR, 2020F585H; KZR 36/17, 55
85E%; FRAND#HUHE: [—]1 ) .
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/2) SEP implementer must express willingness /// ﬁ)ﬁ%\%gﬂiﬁﬁk\

WRIBERE
= In his response to the patent owner’s alert the implementer must express his
willingness /// EEEATERINEFMNARNESH, VIR NISIHNER

= to take a FRAND license on whatever terms are in fact FRAND
(FSC, para 83 — FRAND defence |). /// {R#E5ESE_ LAYFRANDSEFNIES
FRANDFH] (ZEIEAFHRmEZERR, 5583ER-FRAND##E [—] ) .
= |tis not sufficient if the implementer merely shows willingness only /// SChEA
(XEZREBXS TSR EEAREHY:
= to consider concluding a license agreement or /// {X[EEXZEiIT1F 0]
HYINEAE R, k&

= to enter into negotiations as to whether and under what conditions

an agreement would be possible. /// (NEERESUREMHEETS
K AT REA R T R, /
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ﬂndications that the implementer is not interested in taking a \
FRAND license: //l S A TS iZS FRANDIFISEITSE:

Implementer ... /// SCREA.......

« waits too long with a response to the patent holder’s infringement
notification (in FRAND defense | more than 1 year) /// BINEZFIAE
NESHSFSHEER ((EFRANDHE [—] R, Ed14F)

« does not clearly and unambiguously declare that he is willing to take a
FRAND license /// REFFFTIR RS FRANDIF O HER
- uses delaying tactics /// KEUEIEELA

« files a request for an anti-suit-injunction before a court of another
jurisdiction (Munich District Court, 25 February 2021 — 7 O 1427/20). /I/

K HEMEE RN RS (EREMyAR:, 2021828258; 70

1427/20) ,

10
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/3) SEP holder must make a specific offer /// ?,T:}ELIZ\E'E\
FIR AR R ELY
= gspecific written offer for a licence under FRAND terms, in

particular /// EFFRANDEZFHIEMRPEEL], #HA:
= the amount of royalty and /// iFa]2s, LK

= the way it is to be calculated (CJEU, para 63 — Huawei/ZTE)
IR ET R (REEAR:, S563RR; HEiRrhiNas

VAT
= The offer should have the format of a contract with all terms that

are usually part of a license contract in the particular sector. ///

\\¥ EANFERINAER, FE S TUAF TR s

ZIST/N\ o
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/The offer ... Il BLY...... \

= should cover all commercial activities of the implementer (Dusseldorf District Court, 11 July 2018

—4c¢ O 72/17), /Il NFEESERE ARIFRE@lIER) (FE/RSXMTTERE, 2018578118, 4cO
72/17) ;

= should not be discriminating or, if so, should have a justification for treating licensee differently
(FSC, para 101 et seq. — Sisvel/Haier), //| AEXBIXIFFHRIFIA, BIESIBHARRI (FEEEX
HE&EiEb, $101BRE T, SisveliFiB/RE) ;
= should not require the implementer to cross-license Non-SEPs, /// AABEKSLhE AR X Fr]EFR
HEVEEF;
=  may encompass a patent portfolio, /// BILABIFEEFIES
» provided sufficient information on the patents belonging to the portfolio is made available
(FSC, para 98 — FRAND defence |; 24 November 2020 — KZR 35/17, para 97 — FRAND
defence Il) /// BIIREXNEFESTHNENRERSES (BEEF &S EM, 98-
\ FRAND##E [—] ; 20205E11824H; KZR 35/17, 597E%; FRANDH#E [Z] )
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/ The offer ... /Il EB4]...... \

= may be a Pool license /// BJLAZEFitFa]
= if implementer also uses the other patents of the pool (Dusseldorf Higher
Regional Court, 12 May 2022 — |-2 U 13/21 — Signalsynthese Il) /// $NER3ChEA

AMER T EFBPNEMER (HERSRERMG AR, 2022858128 ; 1-2
U 13/21; Signalsynthese Il )

= may not be a Pool license /// tBRJLAAEEFitFaR]

= jf a significant number of patents of the pool are not standard essential and not
used by the implementer. // IR EF P EEIHENEFARINELEETF
. TESEEAFRER.

= may be a Global pool license /// JLAREEKEFitHiFa]

= if the implementer uses the standard globally. /// {0RLEEAEEBSEEIRXTFR
EHITEENE.
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/ 4) SEP implementer must respond /// ﬁ;&%ggﬂgmmg\
FWEL IR

= diligently and in good faith /// IB{EEIEnR(S RN
= accept offer or submit counter-offer /// IESELIEH REL

= within due term (“no delaying tactics”). /// fTEE&ZHAEA (“A
SREVHEIEERAR ) .
= |ike the offer of the SEP holder also the counter-offer of the SEP

implementer should have the format of contract with all terms that are
usually part of license contract in the particular sector. /// [Ef£, =Cjib

k ARNRZABMNERMVEIN, Az Y BIFrE ERE.
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Indications that the implementer is not interested in taking a
FRAND license: /// SEjE A oSS FRANDVF R AT E

= |Implementer categorically rejects an obviously appropriate
licensing model, e.g. a pool license (Dusseldorf Higher
Regional Court, 12 May 2022 — I-2 U 13/21 — Signalsynthese
). /1 L ABPAEBA R SIEERNFARTIN, FIRIEFRIEIFA] (
MERZSKEFMH AP, 202285812H; 1-2 U 13/21;

K Signalsynthese Il) , /
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/5) If the counter-offer is rejected the SEP implementer must \
render account and prowde ay}? grlate securltz III A REL
JHh B8 -_—LﬁElﬁé

IR, IREREEFISCHEA B IRERPERHEHR

= Rendering account on /// IEEWREE

= the number of the past acts of use of the SEP /// 131 SCRRSCHER L
BEFIAIRE

= all information that is necessary to calculate damages or royalties ///
ITHRIR L*1*:SZL¢F_JEFEHEE’JQZ“BGM
= Providing security /// {2{1iB{R}
= on the basis of the number of the past acts of use of the SEP /// LIz
LR ERTNEV ETFIRNRE TR
= appropriate amount /// I&XEEN

= by bank guarantee or placing the amounts necessary on deposit ///
BR1TIRER, SEATR S ARITIKA
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= A SEP implementer who does not render account or does
not provide security may be considered to be unwilling to

take a license. //| A EEM PSRk A IRHIBIRAYSCHEA BT 5E
BN T EESITEVESTNITA,

\_ /
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6) If no agreement can be reached, parties may, by
common agreement, request that the amount of royalty
be determined by an independent third party /Il 37
EERINES, AL EERB B =S REIF 2
» Parties that choose to request for such a settlement may be

considered to be willing to grant or take a FRAND license. /// &
H DA S =SB ATRNAEEE T EEEZFRANDIFA]

k HNEE. J
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7) Parties have to be willing to grant or take a FRAND license durin the\
whole negotiation process /// fEXFI2iTIER, HFEAIUREBRFHE

ZFRANDVFRIRIEIE.
= The willingness of the patent proprietor and the implementer to license should

not be limited to /// EFIRAFISLHE AR BEAN{XRT:
= aone-off expression of interest in licensing or /Il 3Rl EAI—IRIE
F&; oK
= the submission of one offer and one counter-offer. /// {2H—{ELY.

Rt—inRELN.

= Rather, both parties are required to contribute to an ongoing negotiation of an
appropriate balance of the conflicting interests in the final license agreement
on FRAND terms (FSC, 24 November 2020 — KZR 35/17 — FRAND defense II).
11 WFF358 M SRAGHATHRIKF, EETFRANDFEFRAIRZIFAIYE, X
k AT EIEHAENS. (BERFBES AR, 20208115240; KZR 35/1 7/

FRAND#E [Z] )
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Thank you for your attention.

RIS T
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