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RECAP 214

Bad Faith (Article 59(1)(b) EUTMR) is an
absolute ground for invalidity of a EUTM:

« It can only be raised post registration

* By a third party (it is not examined ex-
officio)

This remedy of Bad Faith does not cover
situations such as:

« Unfair advantage taken from a reputed
mark (Articles 8 (5) and 60(1)(a) EUTMR)

« Unauthorised fillings by agents of the owner
(Articles 8(3) and 60(1)(b) EUTMR)

- Which are separate relative grounds that
may be invoked pre or post registration
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ASSESSMENT: OBJECTIVE - SUBJECTIVE ? iF{f}: Z—Fn?

« The EUTM applicant’s subjective intention should be determined by
reference to the objective circumstances of the case — very fact based ?

B SR AR e B ARV EN B BN R IR E M Bt TAIf——E T 5L

« Overall assessment of the relevant factors and factual circumstances
of each case has to be performed
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FACTORS LIKELY TO INDICATE THE EXISTENCE OF BAD FAITH ageRIBFEESHIESR

Contractual acknowledgement of pre-
existing right in the contested sign

Preventing the marketing or sales of
competing products

Attempt to obtain the right to market
goods under an identical trade mark

Intention to free-ride on a person’s
reputation

Power of representation

No intention to use; Abusive filing
strategy; Repeat filings of a mark
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FACTORS (UN)LIKELY TO INDICATE THE EXISTENCE OF BAD FAITH RW¢/FRIFEFEEENES

Existence of cooperation,
correspondence or a distribution
agreement, contractual relations
(concealed act)

Business  relationship  with an
intermediary who knew of the
existence of the mark

‘First-to-file’ principle
Commercial logic of expansion

Knowledge of the previously reputed
former mark, lost of right to the
former renowned mark

Revival and reuse of a previously
renowned former mark

Infringement proceedings

FEGIERR. BEER. oHEMY / GRKER (
fef T/ )

SHBEFCRRIRE AR TSR

“SeERIE RN
AVSS3hkE
FMIFBTESCARRER | TR TE SRR AR

EFTERT AR R

BT



EEEEEEEEEEEEEEEEEEEEEEEEEE

OUTCOME HELE

BAD FAITH - trade mark invalid ex tunc BAD FAITH
FEEE—ESRREY

NO BAD FAITH - trade mark remains registered
AFETE—RABN

PARTIAL INVALIDITY?
B93> 7o ?
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CHALLENGES &

Chronology of events vs commercial logic vs (dis)honest intentions

E4ETEZR vs EZiE vs () EELEE

At the time of filling of the challenge application

LIRHE SR AR AT A

PITFALLS BeapH

Contradictory reasoning 15/02/2023, T - 684/21, Mostostal, EU:T:2023:68 (§§ 30,
31,32,36)
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RECOMMENDATIONS i)

FACTS vs REASONING or FACTS = REASONING

3L vs. HEE 1 3L = #HE
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QUALITY MEASURES [HF=io%

GRAND BOARD EiFEL2Pih

R 1499/2016-G LA IRLANDESA 1943 (fig.) Upheld by the GC T-306/20 R
1499/2016-G IRELAND 1943

R 2445/2017-G Sandra Pabst R 2445/2017-G

R 368/2016-G INMOBILIARIA PORTIXOL (fig.) R 368/2016-G PORTIXOL
REAL ESTATE




T- 306/20, 29/6/2022 LA IRLANDESA T- 306/20, 6/29/2022

La Irlandesa

Bad faith is connected to the EUTM
proprietor’'s subjective motivation, like
dishonest intention or deceitful motive,
determined by reference to objective

circumstances (§ 55-58)

EUTM proprietor’'s intention was to
continue the association with Ireland and
benefit from the previous business
relationship so to take undue advantage of
the good image of Irish products (§ 70-72)

This is likely to distort the economic
behavior of relevant consumers so the
contested mark was filed in bad faith (§ 73-
74)

EAFEEE, S3EAEUEIRER.
fgn, NSEEWER, FrEaFEER
ESEEEEERIRIESI (8 55-58)

SEANSE, RREFRIFHBIREE
IR=RIKER, AIFAEFEISKE,
ZME/R=r"mHIIRIFHZSR (8§ 70-72)

RAJ Rt ERI B ZRE R 5T1T Y,
WREIRREE M (873-74)



EEEEEEEEEEEEEEEEEEEEEEEEEE

MEASURES #gits

ORAL PROCEEDINGS WP

21/04/2021, T - 663/19, Monopoly, EU:T:2021:211, repeat filings
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QUALITY MEASURES [&SiEx%

IMPORTANT DECISIONS EERTE

« 01/02/2023, R 904/2022 4, JUVEDERM No bad faith — Commercial logic — Cancellation
applicant acting in bad faith — Decision confirmed — Application for invalidity rejected
— pending before the Court

01/02/2023, R 904/2022 4, JUVEDERM BUH] A 3953 B e it —r Wb a2 4k ir—
TREEBERFEEE—FBEE R\ —REEME S ER—FMERFHE

« 20/01/2022, R 223/2021-2, baoli BEACH (fig.) Alleged filing in bad faith in view of lack
of intention to the mark and refiling of the mark to circumvent the proof of use

20/01/2022, R 223/2021-2, baoli BEACH (H) : WiHEZEIEM—U=EA\G:
ZRAME R, B IR B R X R b 5 P R B A B SR
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https://euipo.europa.eu/eSearchCLW/#basic/*///number/R0904%2F2022-4
https://euipo.europa.eu/eSearchCLW/#basic/*///number/R0904%2F2022-4
https://euipo.europa.eu/eSearchCLW/#basic/*///number/R0904%2F2022-4
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ADR — MEDIATION

v VvV VvV VvV V V

Complementary to decision taking path
Voluntary

Confidential

Flexible

Time-efficient

Services provided on-line and in person

£305
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GOOD CANDIDATE EB TF515R

- A tailor-made approach o TEHMLERRIE
* Due to the emotional and personal . BREENMNAFTHERE, MNs\GE
aspects of the dispute, family- SR, FERSA S

owned businesses or previous
business partners

 Flexible and beneficial « PAEHIRERE. BolIBRLE
solutions for all parties
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EUROPEAN UNION

WWW.euipo.europa.eu

.
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