®[PKey cHINA

HERF A, MREIEIHT. SrtE KSE/FAR www.ipkey.eu

Well-known Trademarks Protection

It St R I

Paul RANJARD EE{RE

IPR Working Group, European Union Chamber of
Commerce in China

PERREFSANR N T{FH

LI a*
Funded by the European Union * * R E:H !E -
SRRBR B E A Phooeary ormce

Directed by the European Commission, IP Key is implemented by the European Union Intellectual Property Office (EUIPO). IP Key B S Z M<245S » BCAAINFAUE (EUIPO) S5 -




®[PKey cHINA

HERF A, MREIEIHT. SrtE KSE/FAR www.ipkey.eu

e by he Eapen s « :‘p R EVIPO
ZRKEE HEE) e Poopeary ormc

IZN2IES - BEHAIRMAUE (EUIPO) L5 -

Directed by the European Commission, IP Key is implemented by the European Union Intellectual Property Office (EUIPO). IP Key R



®[PKey cHINA

HERF A, MREIEIHT. SrtE KSE/FAR www.ipkey.eu

e by he Eapen s « :‘P R EVIPO
SZRKEE B -

Directed by the European Commission, IP Key is implemented by the European Union Intellectual Property Office (EUIPO). IP Key B S Z M<245S » BCAAINFAUE (EUIPO) S5 -




®[PKey cHINA

FER/AY, RREiEH. SitE K5 EFiAR www.ipkey.eu

Protection of consumers Protection of consumers {RiF5#&
(RIFEHERSE Confusion E6a;RiE
against (wider circle) (Ekﬂ’ﬂ) -~
. A N=p Protection of Trademark owner {£ 7
Confusion AR DA

Association EBBEIAR
Blurring R385 &M
Tarnishment IZIRMEIZEE
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Risk of confusion for unreqistered well-known trademarks Z;F5th43

[ an: s =1

o Article 13.2 TML (@StFix) 581355582

Where a trademark applied for registration in respect of identical or similar goods is a
duplication, imitation or translation of other person’s well-known trademark, which has
not been registered in China and the applied trademark is likely to cause confusion, it
shall not be allowed for registration and shall be forbidden from practical use. 5.4 & 2%
RN R A R B AT R A B B B A\ R P EE A e B BT
2o REBOREN, TTEMAELEA.,
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« SPC Interpretation on administrative trademark disputes (2017)
m=bA T RERMEINES IEREGE T aAIAE (2017]
(Art 12): flexibility (58512%%) : RiEE

1. The extent of similarity of the trademarks; T ¥ #r & BT UL &

2. Qve e)n(tent of similarity of the goods on which the trademarks are designated to be used;® & H
S

3
b

3. The extent of distinctiveness and reputation of the trademark that requests protection;i& 3K {& 3

BNy D M A s L AR
4. The degree of attention of the relevant public; and 8 % /AN NEIEEREZ; DR
5. Other pertinent factors. H A X H %,
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- Risk of association for registered trademarks ;AU BX R XIBE

o Article 13.3 TML (FiFiL) $13553%K

o Where a trademark applied for registration in respect of different goods is a duplication, imitation or
translation of other person’s well-known trademark which has been registered in China and the
applied trademark is likely to mislead the public and harm the interests of the registrant of the well-
known trademark, it shall not be allowed for registration and shall be forbidden from practical use.
MAEER &R FEMAETEEST . BHREMFCACEETEEMNREEHT, RELK, &
FiZE BATEMA WA X B MER, T T EMFELEEA.

o "Mislead..." is ... misleading and implies a certain degree of confusion... "IRE" “FBH
=5, AR FE—EEENES.....
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TRIPS 163 (SRSEXMHIRFIRNE) 8165835

Article 6bis of the Paris Convention (1967) shall apply, mutatis mutandis, to goods or services
which are not similar to those in respect of which a trademark is registered, provided that use
of that trademark in relation to those goods or services would indicate a connection between
those goods or services and the owner of the registered trademark and provided that the
interests of the owner of the registered trademark are likely to be damaged by such use.

(BREAZ) (1967) FAREZ 4T LELEGRENER T 5 T B A7 e 59 3R %
TR S SR 5, REAZ B AT AR AN e M SR S B R T ] R A R B R RS
P B AT TR A Z B AR, B 3k R AR 1% v AT B AT R AONEIAEE -

"indicate a connection” ... not the same as ....."mislead" “TFEBAR" 59RS" R~ E
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« SPC Interpretation 2009 on civil disputes involving wellknown trademarks (Article 9.2)
mabA T RESREENMRPNESULEHNAERETUEERE (5
(2009]) 35, SE94KFE2RK)

« About Article 13.3 TML XxF {EtnE) F135K5FE258

+ The terms “mislead the public and cause harm to the interests of the registrant of the well-known trademark”
mentioned in the second paragraph of Article 13 of the Trademark Law refer to an infringing trademark, which may
cause the relevant public to believe that it has a considerable degree of association with an existing well-known
trademark in such a way as to blurr the distinctiveness of the well-known trademark or tarnish its market reputation,
or which improperly takes advantage of the well-known trademark’s market reputation.

FEVUEAR % AN A O B AR 5 B2 7 A R AR SR R, TR 5 A e R 2 AT W A
S NESRRAY 2 BT E AN, BTERARE T 248 —FZA W “RBAN, REZWLFATEMNANA H

AREZEBE" .
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« SPC Interpretation 2017 (Art 13)
RR AT HIEEMENIRIITHR RS T REME (2017) , $135%

1. The distinctiveness and extent of reputation of the Cited trademark; B3| LB B ER T L B E .

Whether the trademarks are sufficiently similar; BATAT % 2 & 43T

The goods on which the trademarks are designated to be used; 45 & £ JH i1 B & 15 1. ;

AN LD

The extent of overlapping of the relevant public and the degree of attention thereof; #1 % N I EARE K&
BE;
5. Signs similar to the Cited trademark that are legitimately used by other market entities or other pertinent factors.

55 B AR ST B AT S AT R AR R BB S AR &
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Draft amendment (f§trix) (ZiJES

« Article 13 of the TML is split in two: &5 13—k

« Article 10 combines 13.1 and 14 TML F£10%&4E4 ((FiE) S138K51
RFNZE145%

« Article 18 corresponds to 13.2 and 13.3 TML plus a new paragraph 5818
FXN (FEtmE) SB135KHE 2. FB3FK, FFE—R
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Draft Article 10 (FStFi%) 21TESEHE 105

¢ 10.1 = 13.1TLM (no change) S810%E1 = (BtnE) F135B1F (o)
« 10.2: case by case confirmation 58105%5823%: NE=MEIA

+ 10.3: scope of protection proportional to distinctiveness and reputation 5510555535k R BFRAYER
FSEEFNEE N B S H B EREANRZ EEEN
« 10.4: status of WKTM is a fact to be confirmed or handling a case F105545K: BHiIRMR B AL
... [F IR R iR R A BRI SLH THIA.
« 10.5: same criteria of recognition 5510555558 : HEARSIRR B RINEEARLT
+  Degree of recognition by relevant public HXZARINZEIRFIBFEE
«  Duration, method, geographical scope of use FEFNMERRVIFEEATE. ARFESEE
- Publicity (duration, extent, geographical scope) FTRAMEMIEETIERVIFLERTE. REMMIETE
+  Number of registrations (at home and abroad) E~EERFIESMNIEEREMER
*  Record of protection as a WKTM EIRZ{RIFHVICR, TTERIFAMBEIRZRIFIIICS
+  Value of the trademark (needs more explanation) FE{RHVNE (BEH—THEER)

= *‘P R EUIPO
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Draft Article 18 (FtFi%) 121JESEH 185

18.1 > 13.2TLM (no change) 1855135 — (BIRE) H138H2AX (FLH)
18.2 - 13.3 TLM (three words deleted) 5E185%52Fk — (BiI™mE) F135KFE3F (HE=4L)

* Ifa trademark, for which an application for registration is made, or which is used, for dissimilar commodities, is
a reproduction, imitation or translation of a well-known trademark registeredin-Ching, which is misleading the
public and may cause harm to the interests of the holder of the well-known trademark, it shall not be used and

shall not be registered. TEAMRME & EEF . FEEMAB AL LG, F 07 5F B EHAEE
%@i—jﬁé@%%%ﬁﬁ, AN, BEZM A BT AN R IE N, AT
A
 The "cross category" protection (= dissimilar goods) is extended to all well-known

trademarks, registered or unregistered. "EEX" (RIF (— FMEXLUER) ¥ EEFREEEM
)% SER OB LT

« However, the misleading word "misleading” is still in place %X, BBIESHH “iR8" —
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Draft Article 18.3 (FtT%) (EiTERE 185835

« If a trademark, for which an application for registration is made, or which is used, is a reproduction,
imitation or translation of a trademark which is well-known to the general public, which is sufficient
to make the relevant public believe that the said trademark and the well-known trademark are
related to a certain extent, thereby weakening the distinctiveness of the well-known trademark,
or tarnishing its market reputation, or taking undue advantage of the market reputation of the
well-known trademark, the applied trademark shall not be used and shall not be registered.

ER. FIHEMABTRERS . BHREBFRAN KARFR_AE 1A BT, BUEHERAAA
AZEREZRET R AAHLBENRR, MRBENEF TN EFRE. BRI L BT EE,
B F A IE YA R A BATEY T 7 R, AR T UE M.
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Draft Article 18.3 (FtT%) (EiTERE 185835

This new article corresponds to the SPC interpretation of 2009 (article 9.2). ANEXIN Exim b
2009 B)iLRRFEAVSE 95K 27K,

« Applies to registered and unregistered trademarks EFRTEMFIREMEIR
- Applies to identical /similar goods. &RFtHE/ZE{EE
CONCLUSION: ££ig:

« Article 18.2 should be deleted (contradiction with 18.3) S5185Z582F M iMIER (5581857583
MFIE)
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Which public? BMNAR?

« SPC 2009: interpretation of Article 13.3 TML - "relevant public" BRi=R2009FEXIEE
1A 135RB3FMRIREMRRE — "BXaR”

 Draft Article 10: definition of a well-known trademark => "A trademark well-known to the relevant
public"..."the degree of recognition of the trademark by the relevant public" {ftri%) BITEEE10
F: WEBIENENY — "NEXARFIERFINER" ... "R AN Z SRR RN E

- Draft Article 18.3: "well-known to the general public "..." make the relevant public believe that ...«

(FtRE) BITEREI18REIM: A KQRFARA" ...... RELi=E /NN B

«x ‘P R EVIPO
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Which public? IPM2R?

« "General public" “J KA
«  Too high tRERS
«  Contradicts Article 10 (Draft) with defines the well-known trademarks (relevant public) 5 (@Etm%) (&
EZF 10X EZEIRIREETE (BXAR)

www.ipkey.eu

» European Court of Justice — Intel vs. CPM United Kingdom - 27/11/2008
RUMER: HFRIFCPMEEE — 2008FE11827H

+ If the harm caused is dilution, or tarnishment, - relevant public consumers of the goods designated by the
plaintiff's trademark WISRIERHHIRE REITRCEIZIR - BXAREREEIMNEEBRAVEXEERE

\

+ If the harm is taking undue advantage of the reputation - relevant public is consumers of the goods
designated by the defendant's trademark {IRIEFAMREEREHFIABIRHIAES — BXORESH ST

IEEBRIEXHEEE

- : * -
o ST
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About damages KFIREME(E

« All the articles on well-known trademarks end up with: XF R BIRAIEAIEE
AR

" [the trademark] ..... shall not be registered and its use shall be prohibited".

* [EtR] . BRLEEERFATIE" .

« Therefore - refusal or invalidation + injunction to stop using Eltt — XEIFRBFISE ST

+ =< (FRLEER)

« But, how about damages ? Compensation for the prejudice caused by infringement?

BR, FENENIIREREITLE?

«x ‘P R EVIPO
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Damages IREEE

Article 57 TML - Article 72 Draft : definition of infringement (fFirL) 575 — (@BtFE) BT
BERET2HR: BHHEX

Identical sign on identical goods {ERE—M M LEASEFMEMERRER
Similar sign on identical goods #EE—F A _E{FERA S EMEIRIUBIER
Identical or similar sign on similar goods = risk of confusion £ R EFERSEFMEIFERRE I LAIEITR

— B SERER

For reqgistered trademarks X EtE

« No provision concerning the infringement of well-known trademarks (either unregistered or registered

but used on dissimilar goods). [ REXTHRICHZEIREAN (EAEEIURE R LERREMEE £
ShEmRtR) BISER

« It should be added in the law that violation of WKTM is an act of infringement B{E (FtRi%) (2
TERPHFE: EXEREERERETRICEMEIRE BN

nnnnn by the rnpean Union * *‘ D E—H !Eo
SRAE N *
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Damages REMEE
- Registered well-known trademarks: ¥t EtR:

« SPC Interpretation (civil cases) 2002 - Article 1.2 Fe5 kbt X THIEHITREMLDE
HERAEE TR (2002) , SE15KHE25K

« Using a sign identical or similar to a registered well-known trademark is an "act causing

other harm to a registered trademark" {5t EZ BimBEREEZ IS, BT
S A TIE T NS ERERITTR”

« Therefore, qualified as an act of infringement E|t,, 1R ERITH

«x ‘P R EVIPO
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Damages IREME{E
«  Unregistered well-known trademarks: FiEM5t43 %R :

»  France: Article L713-5 of IP Code : Not infringement, but civil liability &AL EE551713-5%%: JEEN

17h, RRSERE

*  Beijing IP Court — Xinhua Dictionary (The Commercal Press vs. Sinolingua) 28/12/17
JCFRNRF A —Hiter il (BSEDBIDRGEHRIL) , 20175125288

«  "Xinhua Dictionary" - unregistered well-known trademark “#rig==#" — KiEMIMZEIR
. Unfair competition : the product is famous / the decoration is peculiar >"source indentifier"

AEERES: NE28Em/ HEeaEEHE — "BkEIRsWER"
«  Therefore, injunction to stop using At ZE1F{EF

LI * x
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Damages REMEE

vs.
Sl —

« Damages ... Tort Liability Law: IR=EE(=.... BNHR(EX:

«  When civil rights are violated, the violator should compensate the damage caused RHENFI=
ERERY, BNANIEIEEFTIERATRE

« Trademark rights are civil rights FEtFHERSNF

« The Tort Liability law does not distinguish between registered and unregistered trademarks
ENREEAX o EMrErrIR E MR

«  Therefore, damages are due, and even in this case, punitive damages E|,, ENAMNZHIE
REBE (EEZEETNHERERE) =T

« The case was selected as SPC’s Top 10 IPR Cases in 2017 NiGERBk2017F+XEiR~8E=4

LA x
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The punitive damages ... #EFJIHEREE......

. muEa Vs, E
= ikl

« lllegal profit was calculated : RMB 2,293,017 RitHE, EXFT1892,293,0177T

« The court decided to impose punitive damages : x 1.5 = 3,439,600 RMB jEBeIAEERETT (=
(1.5f8) , BN3,439,6007T

« However, the claim was 3 million AT, HFEREZREEEE/H30057T
+ So, the court awarded 3 million ... ;EBFIFRE5F300 /5 TTE(=. ...

A matter to be discussed... (punitive damages are a Common Law concept which needs to be adapted)
BEFdie...... (ETIMEEEEEENS, FEHTER(EXR)

m r i Union *'*‘P R E—H!Eo
SacEE »* S—

Funded by the Europea

Directed by the European Commission, IP Key is implemented by the European Union Intellectual Property Office (EUIPO). IP Key B S Z M<245S » BCAAINFAUE (EUIPO) S5 -



®[PKey cHINA

FER/AY, RREiEH. SitE K5 EFiAR www.ipkey.eu

About the use of trademarks XFiStRBI{EH

« The Declaration of intent to use, a US concept (FFHERAEH (EE;EFEES

« The EU solution: link protection and use K882 S{RIFFIFEFEHEELER

- Ifatrademark is registered for more than 5 years, 1R R AT EREII S,

« The defendant (opposition, invalidation, civil action) may request evidence of use

WS (EREREN. BRESTH. BREFAERT) JLAERRMERILE

«x ‘P R EVIPO
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Defensive trademarks PH{HITrS4n

The need for defensive trademarks is proportional
to the difficulty to obtain the recognition of the
well-known status, on a case by case basis.

ERBOEME A RH BN STANE S A RA IR
IR, RIEEGHNEERE.

LA x
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THANK YOU!
% i3 !
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