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Fighting counterfeits online or offline .. what difference ?
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Counterfeiters tend more and more to move from offline = online
—  Less risk to be caught
. Main difference between Offline and Online : they are "invisible"
Thisis why the Internet Platform's cooperation is essential :

— To help locate the infringer/seller and take action
— To take down the sale offer made by the infringer/seller
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Locating the infringer
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*  SAMR Measures for the Supervision and Administration of E-Commerce
Issued March 15, 2021 - In effect May 1st 2021

Imposes more precise obligations on the platforms about the identity of the sellers

— Each seller must have a business registration, (except in certain specified conditions) ;
— Sellers must publish their identity in a prominent way;
— The platform must verify the business registration of the sellers and facilitate its publication.
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SAMR Measures 2021
MERHEEEEIMNE (20214F)

 Failure to comply with the above obligations by sellers and operators are
subject to the sanctions provided by E-Commerce Law
— Article 76 (rectification + fine below RMB 10k) and
— Article 81 (fine ranged from RMB 20k — 500k)
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Taking down
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The EU MoU approach

— 2011 Memorandum of Understanding between EU rights holders and E-Commerce
platforms

— Code of practice
* Proactive and preventive measures (via agreements with rights holders)

— Periodic evaluation (2013, 2017) : positive results
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General principles

2 RN

— ...Itis the parties' goal to collaborate in the fight against the sale of Counterfeit Goods over
the Internet.

— ...Platforms and Rights Owners are in all instances governed by commercial reasonableness
standards, taking into consideration the respective business models of the signatories.

— Non-binding - No litigation
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Notices and Take Down
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— NTD are indispensable measures

— Right owners may notify of sellers when they have a good faith belief that they are
generally engaged in the sale of Counterfeit Goods,

— Internet Platforms commit to take this information into consideration as part of their Pro-
active and Preventive Measures.
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Rights Owners commit ..... to .....notify Internet Platforms in an efficient and comprehensive
manner, of the presence of Offers of Counterfeit Goods

And commit to ensure that their use of NTD is undertaken in good faith.
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Rights Owners commit to .... avoid unjustified, unfounded and abusive notifications.

Rights Owners and Internet Platforms commit to cooperate to minimize potential
consequences to sellers in cases of erroneous notifications.
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PRO-ACTIVE AND PREVENTIVE MEASURES
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. By right owners

. Rights Owners commit to actively monitor Offers on the websites of Internet Platforms

. Rights Owners commit to ....provide and update general information ..... ... specific products that .....present a substantial and

pervasive counterfeit problem .....(such as products or ranges/measures of products that do not exist in a Rights Owners'
product line but have been specifically developed by counterfeiters to attract consumers).

. Right Owners commit to provide key words commonly used by sellers..; and to assist Internet Platforms, as appropriate, with
their Proactive and Preventive Measures.
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PRO-ACTIVE AND PREVENTIVE MEASURES
E RIS

. By Internet platforms

. Internet Platforms commit to ..... request seller contact information and to verify this information,

. Internet Platforms commit to take into consideration information received (from Right Owners) commit to use this information
at their discretion.

. Internet Platforms commit to take appropriate, commercially reasonable and technically feasible measures, ..... to identify
and/or prevent pro- actively the sale of Counterfeit Goods, especially obvious Counterfeit Goods, and to prevent such goods
being offered or sold through their services. The measures taken by Internet Platforms shall be at their discretion.
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* Internet Platforms commit to deal with notifications in an efficient and comprehensive
manner,

* In cases of doubt, ....Internet Platforms may request additional information from the notifying
party.

*  Such requests shall be made in good faith and should not lead to an unreasonable or undue
delay in taking down notified Offers ....
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IP Key "Lessons from the EU experience with the MoU in tackling the online sale of counterfeit
goods in the Internet (21 November 2019)".
IP Keyi 5—— (XFHITHEIKMEEREBmFEETFAEEZE) (2019F11821H)

* "Could the EU memorandum of Understanding help, and if so, how ?"
* Analysis of positive results of the European MoU
e  Positive conclusion on the feasibility of an equivalent MoU in China
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E-Commerce Law -1 January 2019

BFE5SE (201951 818k T)

e E-Commerce Law in China (6 years preparation)

— Proposals to introduce in the law a legal obligation on platforms to take "reasonable

proactive and preventive measures"

— Failed...
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E-Commerce Law -1 January 2019
BFR5S5iE (20195181 HEMTT)

Article 42 : - Take down notice + prima facie evidence = measures (deletion, etc.)

- Forward to seller

- Wrong notice = liability / Malicious notice = double liability
Article 43 : - Counter notice non infringement + prima facie evidence

- Forward to IPR holder

- 15 days send notice complaint (administrative or judicial)
Article 44 : - Platform knows or should know = take measures = liability
Article 84 : Possible sanctions on Platforms (max 2MRmb)
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SPC - 12 September 2020
BEiE - 20206£9812H

- SPC Official reply on Several Issues Concerning the Application of the Law to Online IP Rights
Infringement Disputes
- If the platform does not delete = application to the court for injunction
- 15 days does not include authentication/notarisation of documents = 20 days max
- Take down notice not in bad faith-> no liability
- Malicious counternotice = punitive damages
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SPC- 12 September 2020
mmi% - 20208£9812H

SPC Guiding Opinion on the Trial of Civil IP Rights Cases involving E-commerce platforms
- Explains "knows of should know" infringing activity
- Take down notice rules should not impose unreasonable conditions
- Proof of IP Holder identity / IP right / infringement
- For Designs and Utility Models = may require an evaluation report
- Bad faith take down notice / bad faith counter notice explained
- Possibility to apply for injunction to stop deletion measures and reinstate link
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Jurisprudence I o =11 S s

before the E-Commerce Law

- Beijing IP Court 2017 : Discovery Communications vs. Zhongshan Discovery Outdoors Products

- Discovery owns the trademark DISCOVERY EXPEDITION (cl18 and 25)
- Zhongshan uses DISCOVERY ACTIVE on outdoor products = Opens a store "OFFICIAL FLAGSHIP STORE OF DISCOVERY OUTDOORS on JD.
- Discovery asked JD to close the store = no response
- JD's rule about "official" flagship stores :
- The seller must be the registrant of the brand
- Being an authorized dealer is not sufficient
- Court : JD did not verify position of Zhongshan = JD committed contributory infringement
- (appeal confirmation in 2019)
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- The case was based on Article 36 of the Tort Law (2010)

— Internet users and internet service providers shall bear tort liability if they utilize the internet to infringe upon civil rights of others.

— Ifaninternet user commits tort through internet services, the infringed shall be entitled to inform the internet service provider to
take necessary measures, including, inter alia, deletion, blocking and disconnection. If the internet service provider fails to take
necessary measures in a timely manner upon notification, it shall be jointly and severally liable with the said internet user for the
extended damage.

— Ifaninternet service provider is aware that an internet user is infringing on the civil rights and interests of others through its internet
services and fails to take necessary measures, it shall be jointly and severally liable with the said internet user for such infringement.
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Beijing IP Court (2017) JUZRENH~BGEER (2017)

This decision corresponds to the definition of "should know" in the Guiding Opinion of the SPC (Z0Z0) :

“Article 11. If the operator of e-commerce platform is in one of the following circumstances, the people's court
may determine that such operator "should know" the existence of the infringement:

(2) Fail to examine the right certificates of the operator of a “Flagship Store” or “Exclusive Store of certain brand”.
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Jurisprudence
After the E-Commerce Law

A R5S AT IRRYE)ASEE:

- IP Key study on Online counterfeit in China : Could the EU Memorandum of Understanding approach help,
and if so, how ? November 2019

- Since January 2019 :

- 33 cases under the E-Commerce law
- 21 relating to E-Commerce platforms
- 5involved sale of counterfeit goods (no foreign-related cases)
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Jurisprudence
After the E-Commerce Law

AR5 AhE1T IR RIR)IASER:

e Jiangsu High Court : no evidence that Alibaba knew or should have known
* Zhejiang Intermediate Court : liability of Taobao denied
Wuhan Intermediate Court : liability of Taobao denied
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MOU is based on trust

— If aright owner, signatory of the MoU, sends a Notice 2 immediate action. No likely bad faith. No
likely counter notice

www.ipkey.eu

E- Commerce is based on balance of rights (right owner/seller)
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THANK YOU !
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