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BACKGROUND AND
OVERVIEW




19 Jan 2022

TIMELINE TO THE START OF THE NEW SYSTEM

Y
I
I

Start of provisional
application phase

Austria ratified UPC
Protocol on Provisional
Application (18.01.2022)

1 Jan 2023

EPO transitional
measures

- Early requests for
unitary effect

- Requests for delay
of grant

17 Feb 2023

Ratification of UPCA
by Germany

Launch of the
countdown as set
under Art. 89 UPCA

Provisional application phase

1 Mar 2023

Start of UPC sunrise

period

- Opt-outs

- Register as
representative

epo.org

1 Jun 2023
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L
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Simultaneous start of
- Unitary Patent
- Unified Patent Court
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WHY A REFORM OF THE PATENT SYSTEM IN EUROPE

EPC provided Europe with a very successful centralised patent granting procedure

Centralised granting procedure for European patents

European
patent
application

Filing and
formalities
examination

Refusal or
L4 Withdrawal
of application

Search report

with preliminary Substantive
opinion on examination
patentability

Appeal
proceedings

Limitation
Revocation
Opposition
proceedings

Grant of
European patent

Granted European patent is a
"bundle" of individual national rights.

Granted EP requires validation in
each of the designated states and
is also to be enforced separately in
front of the respective competent
national court.
DE
FR

UK

CH
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OBJECTIVES OF THE UNITARY PATENT PACKAGE

@ @N @G/) Providing better value with reduced complexity

Cost-effective
option for broader
patent protection
and dispute
settlement

across Europe

1

Facilitating access to patent protection for SMEs, universities
and public research centres

<

Making Europe more attractive for innovation and investors

@

Boosting Europe's competitiveness

&
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A BOOST FOR INNOVATIVE SMEs

Odds of growth of SMEs with prior patent use

Innovative SMEs and universities already benefit of EPs,
but still validate these patents only in a small number of
countries. European patent +34 %

Access to unitary protection in up to 25 member states
will: Any patent +22%

= create enhanced flexibility for SMEs and universities
to enter national markets and commercialise their

technology on a broad geographical scale, SMEs’ preferred partner location for patent commercialisation

= enable them to set up collaborations with a broader

variety of partners to commercialise inventions across
the EU, Other European

country

68 %
= constitute a strong signal of economic value to attract

venture capitalists and other sources of funding.
Same country AR

Sources: EPO-EUIPO (2019) High-growth firms and intellectual property rights: the
IPR profile of high-potential SMEs in Europe. EPO (2019) Patent commercialisation 6
scoreboard: European SMEs



LEGAL FRAMEWORK

EU Regulations

» EU Regulation No. 1257/2012 of
17 December 2012 creating the European

patent with unitary effect
(OJ EPO 2013, 111)

» EU Regulation No. 1260/2012 of 17
December 2012 relating to the translation
arrangements for European patents with
unitary effect (OJ EPO 2013, 132)

epo.org

Rules relating to Unitary Patent Protection

» Rules relating to Unitary Patent Protection
(OJ EPO 2022, A41)

» Rules relating to Fees
(OJ EPO 2022, A42)



http://archive.epo.org/epo/pubs/oj013/02_13/02_1113.pdf
http://archive.epo.org/epo/pubs/oj013/02_13/02_1323.pdf
https://www.epo.org/law-practice/legal-texts/official-journal/2022/04/a41.html
https://www.epo.org/law-practice/legal-texts/official-journal/2022/04/a42.html
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BASIC CONCEPT - A SIMPLE ONE-STEP PROCEDURE AFTER GRANT

Request by European patent with
crant } patent holder unitary effect ("Unitary Patent")

o] o] o]

Unltar}yr Patent is not an autonomous
EU right, but based on a European
patent, granted by the EPO under
the EPC

Same application and examination
procedure

High-quality product and service

Co-exists with national patents and
classic EP

Upon request of the patent owner, unitary effect is
reglstered for the participating Member States

Registered in one single step at the EPO with no
need for multiple parallel national validations

Uniform protection in up to 25 Member States

EPO acts as one-stop shop for all subsequent
transactions 8
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AN ADDITIONAL OPTION ENHANCING THE EUROPEAN PATENT SYSTEM
= Various combinations of a Unitary Patent classic European patent:
— a Unitary Patent for the participating EU member states, together with

— aclassic European patent taking effect in one or more EPC contracting states not covered by
the Unitary Patent

= No double protection by a Unitary Patent and a classic European patent on the territory of a state
covered by the Unitary Patent.

= Effect: unitary patent takes effect retroactively in the participating EU member states as from the
date of publication of the mention of grant of the European patent

9




PRACTICAL
CONSIDERATIONS
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REQUIREMENTS FOR THE REGISTRATION OF UNITARY EFFECT

Unitary effect can be requested for European patents that were granted
Substantive

_ = in respect of all 25 participating Member States, and
requirements

= with the same set of claims for all of them.

Filing of the request by the patent owner
= in writing, in the language of the proceedings, and

Some of = no later than one month after the mention of the grant is published.

the main « Translations only during a transition period

procedural a full English translation if the patent is granted in French or German,
or

requirements - afull translation into any language of the EU if the patent has been

granted in English

11
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TOP-UP SEARCH FOR EARLIER NATIONAL RIGHTS

= Unitary effect can only be registered for European patents granted with the same set of claims for all participating
EU Member States. The exact effect of prior national rights on the Unitary Patent will be subject to interpretation
by the UPC (Article 3 Regulation (EU) No 1257/2012)

» Since 1 Sep 2022, the EPO carries out systematic top-up searches to find "earlier national rights" and assess their
prima facie relevance. This service is free of charge to all applicants

» In the vast majority of cases since the launch of the service, no earlier national rights have been found, which is in
line with the assumptions made during the pilot phase

Search Examination Top-up search |Intention Grant Unitary
O . |Earlier national  [to grant &8 Patent &
rights B  |[Earlier nat. rights :

communicated

New service for users, offered free and thanks 'Request &
to improved data, tool and instructions unitary effect b

Filing
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EXAMINATION OF THE REQUEST FOR UNITARY EFFECT

Unitary effect registered;

} All requirements met date of registration
communicated to requester

} Substantive requirements e e

Request not met
:ylzatent Einheilliches
older } Request not filed within Request rejected; possibility :::f:::;tm”
one month for re-establishment of rights Juridiction unifiée

du brevet

Invitation to correct

Request filed in due time N -
} but other procedural deficiencies within one month.
L P If not corrected in time:

requirements not met Request rejected 13
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EINHEITSPATENT | UNITARY PATENT
BREVET UNITAIRE

Hiermit wird bescheinigt, dass die eineitliche Wirkung fir das nachstehende europsische
Patent im Register fir den einheitiichen Patentschutz eingetragen wurde.

ered in th

u Registre de 1a protection unitaire confétée par
et européen ci-dessous.

DD.MM.2023

AT, BE, BG, DE, DK, EE, I, FR, IT, DD.MM.2023
LT, LU, LV, MT, NL, PT, SE, SI

A 4

| the patent |

AAA Inventions Limited
Aardaark industril Estate

London
WERA aX2/cB

Sl Coopmn

Antonio Campinos

Monchen, d

URKUNDE | CERTIFICATE | CERTIFICAT

P
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ONLINE FILING TOOLS AND FORM

= UP7000 form for filing the request for unitary effect

= Use of online filing tools is strongly encouraged

= Tutorials and Videos are available on the website

Mynewcar UP 7000 - Draft

General information
Abaut the applicatonpatent
Usars fie reference *

ynewcar v

European applicaon number

EP16155211.8 o

Tie af the invention

POLARIZATION DIVERSITY IN ARRAY ANTE)

| The European patent in queston has been granted with e 5ame set of caims in respect of 3l e paricpating Member States (Rule 52\ UPR)

uropean patent nurder

EP357983

of mention of the grant

HNAS o [6]

— T

@ The system will check that the European patent number
‘comasponds 1o the application numeer, and then relrieve the e
of tha invention in the language you have Salected for the user

 General information

Parties

Documents

EPAEPOOEB 70001 0122

nt (Regel & {2) b) DOEPS)
Bate -:unn-mllll the patent (Rule 8(2)(b) UPR)
Dannée: e brevet (régle 6(2)b) RPU)

ottt Antrag auf einheitliche Wirkung
Botent ovie Request for unitary effect
e D de d’effet unitaire

Tog S Engangs et e
Date ofraceipt
Datece receptan:

European patent H
o bravet ecropden

ummar cos susoptachan Patans |—

Eurspean sppiication

ammarcorouropaschen Arcldun |
Nuambrs de s demande eeopéerne

Data of menton ofthe

Tog e Hiweies af e Ereg |
g
Daiede amenton de'a slvrance

Patent progrieto () o representalive’s reference (max. 15 charactars} |

Zeichen des Patentinhabers oder Vertreters (max. 15 Zelchen) | |
18 carscneres)

Do europsische Patent wurde il den giichen Anspriichen fr alle
teanenmen ten Miighedstaien ertedt (Regel 5 (2) DOEPS) | Ll
the same set ot

of il the parieipatig ambar Statzs (Ruse 5(2) UPR). /

L meme
tous les Elats membres participsnts (régle 5(2) RPU)

Aatrag | Request Demande

oo - =

U &#1at unitaira 3t demandé pour b brevet susmantionni.

Hiermit wi e Kompensation von Uersetzungskosten beantragt
(Regel ® DOEPS) Dorilodor Patentinhaber arkar hiermi, 4ass er und Ll
Segebensniassderusprungichs Anveicer cos Ehel ocer eine natiriche

Parson nach Regel & (2) ind (4 DOEPS is

ThalEsch paten pfopietor nerpy decares hak e, anc  sppicabi. the it
applicant s an ety or  natural erson under Ruse 8(Z) and () UPR.

L
1o a1 Gemanes i ot 330 v bt o e percrme
Physique au sens de a régke S(2) e (4) RPU.

Ubersetzung | Translation | Traduction

Ist Engllsch

Ger Ll

i Al ranslston

L2 angus Ge 1 procédare et anglas. Una Faduetion de niagraté &

fascicule du

P es joins

Patents in ooeps) L

st et/
o

;:lqmlhn\mnm ‘e Eurpasn pant o Engleh e (210) PR s ancoses

Lol

der!
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https://e-courses.epo.org/course/view.php?id=296

epo.org

UNITARY PATENT: TERRITORIAL SCOPE

Unitary effect is possible for all Member States
participating in enhanced cooperation and for which the
UPCA has entered into force at the date of registration of
unitary effect

17 states covered by the first Unitary Patents : AT, BE,
BG, DE, DK, EE, FI, FR, IT, LT, LV, LU, MT, NL, PT, SE, SI
(UPCA not ratified: CY, CZ, GR, HU, IE, RO, SK)

= Different generations of Unitary Patents with different
territorial coverage in the initial years

= No extension of the territorial coverage to other participating
Member States which ratify the UPCA after the registration
of unitary effect

= Territorial coverage will be indicated in the Register for
unitary patent protection



REGISTER FOR UNITARY PATENT PROTECTION “peor

= The new Register for Unitary Patent Protection (UPP Register) will be an integral part of
the European Patent Register, but designed separately

= Entries in the UPP register will be made in the three official languages of the EPO

Deutsch  English  Frangais

= Unitary Patents will be identifiable European Patent Register -

and searchable . Aot Eropsn Paet Retr Ohr 90 i
W-m_
=T | @ uP About this file: EP1234567(C0}

= Content of the UPP Register is st Bt S s UB e 2 Gt § Semsrars B Rer o

EF Legal status EP ) SYSTEM WITHIN BASE STATION [Right-ciick to bookmark this link]
R I 1 6 l U P R Status Unitary effect registered
extensive ( ue ( ) ) E: Evend st Database fast updated on 14.04.2016

EP Citations

EP Patent family Most recent event (1] 20022016 Public notification published on 02,03.2016 » [2017/23)

EP All documents

nitary Patent

- D-45133 ESSEN / DE
UP Event history
P Al
LIl s 80336 MUNCHEN / DE

17
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TRANSITIONAL MEASURES

The EPO will provide two transitional measures to support users in an early uptake of the UP:

Early request for unitary effect Request for a delay of grant

= Allows applicants to file requests for = Offers the possibility to request a delay in
unitary effect already before the start of issuing the decision to grant a European
the Unitary Patent system. patent.

= May only be filed for European patent = May be validly filed only for European
applications in respect of which a patent applications in respect of which the
communication under Rule 71(3) EPC applicant has been informed of the text
has been dispatched. intended for grant by a communication

under Rule 71(3) EPC but has not yet
approved that text.

» Available since 1 January 2023.

» Available since 1 January 2023. .


https://www.epo.org/applying/european/unitary/unitary-patent/transitional-arrangements-for-early-uptake.html

STRATEGIC
CONSIDERATIONS
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LAW APPLICABLE TO THE UP AS AN OBJECT OF PROPERTY

= |t can prove useful to have an entry in

Applicant’s
. Law of participating EU Member State of the i i i
r.es“.jence alf residence or principal place of business at the the R_egls"lter for unitary Patenlt' protection
NIOISEIRCIETI (1o of filing the PCT/EP application showing "a place of business

of business

» Information on a place of business can
: : Law of participating EU be provided only together with request
QUSR] Member State of a for unitary effect, UPR i.e. within on
place of voluntarily indicated place of or unitary erect, €. one
business business at the date of filing month as from the grant of the

the EP/PCT application
European patent

» The EPO’s Online Filing Software for
German law requesting unitary effect (Form 7000)
will provide a specific field for entering
a place of business

20
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COST EFFICIENCY
* No fees are charged by the EPO for the purpose of obtaining a Unitary Patent.
« Maintaining a Unitary Patent for ten years amounts to less than EUR 5 000.

* UP is less expensive than a EP validated and maintained in 4 of the 25 participating Member States. But various
elements are to be considered when comparing the costs (which states to validate, expected lifetime of the patent, etc.)

Classic European patent Unitary Patent

Fragmented post-grant administration One-stop-shop at the EPO

procedure at national level for all post-grant administration
National patent offices One office

with their own:
= Translation requirements = No more translations’

= National validation fees = No additional fee for obtaining a

= Procedures, particularly deadlines Unitary Patent

= Renewal fees = One procedure, particularly deadline
= Currencies = One renewal fee

= Requiring own local attorney * One currency (€)

T after an initial transition period when translations will be required, but for information purposes enly with no legal effect
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UNITARY PATENT GUIDE

= Provides companies, inventors and their representatives
with an outline of the procedure involved in obtaining a
Unitary Patent.

» Deals with the accessory procedures relating to Unitary

. . Unitary Patent Guide
Patents (e.g. compensation scheme for translation costs, g maintaing and managing Uty et
registering a statement on licences of right) and gives
an overview of the rules on paying renewal fees for Unitary e

Patents.

= Available at: epo.org/law-practice/unitary/unitary-patent/
unitary-patent-quide.html

22


http://www.epo.org/law-practice/unitary/unitary-patent/unitary-patent-guide.html
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ACCOMPANYING MEASURES AT NATIONAL LEVEL: "SAFETY NET"

= "Safety net" providing the possibility to validate a European patent where a request for unitary effect
has been withdrawn or rejected either by the EPO or the UPC, or where the unitary effect has been
revoked by the UPC at the time when deadlines for validating the European patent have already
expired.

= Alarge number of Member States have introduced such a "safety net", e.g. Germany, France, Italy,
etc.

23
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ACCOMPANYING MEASURES AT NATIONAL LEVEL:
DOUBLE PROTECTION

= No double-protection for the same invention by a Unitary Patent and a classical European patent in
the territory of the 26 participating Member States.

» Double-protection by a Unitary Patent and national patents left open in EU Reg. 1257/2012 and left
to be decided at national level.

— Germany and France introduced the possibility of limited double protection, i.e. double protection will be possible
between a national patent and a Unitary Patent; and between a national patent and a European patent for which
no opt-out has been declared.

— To compensate for the possibility of double protection, a protective procedural defence is introduced to prevent a
defendant from being sued twice before the UPC and before the national court.

24
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BOOKLET "NATIONAL MEASURES ACCOMPANYING THE
IMPLEMENTATION OF THE UNITARY PATENT"

= Qverview of the most important

national measures adopted in the National measures relating to the

participating Member States for the Umtary Patent
purpose of accompanying the
implementation of the Unitary Patent 28 September 2022

= https://www.epo.org/law-practice/
legal-texts/national-measures-

up.html

25



https://www.epo.org/law-practice/legal-texts/national-measures-up.html

NEED MORE INFORMATION?

Revamped website,
including updated FAQ

Unitary Patent & Unified Patent Court

A better patent system for Europe
The Unitary Patent and the Unified Patent Court are the bullding blocks which
will supplement and strengthen the existing centralised European patent
granting system. They will offer users of the patent system a cost-effective

Nt protection and dispute settiement across Europe.

Unitary Patent Unified Patent Court

Unitary Patents will make it possibie 10
get patent protection In up 1o 25 EU
Member States by submitting a singse
request to the EPO, making the
procedure simpler and more cost
effective for appscants.

> Transitional measures

> FAQ

> Unitary Patent Guide

> Select Committes documents

> Learn more about Unitary Patents

When will it start?

The stant of the new system is currently
expected for the second half of 2022

> Learn more about the start date

The Unifiea Patent Court (UPC) Is an
International court set up by participating
EU Member Stales o deal wilh the
Infringement and validity of both Unitary
Patents and European patents, putting
an end to costly paratie litigation and
ennancing legal certainty.

> Learn more about the UPC

Materials & recordings

Access presentations and videos from

previous events

> Training resources

Events & training

Regester for forthcaming semsnars and
courses

> Patent Data User Days, 8 & 8 June

Webinars

Unitary Patent Package - recorded online seminar A

The Unitary Patent
system and whl
submitting

patent prof

xisting centralised European patent graniing
t protection in up to 25 EL member states by
15 of e patent system a costeflctive

on for

%
e request 10 the EPO. It will offer user
ana dispute settle s Europe

Waich b
GowTIoad the presen

EE I

The Unitary Patent package

A nirocuction 10 the new system and lates! update

The Unitary Patent: practical aspects for patent attorneys and paralegals

In an onine lecture on 13 May 20
UnRary Patents, adoressing patent atiomeys, paraiegals and adminsiratve staft

perienced EPO lawyers fo

issed on practical aspects of

Fin below the mateni

of the ontne session.

& Anintroduct

new s

& Requesting unitary effect at

IT workshops
for users

0 8 Aprd. the EPO held the fi

10 tha existing IT infrastructure for the new UP system to make & easier for them in future to access and

0 UPP IT workshops to inform usars about the changes made
use the necessary tools and forms.
Find below the materil o the workshop.

Latest davolopments

Filing of the forms related 1o the unitary patent in Onfine Filing

d to Unitary Patents

lographic data

¥

:

¥ Datan
& The European Patent Register and the Uritary Patent Register
X

European Patent Bulletin - What is new for European Patents with unitary effect

Recordings of the tools demos

On23and 25

domonstration of how to acooss and use the
system
Recordin 5a demos can be found below

the EPO heid a second Unitary P

workshop which

quired fo

o now Untary Patent

Unitary Patent IT workshop

Fiing of the now forms related. .« Unitary Pafert

epo.org

Flyers

The Unitary Patent

engthen the existing



http://www.epo.org/unitary
https://www.epo.org/applying/european/unitary/unitary-patent/faq.html

IF YOU FAIL TO PREPARE ...

R,

Make yourself familiar with the new system

[¢ Explore the opportunities and benefits

Take informed decisions for your existing portfolio and create/adapt your

@ IP strategy accordingly

European Patent Office

27



Eurapdisches
Patentamt
Eurapean
Patent office
Office eurapéen
des brevets

THANK YOU FOR
LISTENING!

Visit
epo.org/unitary

Contact us
international_legal affairs@epo.org




