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Relative grounds for refusal: Opposition

KEY ASPECTS

»> Pre-registration procedure
» Not ex officio
v Upon request
v Limited to facts, evidence and arguments

» Inter partes

» S languages: DE, EN, ES, FR, IT
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Relative grounds for refusal: Opposition

Timeline
Examination Opposition proceedings Registered EUTM
c_- . -__- « » ) —- - -w

20/10/2019

0 oppositions received :
29/06/2016 12/08/2016 15/08/2016 15/11/2016 24/11/2016 29/06/2026
EUTM application Examination Application End of EUTM registered EUTM expiry date
received completed published opposition period and published
3 é&;,’_/ , -
Opposition
B R EUPG
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Article 8 EUTMR

« Art. 8(1) EUTMR - Double identity / Likelihood of confusion
Art. 8(2) EUTMR - Definition of “earlier marks”

« Art. 8(3) EUTMR - Unauthorised filing by agent/representative

» Art. 8(4) EUTMR - Unregistered marks and other signs

* Art. 8(5) EUTMR - Marks with reputation

» Art. 8(6) EUTMR — Protected geographical indications
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Relative grounds for refusal: Opposition

WWW.ipkey.eu

Article 8 EUTMR

» Art. 8(1) EUTMR - Double identity / Likelihood of confusion
Art. 8(2) EUTMR - Definition of “earlier marks”

« Art. 8(3) EUTMR - Unauthorised filing by agent/representative

» Art. 8(4) EUTMR - Unregistered marks and other signs

* Art. 8(5) EUTMR - Marks with reputation

» Art. 8(6) EUTMR — Protected geographical indications
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Relative grounds for refusal: Art. 8 EUTMR

ARTICLE 8(1) EUTMR
DOUBLE IDENTITY/ LIKELIHOOD OF CONFUSION

EUROFEAN UNION
INTELLECTUAL PROPERTY OFFICE
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ARTICLE 8(1) EUTMR

Article 8(1) EUTMR -

1.Upon opposition by the proprletor of an earlier trade mark, the trade mark applied for
shall not be registered:

(a) if it is identical with the earlier.trade mark and the goods or services for which
registration is applied for are identical with the goods or services for which the earlier
trade mark is protected; ® \ BUrs
(b) If, because of its identity with, dr-similqﬁ}y-te; the earlier trade mark and the
identity or similarity of the goods or services covered by the trade marks there exists a
likelihood of confusion on the part of the public in the territory in which the earlier trade

mark is protected; the likelihood of confusion includes the likelihood of association with
the earlier trade mark.

- NTELLECTY "r(:i o
NTELLECTUAL PROPERTY OFFICE
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ARTICLE 8(1) EUTMR

Article 8(2) EUTMR - Definition of ‘earlier marks’

p

- trade marks with a date of application which is earlier than the date of application of
the contested mark, taking accounH(Nhere approprlate of the priorities

w(p\\

- applications for such marks (sul:')jent to th ér registr

6‘»)’~—-’

t%tlon)

- well-known marks (Article 6bis of the Paris Convention)

2 2 Eupo

rrrrrrrrrrrrrrr
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ARTICLE 8(1)(a) EUTMR

DOUBLE IDENTITY
Article 8 EUTMR: Relative grounds for refusal

1. Upon opposition by the proprietor of an earlier trade mark, the trade mark applied for shall not be
registered.:

(a) If it is identical with the earlier trade mark and the goods or services for which registration is applied for
are identical with the goods or services for which the earlier trade mark is protected;

|dentity of |dentity of

the goods/services the signs

|

Absolute protection — no need to demonstrate
- Likelihood of Confusion R EVIPO

Funded by the European Union

Directed by the European Commission, IP KEY is implemented by the European Union Intellectual Property Office (EUIPO)



"[PKey | SOUTH-EAST ASIA

Intellectual Property: .
Key to innovation, economic growth and cooperation WWW.| p key eu

ARTICLE 8(1)(a) or (b) EUTMR

Article 8 EUTMR: Relative grounds for refusal

Earlier mark: Contested mark application:

Joll Jolh
Class 25: Clothing, headgear namely, | %% Cl‘ass 25: Clothing, headgear namely,

shirts g shirts

Signs -2 |dentical

Goods = |dentical
Conclusion = DOUBLE IDENTITY — 8(1)(a)

Funded by the European Union
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ARTICLE 8(1)(a) or (b) EUTMR

Article 8 EUTMR: Relative grounds for refusal

Earlier mark: Contested mark application:
JOLLIBEE JOLLIBEE
Class 25: Clothing, headgear namely, ( ~Class 29: Hamburgers, spagetti,
shirts 2 S ' sandwiches

‘ ; " "
l,f 01/02/2023, T-349/22, Hacker space / Hacker-pschorr et al. § 35 Signs = (nearly) identical

Goods =2 Dissimilar

Conclusion - NO LOC — 8(1)(b)

EUROFEAN UNION
INTELLECTUAL PROPERTY OFFICE
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ARTICLE 8(1)(b) EUTMR

LIKELIHOOD OF CONFUSION
Article 8 EUTMR: Relative grounds for refusal

(b) If, because of its identity with, or similarity to, the earlier trade mark and the identity or similarity of
the goods or services covered by the trade marks there exists a likelihood of confusion on the part of the
public in the territory in which the earlier trade mark is protected.

Comparison of goods/services

Relevant public and degree of
attention

Comparison of the signs

Distinctiveness of the earlier

Overall assessment Likelihood of

and other factors confusion

mark

EUROFEAN UNION
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ARTICLE 8(1)(b) EUTMR

Article 8 (1) (b) EUTMR: Likelihood of confusion

Earlier mark: Contested EUTM application:
MIGUEL DORU * MIGUELODORU
Class 32: Beer & Class 30: Coffee

Class 32: Beer, soft drinks
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Nature

Purpose

Method of Use

Funded by the European Union

Complementarity

’
. “ v

In competition

Distribution
channels

ARTICLE 8(1)(b) EUTMR

COMPARISON OF G&S

Usual origin

‘Canon Criteria’
29/09/1998, C-39/97, Canon,
EU:C:1998:442
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Nature

Purpose

Method of Use

Funded by the European Union

Complementarity

In competition

Distribution

channels

ARTICLE 8(1)(b) EUTMR

COMPARISON OF G&S

Usual origin

Relevant public

‘Canon Criteria’
29/09/1998, C-39/97, Canon,

EU:C:1998:442
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ARTICLE 8(1)(b) EUTMR

Article 8 (1) (b) EUTMR: Likelihood of confusion

Earlier mark: Contested EUTM application:
MIGUEL DORU | MIGUELODORU
Class 32: Beer & Class 30: Coffee

Class 32: Beer, soft drinks
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ARTICLE 8(1)(b) EUTMR

COMPARISON OF G&S

methods of use v

distribution channels

Beer STRONGER

purpose

In competition

complementary o /

SIMILAR
(usual) origin (average degree)

X X < < X

B
= ;
VA
o

e R EUPO
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ARTICLE 8(1)(b) EUTMR

COMPARISON OF G&S

Beer STRONGER

methods of use )( Coffee

distribution channels

purpose

In competition

complementary T /

DISSIMILAR

(usual) origin

Eed R’ EVIPO

=
|
N
et .
N
*a
a> -
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ARTICLE 8(1)(b) EUTMR

Article 8 (1) (b) EUTMR: Likelihood of confusion

Earlier mark: Contested EUTM application:
MIGUEL DORU | MIGUELODORU
Class 32: Beer & Class 30: Coffee

Class 32: Beer, soft drinks
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ARTICLE 8(1)(b) EUTMR

SOURCES OF INFORMATION

Complete Edition Search trade mark quidelines Q Trade mark guidelnes »  Edition 2025 v

¢ 1 Introduction -

+ Editor's note and general introduction Trﬂde mark gUidEliﬂES

+ Part A General rules Part C Opposition > Section 2 Double identity and likelihood of confusion

+ Part B Examination

d Fart C Opposition Show modifications o E

4+ Section 0 Introduction

+ Section 1 Opposition proceedings Chapter 2 Comparison of goods and services

4 Section 2 Double identity and likelihoo

+ Chapter 1 General principles

+ Chapter 2 Comparison of goods ; * 1lntroduction

=+ Chapter 3 Relevant public and degre - 2 |dentity
L

+ Chapter 4 Comparison of signs : . 3 Similarity of Goods and Services
=+ Chapter 5 Distinctiveness of the ear

. 4 Annex |- Specific Questions on the Similarity of Goods and Services
<+ Chapter 6 Other factors

. o Annex II- Specific industries
<+ Chapter 7 Global assessment

+ Section 3 Unauthorised filing by agents Parent topic: Section 2 Double identity and likelihood of confusion
- e Thartinn A bMan rana ictarnd trada sarke s
R EVIPO
FU"de w the Euroman UniOﬂ lr:.:’ELLECTUUAL'WOPERIY OFFICE
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ARTICLE 8(1)(b) EUTMR

SOURCES OF INFORMATION

Similarity

Home Compare terms Compare list of terms [ My List: No pairs selected. View

Similarity » Compare terms

search language Term Term Degree of Similarity select Offices
English (en) ” beer coffee Any “-’ Office
Resultz language Nice Class Nice Class Pair ID % EUIPO |
English (en) v 39 il 30 5 123-456

Vs

* Advanced crteria

Results

iy Download as Excel file

Show 25 ¥ entries

Pair ID + Office % Class 1 % Term 1 Similarity = Class 2 v Term 2 Reasoning @
EM (EUIPO) (EM) 32 | Beer and brewery products Dissimilar 30  Coffee, teas and cocoa and substitutes therefor
0040447-0031547 EM (EUIPO) (EM) 32 Beer Dissimilar 30 Coffes

Coffee in Class 30 isfare dissimilarto a Beerin Class 32.

Chrrinn 1 tn 2 nf 2 antries
- EURCPEAN UNION

INTELLECTUAL PROPERTY CFFICE
Funded by the European Union
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ARTICLE 8(1)(b) EUTMR

Article 8 (1) (b) EUTMR: Likelihood of confusion

Earlier mark: Contested EUTM application:
MIGUEL DORU | MIGUELODORU
Class 32: Beer & Class 30: Coffee

Class 32: Beer, soft drinks

Funded by the European Union
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INTELLECTUAL PROPERTY OFFICE
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ARTICLE 8(1)(b) EUTMR

RELEVANT PUBLIC
GENERAL PUBLIC
PUBLIC AT LARGE
RELEVANT PUBLIC
PROFESSIONAL PUBLIC
BUSINESS CUSTOMERS
SPECILISED PUBLIC
] R EURO

Funded by the European Union INTELLECTUAL PROPERTY OFF CE
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ARTICLE 8(1)(b) EUTMR

RELEVANT PUBLIC

The average consumer of the products concerned is deemed to be reasonably well informed and
reasonably observant and circumspect, and that the relevant public’s degree of attention is likely to vary
according to the category of goods or services in question (22/06/1999, C-342/97, Lloyd Schuhfabrik,
EU:C:1999:323, § 20)

DEGREE OF ATTENTION

HIGHER | OWER

(expen§ive purchases, AVERAGE
potentially hazardous
purchases,

brand loyalty,
pharmaceuticals )

(inexpensive goods
purchased daily)

EE ROPEAN UNI
INTELLECTUAL PROPERTY OFFICE
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ARTICLE 8(1)(b) EUTMR

DISTINCTIVENESS OF THE EARLIER MARK

Reputed

Use > recognition

Jse > (??C()g.f"?h(_m

| KDRAK - Transport
Arbitrary EARTH - Clothing

2O

DISTINCTIVENESS

Allusive " MUNCHIES - Snacks

Registrable

TIlI I I Tl v , , ! 'YL 'S L1121 ) Tl TN I I T T T T T T O OO T DO O NI TTEOTIYCTYETTETETTTTYTTTTs’TT
. N o B O R O N O o O O o T o S L

EUROFEAN UNION
INTELLECTUAL PROPERTY OFFICE

Funded by the European Union

Directed by the European Commission, IP KEY is implemented by the European Union Intellectual Property Office (EUIPO)



"[PKey | SOUTH-EAST ASIA

Intellectual Property: .
Key to innovation, economic growth and cooperation WWW.| p key eu

ARTICLE 8(1)(b) EUTMR

Article 8 (1) (b) EUTMR: Likelihood of confusion DISTINCTIVENESS OF THE EARLIER MARK

Earlier mark:

’ AVERAGE DEGREE OF
MIGUEL DORU DISTINCTIVENESS

Class 32: Beer

EUROFEAN UNION
INTELLECTUAL PROPERTY OFFICE

Funded by the European Union

Directed by the European Commission, IP KEY is implemented by the European Union Intellectual Property Office (EUIPO)
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ARTICLE 8(1)(b) EUTMR

COMPARISON OF SIGNS

R EVIPO
Funded by the European Union INTELLECTUAL PROPERTY OFFICE

Directed by the European Commission, IP KEY is implemented by the European Union Intellectual Property Office (EUIPO)
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ARTICLE 8(1)(b) EUTMR

Article 8 (1) (b) EUTMR: Likelihood of confusion COMPARISON OF SIGNS
Earlier mark: Contested EUTM application:
MIGUEL DORU ‘ MIGUELODORU
Class 32: Beer ' Class 30:; Coffee

Class 32: Beer, soft drinks

1) Weak or non-distinctive elements

2) Dominant = visually outstanding

EUROFEAN UNION
INTELLECTUAL PROPERTY OFFICE

Funded by the European Union

Directed by the European Commission, IP KEY is implemented by the European Union Intellectual Property Office (EUIPO)
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ARTICLE 8(1)(b) EUTMR

Article 8 (1) (b) EUTMR: Likelihood of confusion COMPARISON OF SIGNS
Earlier mark: Contested EUTM application:
MIGUEL DORU } MIGUELODORU

VISUALLY.- SIMILAR (AVERAGE)

& -AURALLY - SIMILAR (AVERAGE)

& CONCEPTUALLY - SIMILAR (AVERAGE)

Funded by the European Union
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ARTICLE 8(1)(b) EUTMR

OVERALL ASSESSMENT

The Court has also held that the global appreciation of the visual, aural and conceptual similarity of the
marks In question must be based on the overall impression, given by the marks, bearing in mind In
particular, their distinctive and dominant components. (‘Sabel’, § 23)

Account is taken of the fact that the average consumer only rarely has the chance to make a direct

comparison between the different marks and must place trust in the imperfect picture of them that he or she has
kept in mind. . .(judgment of 22/06/1999, C-342/97, ‘Lloyd Schuhfabrik Meyer’, 8§ 26).

Even consumers who pay a high degree of attention need to rely on their imperfect recollection of trade
marks (21/11/2013, T443/12, ancotel, EU:T:2013:605, 8 54).

EUROFEAN UNION
INTELLECTUAL PROPERTY OFFICE

Funded by the European Union
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http://curia.europa.eu/juris/documents.jsf?text=equinix&oqp=&for=&mat=or&jge=&td=;ALL&jur=C,T,F&num=T-443/12&page=1&dates=&pcs=Oor&lg=&pro=&nat=or&cit=none,C,CJ,R,2008E,,,,,,,,,,true,false,false&language=en&avg=&cid=10198080
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http://curia.europa.eu/juris/documents.jsf?text=equinix&oqp=&for=&mat=or&jge=&td=;ALL&jur=C,T,F&num=T-443/12&page=1&dates=&pcs=Oor&lg=&pro=&nat=or&cit=none,C,CJ,R,2008E,,,,,,,,,,true,false,false&language=en&avg=&cid=10198080
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ARTICLE 8(1)(b) EUTMR

OVERALL ASSESSMENT

The likelihood of confusion on the part of the public must be assessed globally, according to the relevant
public’s perception of the signs and of the goods and services in question, and taking into account all
factors relevant to the circumstances of the case, in particular the similarity of the marks and the similarity
of the goods and services, which are Interdependent criteria in the sense that a lesser degree of

similarity between the goods and services may be offset by a greater degree of similarity between
the marks, and vice versa.

The category of goods or services and the way they are marketed (22/09/1999, C-342/97, Lloyd Schuhfabnk,
EU:C:1999:323, 8 27).

Funded by the European Union
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http://curia.europa.eu/juris/liste.jsf?oqp=&for=&mat=or&jge=&td=;ALL&jur=C,T,F&num=C-342/97&page=1&dates=&pcs=Oor&lg=&pro=&nat=or&cit=none,C,CJ,R,2008E,,,,,,,,,,true,false,false&language=en&avg=&cid=10198196
http://curia.europa.eu/juris/liste.jsf?oqp=&for=&mat=or&jge=&td=;ALL&jur=C,T,F&num=C-342/97&page=1&dates=&pcs=Oor&lg=&pro=&nat=or&cit=none,C,CJ,R,2008E,,,,,,,,,,true,false,false&language=en&avg=&cid=10198196
http://curia.europa.eu/juris/liste.jsf?oqp=&for=&mat=or&jge=&td=;ALL&jur=C,T,F&num=C-342/97&page=1&dates=&pcs=Oor&lg=&pro=&nat=or&cit=none,C,CJ,R,2008E,,,,,,,,,,true,false,false&language=en&avg=&cid=10198196
http://www.5elementsrpo.com/wp-content/uploads/2011/07/consumer-goods-jobs-and-recruitment.jpg
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ARTICLE 8(1)(b) EUTMR

Article 8 (1) (b) EUTMR: Likelihood of confusion

Earlier mark: Contested EUTM application:

MIGUEL DORU MIGUELODORU

Class 32: Beer & Class 30: Coffee
" Class 32: Beer, soft drinks

EUROFEAN UNION
INTELLECTUAL PROPERTY OFFICE

Directed by the European Commission, IP KEY is implemented by the European Union Intellectual Property Office (EUIPO)
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ARTICLE 8(1)(b) EUTMR

Article 8 (1) (b) EUTMR: Likelihood of confusion PRACTICAL EXAMPLES

Earlier mark: f Contested EUTM application:

FORCE-X FSA K-FORCE
Class 9: Helmets.-
Class 12: Bicycles and parts
Territory: EU
i g i - EYRO

Directed by the European Commission, IP KEY is implemented by the European Union Intellectual Property Office (EUIPO)
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ARTICLE 8(1)(b) EUTMR

Article 8 (1) (b) EUTMR: Likelihood of confusion PRACTICAL EXAMPLES

Earlier mark: f Contested EUTM application:

»> '
aqualia

P ArQuaLoGYy

Classes 35, 37, 39, 40 g\‘nd 42 (e.g. water
treatment in Cl 40)

Territory: EU

R EUVIPO

EUROPEAN UNION

Funded by the European Union INTELLECTUAL PROPERTY OFF CE

Directed by the European Commission, IP KEY is implemented by the European Union Intellectual Property Office (EUIPO)
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Relative grounds for refusal: Opposition

PERSPECTIVE FROM ﬁ OPPOSITION DECISION EXAMINER

INTELLECTUAL PROPERTY OFFICE

Directed by the European Commission, IP Key South-east Asia is implemented by the European Union Intellectual Property Office (EUIPO)
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Relative grounds for refusal: Opposition

Procedural

economy

The EUIPO has no obligation to: g

« Examine all the oppositions, earlier rights or grounds

* Choose the earlier right with the widest territorial scope to prevent eventual conversion of the
application in as many territories as possible (16/09/2004, T1-342/02, Moser Grupo Media, S.L.,
EU:T:2004:268; 11/05/20006, T-194/05, TeleTech International, EU:T:2006:124)

INTELLECTUAL PROPERTY OFFICE

Funded by the European Union

Directed by the European Commission, IP Key South-east Asia is implemented by the European Union Intellectual Property Office (EUIPO)
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Relative grounds for refusal: Opposition

Multiple oppositions

application to broadest successful extent

4

{  Will take the case which allows to refuse contested EUTM

The most
effective™ )

Earlier rights

* May examine only the most similar sign with broadest scope of
goods/services

b\

Legal grounds

* Will choose the ground presenting the simplest manner to
refuse the application

- *See Opposition Guidelines - Introduction - The Purpose of Opposition Proceedings and the Most Expedient Way to Treat Them R EVIPO

INTELLECTUAL PROPERTY OFFICE

Funded by the European Union

Directed by the European Commission, IP Key South-east Asia is implemented by the European Union Intellectual Property Office (EUIPO)
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Relative grounds for refusal: Opposition

Opposition based on articles: Contested mark covers the following goods:

N | 8(1)(b) — covering e.g. carperts in Class 27 — ‘

O )- . .
" not under proof of use Automobile carpets in Class 27

8(5) — reputation for e.g. electronic consumer

goods in Class 9 — approx. 2000 pages of

evidence — APPLE APPLE CAR

8(4) — non-registered marks - no national ‘ ' Marca anterior Marca impugnada

laws submitted g

4 )

 Ealier mark covers identical goods
« Coinciding element is identical and the additional element is descriptive
Bl 8 Clear risk of likelihood of confusion under Article 8(1)(b)

Funded by the European Union

/ EURCPEAN UNION
INTELLECTUAL PROPERTY OFFICE

Directed by the European Commission, IP Key South-east Asia is implemented by the European Union Intellectual Property Office (EUIPO)
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Relative grounds for refusal: Opposition

Opposition based on earlier marks: Contested mark covers the following goods:

1) PRUX ~ PRUXDISK
Class 16: printed matter

Class 9: gaming software

- 2) Prux Casinos Class 28: slot machines, gaming machines and poker
[ ) Classes 16, 25, 35, 43 and 41, including machines
- entertainment services o
- Nl TV

3) PRUX TV y ? S

Classes 35, 38 and Class 41 including . Earlier mark ‘PRUX’ covers dissimilar goods

entertainment services But all other earlier marks cover services

similar to contested goods
\ %

- EURCPEAN UNION
INTELLECTUAL PROPERTY OFFICE

Funded by the European Union

Directed by the European Commission, IP Key South-east Asia is implemented by the European Union Intellectual Property Office (EUIPO)
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Relative grounds for refusal: Opposition

Opposition based on earlier marks: Contested mark covers the following goods:

Class 7: automotive exhaust pipes; brake shoes
other than for vehicles

' 8(1)(b) — covering e.g. vehicles in Class 12 —

not under proof of use
- 8(5) — reputation shown for motor coaches,
f ) buses and trailers in Class 12 VAN"‘OOL VANHUDL
. Yy ______________________________________________________________________________________________________________________________________________________________________________________
. - ~ ~ Earller trade mark Contested sign
* Partial LoC o o
*But ‘link’ and risk of injury for all goods
under Article 8(5)
\ %

Directed by the European Commission, IP Key South-east Asia is implemented by the European Union Intellectual Property Office (EUIPO)
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Relative grounds for refusal: Opposition

The Office only examines proof of use, to a greater or lesser extent, where it is relevant to the
outcome of the case /

Proof of use is not relevant where e.q. ) ‘

* Opposition can be fully upheld bae\ﬁ on another earller mark not subject to the requirement to

prove use % " g

» No likelihood of confusion even for identical gaﬁd)sﬁservmes

*May also apply in relation to other grounds where use of the earlier mark/sign is an
Indispensable condition

Funded by the European Union

EURCPEAN UNION
INTELLECTUAL PROPERTY CFFICE

Directed by the European Commission, IP Key South-east Asia is implemented by the European Union Intellectual Property Office (EUIPO)
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Relative grounds for refusal: Opposition

The Office may proceed on the assumption that all the goods and/or services at issue are

identical where - after evaluating all other relevant factors - any likelihood of confusion can be
ruled out (20/09/2019, T-367/18, UKIO / <lO)

A’

The degree of similarity of the goe&é/s,ervices s a matter of law, which must be assessed
by the Office even if the parties do ntkg?m;ge‘t ﬁﬁ(_‘iWOO?,TéB/O& Calvo)

4
>

Pa

-

However, the Office’'s examination is restricted t6 - wéll-known facts — what is not commonly

known should not be speculated on or extensively investigated ex officio (03/07/2013, T-
106/12, Alpharen)

EU

INTELLECTUAL PROPERTY OFFICE

ROPEAN UNION

Directed by the European Commission, IP Key South-east Asia is implemented by the European Union Intellectual Property Office (EUIPO)
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-

t 3 -
‘R EVIPO
* " EUROPEAN UNION

o B INTELLECTUAL PROPERTY OFFICE
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THANK YOU

a@PKey_Eu

EUROFEAN UNION
INTELLECTUAL PROPERTY OFFICE

Funded by the European Union
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