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General Observations Design Patents — CN
SN BT A B — PR L5

= |n China designs are governed by patent law which is a relatively
new concept in the country #MBETHE A B2 —ANFEXE R VR BT M, £
FE T AT ORI

= However, IPR protection is considered to be an essential part of
developing new innovative industries and sectors in the National IP
Strategy (H52, FF=BURS R B AR = BUERT % i SOk G135 7= Mk 1 &% i b A o]
DR — Ry

= QObtaining a design patent is a low-cost and relatively fast procedure
without substantive examination before grant 4 it ) i) # i 2 /b
, HEEDON O /T SE e A, T3 R AR R

= High Popularity of the newly created systems HiE$i &% %

— Around one third of all patent applications are designs 5 & FlHiEH =402 —

— By a factor of ten more design patents than any other office bt/ ih [ 5 1) H i $ &
RE % 15101



1. Laws and by-laws — CN  dE =M

=Patent Law of the People‘s Republic of China (2008) (% Fjy%)

*Implementing Regulations of the Patent Law of the People’s Republic
of China (2010) (& FyksLjit 25151 )

=Decision of SIPO On The Amendments of Guidelines for Patent Examination (2013) (&% &R ==
KTk (BRHEEEM) BKRE)
=Decision of SIPO On The Amendments of Guidelines for Patent Examination (2014) (&% &R =8Um
KTk (BRHEEEM) KRE)

=Beijing Higher People‘s Court Guidelines for Determination of Patent
Infringement (September 2013) b5t m N KERE (B RUZBEAE Fa )



1. Laws and by-laws — CN [ (i8530

= Decision of SIPO on the Amendments of Guidelines for Patent
Examination (2013) (EZ 1B mRk T (LRHEETER) BIRE)

In the preliminary examination, the examiner shall examine whether a design application
obviously does not comply with Article 23.1, and may examine whether a design
application obviously does not comply with Article 23.1 based on the obtained
information of related prior design or conflicting applications. #j5 & &, 5 2 5% T 4h
ML LR HE 2 5 B BARF S BRNEE T =505 — e AT S & . & AT DRSS H 3RS
EQE% ﬁ%ﬁ&f@ﬁﬁ%ﬁﬁ%ﬁ@f’éﬁ, HESPIW LR G 2 S EARTE TRNESE =+ =%%—
A HIE o

Where a design application might concern an abnormal application, such as an
application obviously plagiarizing prior design or with repeatedly-submitted
substantially identical content, the examiner shall examine whether the design
application obviously does not comply with Article 23.1 based on the prior art
document obtained through search or information obtained through other
approaches. APt AIREP S AEIE R FFIE T, 540 B 290 228 W B 5 R 5258 N 28 W il 5ot
R LRI ERiE, 82 0N YR PR 2 RIS 1) Lo s Hftg e ka5, &/t %
FIEE 2R B ARG L RNESE —+ =583 HE



1. Laws and by-laws — CN & g0

= Decision of SIPO on the Amendments of Guidelines for Patent
Examination (2014) promulgated March 12, 2104 {[E S &R 7= 8UR 2%
T (LAH &) BIRE) 201443 H12H KA

« Exclusion of electrified screen designs from patentability is now
removed MR 7 5B st A Z LR R B RS

« Dynamic (animated) graphical user interfaces are included #1257
L P S R

« Designs which are unrelated to human-machine interaction or
product function will however remain unprotected under the revised
examination guidelines5 A1LA2 B.JG < B 5 S i DI RETC IR B i i
AN BT R Y B SRARIAANZ AR 3

« Excluded designs include video game interfaces, wallpaper, start-

up and shut-down screens or graphic compositions in a web page. A
AR BT ELHE H T B S EE AR T I AT Do 3k R D ) P SRR



General Observations Community Design — EU
R R 3L R AR S W e v B — PR L 4%

= One unitary design right covering 28 countries of the European
Union (500 million inhabitants or 7.3% of the world population)
coexisting with national rights —A~5 & ABCR 771, 78 56 RR 2284 Ak
o E 14— A

= Two-tier system of registered and unregistered community design
rights G453 205 AR U3 (R AR S U v 5 79 Bl il

= QObtaining a registered design patent is a low-cost and extremely fast
procedure without substantive examination before grant £ =3t [ 44
AN TH I HE R e B D, R

= Validity issues are rare, leading to high acceptance 1 %% it 43 45 /b
, AR R Z ]



1. Legislative basis - EU W3 i35 4l

A Community Design is protected by Council Regulation,
where a unitary industrial design right has equal effect

across the European Union. St [E 447 1552 21 RR 38 535 2 2451
IORA, 75BN R B39 B A 3%

=1998 Directive 98/71/EC Kk 154

=2001 Community Design Regulation (EC) No 6/2002 (“CDR”) L [A]4&
AN el

=2006 Amended Community Design Regulation (EC) No 6/2002* H[A]
RSN S BIMET hie

=National laws of the 28 EU member states 28> k% 7t [ {1 [ P4 12

*It was amended by Council Regulation N01891/2006 of 18 December 2006 amending Regulations

(EC) No 6/2002 and (EC) No 40/94 to give effect to the accession of the European Community to the
Geneva Act of the Hague Agreement concerning the international registration of industrial designs



1. Legislative basis - EU Rk ¥ ity 2 it

Automatic addition
of new countries

X3 R [ B Bl




2. Administrative Authorities 47E#Lx<

CN 774

SIPO (State Intellectual Property Office of the P.R.C) A [E E & #11R =AU

=Design Examination Department of the Patent Office is for the examination of
design patent application & F /bW i 5 A i 7 51 AN i TH & R HE I &
=Patent Reexamination Board is for the examination of invalidation and
reexamination |5 8 2= 51 2= 71 57 Jo R AN R

EU 7%

OHIM (Office for Harmonization in the Internal Market) BX ¥ 337 1 =
=Design Examination Department of the Patent Office for the examination of
registration and invalidation OHIM #MULI A1 M8 47 51 AR LI T B3 A0 JG R4 B 28

=Board of Appeal is for the examination of the appeals H 72 51 £ 1 37 HF R 2F 1) &
s







Definition of adesign - CN A E4&N 1€ X

= Article 2 of Patent Law &F)755 — %

‘Design’ means any new design of the shape, the pattern, or their
combination, or the combination of the color with the shape or
pattern, of a product, which creates an aesthetic feeling and is fit for
iIndustrial application. AT, R0 MmITEIR, EREE#H L8 S
AR STR. BIZREE I E A SR EOE T TR s ot

Article 25(6) Patent law: Exclusion of designs of two-dimensional printing goods, made of the
pattern, the color or the combination of the two, which serve mainly as marks. 525 (6) £<#EB 1%

P ER AR B S R EE T H A SR 0 SRR IR AN BT ) OR




Definition of a design — EU  RR¥ AN B & X

= Article 3(a) of Council Regulation 5 =% (a) :

‘Design’ means the appearance of the whole or a part of a product
resulting from the features of, in particular, the lines, contours,
colors, shape, texture and/ or materials of the product itself and/or

ItS ornamentation. #NW it 2 B %. BE. k. R, ARESM (8 K
TIPSR (B0 AMPORFEEARE BT P2 AR BN P2 i Bl H A — 34 i A

I | FERC_ O

| ines colours shape texture
Sentours - PRSI

materials ornamentation



Visible I

Designs have to be visible to claim the protection. A#marwns
FIAMIL A 52 31 R

CN: #H

‘aesthetic feeling’ not only implies certain degree of beauty, but also
shows the visibility of the design, product must be perceived by visual
senses or be determined with the naked eye ‘& (KR A kL Wit
T —EWRPRE, RN AP ERA M, AT DARE P HR WL 52 3]

EU: s
Art 3 CDR ‘appearance’ implies a design is what we can see and
something visible 4’ FoRik it LA 8RB
Art 4 CDR excludes protection for non-visible component parts of
complex products HERk 7% 5 44 7= i AN AT A AR G A4



Product 7=

= CN: Design is for a product. A design draw on a plain paper may be
protected as a copyright work. A design printed on the wallpaper
may be a design patent. AP TZ =SSN E . 4R E R A BE 2
FEANERRI I 244, ENFEREAR BB I TH T BERe AN e it F)

= CDR Art 3(b) : Any industrial or handicraft items £ TkaF Tk




Example Cultural & Creative Industry — Architecture
A= A 7 T A S5 —

= CN: Guidelines for Examination (Part I, Chapter 3 6.4.3) excludes
fixed building which depends on its specific geographic condition

and cannot be rebuild elsewhere ##iE5r (F—&45, £=2= 6.4.3) %
ST AL TP BR I BEIAYG . A RE T B AL 2 1 [ 2 B AR

= EU: A ‘product’ means any industrial or handicraft item etc. ‘7’
FRAFAAT Tk T ol i

= EU: Buildings are in class 25 of the Locarno Classification % & i i
Wiy RR 2528

= EU: Blueprints, plans for houses or other architectural plans will be
considered ‘products’ and will be accepted only with corresponding

indication of prinfed matter’in Class 19 of the Locarno Classification

BE, BRI ARSI TN 7, U S RIS KR 19K
ENRIA o 2 S



Example Cultural & Creative Industry — Architecture
B =3 L T B F — 3R

Patent for building?
EH LA ?




Color gite

= Mere color cannot be protected as a design. A

combination of color and shape/pattern is ok. #—@Erae
YERSNBE R Bt 5 TR o B 5 (4 4 22 T LA




Merely functional 1Y B thhgE:

= EU: Article 8 (1) CDR

A Community design shall not subsist in features of appearance of a product
which are solely dictated by its technical function. 1 HE AR IhHE A v 2 17
FRAE R AN BETE M FE [FAR ST o

Art 8(2) also excludes “must-match” and “must-fit” designs k17 AL’
it

= CN

No clear requirement. Same may be concluded from “aesthetic feeling”
requirement. HICEARARE, HMN SEE AHEN L E A AH R 1) 2R



Merely functional - Exclusion of spare parts in EU
Y EA TREM: — 78K B & B AR

Directive 98/71/EC

Article 14: Member States maintain existing legal protection as to the use
of spare parts for repair with the possibility of modification if it leads to the
liberalization of the market. %k 5t FEl Ok B BIA AR AT BE S B0 1) B ALK
HA UGS A] REE A 4R 12 250 A% FH AT ORAP O REZE o




Merely functional — spare parts in the countries
B DIRENE — 728 A 5 & ERIFIE

Spare parts — National situation #5144 — & E XK KI1H 0L

B  Full protection

. Liberalized

|}  Suigeneris regime

y.
]\'f( - i)
Andrade 2013 .



Merely functional — spare parts X EAGThfg!: — &4

= Spare part? #1f? .

\‘h: | d ‘I h.:}\l g,
000304274-0004 000936281-0005

component of a complex product?
SR b B BB ?

dependent upon the appearance of

a given complex product? BuukF4EE
SR AL ?

same appearance generally used
for the purpose of repair? 4z &1
I TR 2

was the component of the same
appearance fitted at the moment
when the producer lost control over

the complex product? 44 r= & A f iz
i 5227 N5 SR A SN AH R ) 6 A1 2



Requirements — CN 1 H R 244

Novelty w:sitt

no prior design, no prior application relating to the identical design
AN T IA W EAEEHC ik Hp i

Significantly differ from prior design or combination of prior
design features 5uit s it s B HoARKHE 144 A0 b 2 91 8 X 51

(“inventive step” overcome by “unique visual effect” ‘@it Mt ERALER
)

Not in conflict with the existing legitimate right 4 5k A fEH3
(RS PRV CHILEPLIES



Requirements — EU RE KRS B4

1. Novelty (Art 5 CDR)

no prior identical* design; FEAH A AN

* Design shall be deemed to be identical if their features differ only in immaterial details. %
AR AE AR B AT B AN, 0 N AR 9 AH [
2. Individual character (Art 6 CDR) 451

sthe overall impression it produces on the informed user differs from
the overall impression produced on such a user by any design which
has been made available to the public %ni# 76 il B4 T e H A AT {2
A 1A Z T AR TEA W A [5] 1R AR B R

»the degree of freedom of the designer in developing the design #it#
FETER PB4 B AR EE



Requirements — EU RE KRS B4

* [nteraction between “same overall impression” and

“degree of freedom of the designer’ &N % 5%t A i
FEIAE X

= (+) Interaction between “degree of freedom of the
designer” and finding “different overall impression” =it
ERE )RS NEIUE LN 0SS

= (+) “Same overall impression” (+) if designs do not have

“significant differences” (in case of high degree) =i &%
ENRECETHWE BHEXH]  ChHit A BER SR



Made available to public = CN #HE# AT’

Article 23:

The prior design referred to in this law means any design known to the

public before the date of filling in China or abroad. A&ikLprFrEif #it, £
HIE H DLRTAE B A AR A AR BT RTE BT

(Absolute Noveltyz:xf 7 gitt)



Made available to public — EU B ‘AT

CDR Art 7 Disclosure #i#
*‘In the sector concerned’ #EAi<fril -- wide approach
*EU + outside EU Rk & A 4h

Case: Green Lane Product v PMS [2008] FSR 1 %#

=the sector that consists of or includes the sector of the alleged prior
art, not limited to the sector specified for which the design is applied for
BFEEIFFAR T N 2R AR o E s 2 47k

=|.e., use of spiky balls as massage balls could be taken into account

when assessing validity of spiky balls as dryer balls f#itn, 7&%1%E #tTERK
BT RIS A7 7 8 75 HE B TR KA Dy 4 JBE R ) A FH vk HL P 52 il



How to compare — CN e [H/E A
Normal consumer i i 2 #

sEnd user or Purchaser? &4/ F ik W g3 2

=Supreme Court decisions in 2010 increased the requirements of the
capabilities of general consumer saying the general consumer shall
have the common sense understanding of the products in the same

class or category and even knows design trends 20104 (& | A& ferg) 1
I E B E TR, R BOE R E R A it E. IRIEHAUE, — RO
%ﬁ&?ﬁ%ﬁﬁﬁﬁ@ﬁ%ﬁ, R F [ 287 i ) B AR T SRR B8 RN 7= B AR it 2 T X
7 R — FBCR

=Move towards “informed user”? ¥ 37 &0 B 7 2



How to compare — CN fEdEHEA KK

Supreme Court Case Honda 2010 =& S5 AH %

Principle: Overall observation and
comprehensive judgment

BRI, Zia H

“freedom to design” known T & it EH B

The Supreme Court revoked the first and second instance judgments
on the invalidity decision, saying the changes in the sectional design
features rather than the design of the vehicles as a whole is what would
draw the general user’s attention. &Rl A —BiH 283 2 5 NG5 4 Rl T
T S T AR AL BB T HRIE B AR AT R SRR AR



How to compare — EU 7B PB4 LU

Informed user st

=Be aware of existing ‘design corpus’ % iz i rIAH < B — E 1 T i

=Will know where design freedom is limited by functional concerns 4ni&#
T E 2B T i Dy Re

=Unlike the relevant consumer for TM law, the informed user does not
suffer from imperfect recollection, because he can compare the two
designs side-by-side 5 7brik i st & AN F, X B AN R R DL EBAE AR T

JAE—RE bLAR, L FEA 2R SR YE = A R A T e 45 7 i (Proctor & Gamble v. Reckitt
Benkiser [2008] FSR 8)

=In short, it is normally the people between the average consumer and
the experts in the sector concerned —f/~F il 1 27 & AT AL £ K 2 1]

— Conseqguence %

— . no extensive design expert opinionNs A& ik i+ 5 i i,

» minimal differences will not suffice to exclude infringement claims 2 &
Bt XA RE ML B 22 0l T A AR IR AL r



How to compare — EU EREE ALK

Overall impression

=‘_.. the overall impression of a design is what sticks in the mind after it
has been carefully viewed. ... the task of the informed user is to reach
an overall impression of each of the two(or more) designs and then to
ask whether those overall impression differ’

CRBAREN G P A R AR ) R E M T R X SR TE BV R L N AE RIS
PEEADBT IR 00T 7B R 5, B RAITIXAN BRI R 2 A AR 2 Ak

(Lewinson J. in case P&G v Reckitt Benckiser [2007] EWCA Civ 936)



Case ‘Fiat’ v ‘Great Wall’

eSS ES

Fiat Panda




The Italian Court = K F: Rk

= Considered the two models and took into account a report by a
technical expert withess on the comparison of the two car designs= &
TR GAE N AR ZE Bt B0 oAl

= “Qverall impression” refers to how individual parts influence the
impression on the final form of the design. Under this broad test, the
two models need not be identical in design so long as the overall
iImpression is similar — “ERENG”  F8 12— A BT AP BT iR 2B AR A1
JEHISEM . FERAFEZ BRI ARAE TS, PN R BN AR AL, R AT A 58
S A E R AT LA

= The degree of freedom: standard design does not mean no space or
chance for creation. Various combinations may be available and lead
to difference. ¥itHIEHE: FRERIIEARRERGQER2. BHE KA
DL i e AN [ (1 20 G T8 B[R] B e 380

= Held: the GW Peri does not look like a different car but is a Panda

with a different front end and granted a preliminary injunction il &
GW Peri5Pandaf{ fE R s AN, 5 T Ilu 254



The China Court  [E:Fe )

The significant differences in the front end and the rear part were
what the consumers were most concerned about and that such
remarkable differences would not mislead consumers to confuse the
two models. i 2 & & oeiE i 2 B s G S 528 2 5, XA R 2 2 RS B
W HIRIE o

Held: remarkable differences on the front view, and there is no
Infringement & 83 %51, MR

Note, this is the judgment before 2008, while the newer case of
Honda 2010 shows the tendency that the method adopted by China
court is approaching the method adopted in the EU, but still coming
to the same result &, X/Z20084F 2 FrffHI, b iA B Z 2 104K 41

o AR BAFE Y VA Be R FH 1 2y 20 [ R By AR & s, REWA 2T
25 KA —FE



The scope of the Right/Protection BUFI{#4 )75 H

= Territory :
China mainland +E k& vs EU 28 member states k¥
28 [E K

= Duration :

CN: 10 years +4vs
EU: 5Syears, renewable 4 times, up to 25 years 54:-254

= Same Iin exclusive rights to use and to prevent

unauthorized use , but ‘use’ is different = ¥ # 2& - HEH,
A PAFHIE RS RTBAE R, (BEXF A B EE AN



Exclusive rights — CN FEKEHH

= Article 11: After the grant of the patent for a design, no entity or
individual may, without the authorization of the patentee, exploit the
patent, that is, make, offer to sell, sell or import the product

iIncorporating its or his patented design, for production or business
purposes.

= 1L AP R RIREE TR, AR R B N ARG TR RV AT

, WAL LR, IASE N AE HRE. HE. rinmeg. Sto
HAMR B LA o




Exclusive rights — EU KL

Article 19(1) CDR: A registered Community design shall confer on
its holder the exclusive right to use it and to prevent any third party
not having his consent from using it. The aforementioned use shall
cover, in particular, the making, offering, putting on the market,
importing, exporting or using of a product in which the design is
incorporated or to which it is applied, or stocking such a product for
those purposes.iF it U3 [F] & SN B THIR T ACR N HRfd R4S AL, FHEREIE
A28 =5 AE R R B N R & [R) 2 A FHAZ AN 1o 1248 FH o il L 35 X 1% 40
e A T Y AN v K INIE /5 0 O i N R B A AR
AMRBETTH I b, BCE N T RTIR B B TAEAE 177 5 =5

Note: Exhaustion In EU 7ERCERR] 55 55






Where to apply ZWEEHE

= CN:
One choice, SIPO (Art.3) ME—ik %

= EU:
Three choices - OHIM ; national office; Benelux Design

Office, convenient and no significant delays as the offices shall
forward the application to the OHIM within 2 weeks (Art. 35)

= Fize £



Materials — CN [EHEME

Must (Art. 27):
=Request i# K 1
=Drawings or photographs of the design iZ 4 & i i1 & 2l 1E
=Brief explanation X1 7MW 5 11 (1] 18] £ 1 B
— Potentially allows to better protect design features that are incorporated as parts
of products (amended 2008) R §& X}/ fb B A4 (1) B THRFAIE B 58 4 1 PR 3

— Potentially causes problems when interpreting the scope (limitation?) &R LR 7T
[ AT B> In) @

May:
=Sample or model %7



The extent of protection — CN H [E SR i 3E H

Art 59(2) of Patent Law:

*The extent of protection of the patent right for design shall be
determined by the design of the product as shown in the drawings or
photographs. The brief explanation may be used to interpret the design
of the product as shown in the drawings or photographs.

B HNEHBIRK B 25K AN BCTH B AU ORI YE B LLR 7S AE B R B B8 A
2 B AN e, AT B AT DL TR A B R P s B i
AP o



Materials — EU W Gl

Must (Art 36):

a)Request for registration 3 fti% sk

b)Information identifying the applicant #i& A 5 735 B
c)Representation of the design suitable for reproduction or the
specimen AUt & 2 L A

d)Indication of the products i#— i

May:

a)A description explaining the representation or the specimen xf# iAot
ENEAEBE

b)The classification of the products 7= #1432

C)...



The extent of protection — EU BHECH V5

Art. 36(6) CDR

*The information contained in the elements mentioned in paragraph 2
and in paragraph 3(a) and (b) shall not affect the scope of protection of
the design as such. 2. 35K (a) (b) T T2 3 i B AF 145 BAE 71 _E A5
AN T 32 PR R

=|.e., the representation is what limits the scope of the
protection to a design ik Bse & S R



Applications — CN = [ {7 20

a)
b)

C)

one design —misit

similar designs for the same product @& misiLl ErLisk
W5

designs for set products in the same class m¥E—#5 %
225 B A 72 i P I P R 3

)
{ 20
- \ - ), Tﬁ:é_ N g,. 6'4
‘&/&\ A onRsg s l"" il ) :
" ;./ \\’t&é’ @ - ‘



Applications — EU Rk ¥ iE 720

a) Registered Community design sttt fsh i it
b) Several designs may be combined in one multiple

application; except ornamentation only for the same
class products zwiism Ll a £ A FMIBE, (E S 4

Note: multiple application leads to different fees and can be

dealt with separately. (Article 37 (4)) zmirdiEar=4ER %A
o H A TR MU IS 4 73 30 £



The submission approaches #kHr$#58 77 5

CN:

a)Personally hand in to the counter or via an agency & 1 #58
b)By Mailing HE%ZF

EU:
a)Personally hand in to the counter of the offices & 118
b)By Mailing HIZF

c)By fax and then hand in the originals within one month 4e{% &, J&57E
—H AN L



Fee structure #H

China

"RMB 500, combined application is regarded as one piece of
application 5007t, &3¢ iEM A —1 i

EU:

»Registration € 230, additional registration 2 to 10 =€ 115, > 11 = €50
M 92300k E L ISR, BEN—IN1156K (552-107) 508K (ZE11TZ J5)
=Publication € 120, additional publication 2 to 10 = € 60, > 11 = €30,
T120KK; TEZTUHERS, HEh—Ii60kk (552-1051) 530Kk (H11Ti J5)
=Deferment of Publication € 40, additional publication 2 to 10 = € 20, >
11 = €10 IR AA %k 408%; (EZIERIERE, HIN—I20Wk (552-1050) 310Kk (5511
2 &)



Grace period 7[R

= CN: 6 month, but only If iR k& B 613578 B 15 H ARG H
, B NG/, Assmaitt.

a) at an international exhibition; e+ [E BUfs £ /pal &N 1 E bR Y 22 b R
ibF

b) at a prescribed academic or technological meeting; e #i e i 22 AR 2518 8k
FEARS W RN

c) was disclosed without consent (vindication) i A\ &£ d1i# A A 2 i it 22 1
N2 )

= EU: 12 months 127~ H

(own commercial use or vindication) (Article 7(2) &c s
FIER) A 28 HR A IR 21T ¥ 5 3 1A 2



Priority it/

= CN:

— Convention priority of 6 months for prior foreign filings R~ 21 %1
7E FIXF 64 H A R B A G

= EU:
— Convention priority of 6 months for earlier design or utility model

filing#R4k 2 23 € HUxT 61> A A R 1 AN BT elesie P g 2 He

— Additionally: exhibition priority (Art. 44 CDR) J& %At 5



Case: Bundesgerichtshof (Pastry Press) (I ZR 126/06):
=N

Plaintiff : Chinese manufacturer &4 &4 @4 A

- being granted design patent in 2002, China for its pastry
PresSSes 200247 i [H Hifd Wl s i1 % Fl

- supplying pastry presses to a UK-based company
between June and October 2002 200246510 A 143 [ 2 714247 5

Defendant: German company w4 & [ 4 7

- marketing identical pastry press i = i



Case: Bundesgerichtshof (Pastry Press) (I ZR 126/06):
=N

* The Federal Supreme Court : the wording of the provision
does not exclude the possibility of the disclosure taking place
outside the Community, provided the design can become known to
the relevant specialist circles in the Community. B msBi: MK

MERE, HIFRABRER B Z I A TP R “gc 7 R RENE, DUONERER N AR T
FAA AR R IR

= Regulation amended in 2004 o4t T 414

= Art.110a(9) ... Pursuant to Article 11, a design which has not
been made public within the territory of the Community shall not

enjoy protection as an unregistered Community design. R 5114,
FESE MRS A 9 AT BN B T A AE Y ARE N AN T 32 2RI



Practical Advice #iy

Register the design in OHIM within one year when it is
disclosed publicly outside EC, as first disclosure outside
EC does not lead to UCD protection, but ruin the novelty
and the RCD protection.

AV Nz AE SN THAE R B RS A 9220 H A T OHIM HH BT A 23 [R] 4
SMILBETT,  ROYAERR B2 2 S e ANMXAS =15 BIARE M UL R R S e it
HIPRT, B2 SN BT AR AL A 2L R AR S s T (0 OR 7 o



Side note on UCD  HEyE M =03 [E142 A0 W 156 118 157 =) 05

= Unregistered Design stk it
= |mportant for a few industries with short design life
CYCleS skt fir s i i AR 5 2

(e.g. creative fashion industry i 27=)

Has serious limitations over reqistration st H# s i 4 15 K i
il

- 3 year term only »%4irE34EN

- protects only against direct copy R{#y B2

- difficulty in providing evidence of first use 1R 24t y) s FH 1IIEE



Examination #&#&

= CN: Preliminary examination b

Duration: approx. 8 months s4A

= EU: Examination as to formal requirements for filing
(Article 45 ) R pmmeahisest



Requirements for representation before the officefte A %k

Required for foreign applicants x40 aiit#% sk (except filing in
E U s 55 pa 1 o5 4 00 A T )

*CN: Properly approved patent agencies ittt
"EU: Art. 78 CDR

— Lawyers of the member states p& 5 & 4

— Professionals listed as professional representatives for community

design or trademark matters %13 i (¥ A A F SN BRI AR B BERE
YN

Example: UK lawyer #E#T (yes)

German Patent Attorneysi# = iiEELFUEA (Yes, if listed)
European Patent Attorney Ex84#F4L# A (nO)



Invalidation Itz

= Relevant Authority #H¢HL#)
— CN:
« Patent Rexamination Board of SIPO L H|E & 514
« Adminsitrative litigation in the Bejing Courts Jb50id:Fe, S 4T EIFA
« Surpreme Court # =kt
— EU: Two Ways

* OHIM* 1st inst. Design court (DE: Landgericht)
WK S N E T 3 P A R 1 [ 5 — AP T B

« Board of Appeals** 2nd inst. Design Court (DE: Oberlandesg.)
HiFR e YR o] DYk S N

* General Court of EU DE: Federal Supreme Court
K S8 JE VA e A [ B S e v v e

« Court of Justice (all can refer to Court of Justice)
QAR T A #n] AR AZ B WK BV e

*Invalidation rate LK HZ: 60 %  **Confirmation rateffiih Z: 50 %



Invalidation — CN 1 [E 4%

= Main ground for invalidation: Identity or similarity

compared with a prior right (Art. 23) 328305 2 584 i
T W 51X 51

= Supreme People’s Court (Midea vs GREE)#: w21t /%

= Attention should be given to the overall visual similarities rather than

to the partial effects generated by the distinguishing features ¢t 4
82 1% e BEARAI 0 R AR AL 2 AL T AS A2 SR R REAGE 7™ AR 3 23 38U



Enforcement China  E ik BiR GResF 78O

= Litigation in the courts Jfia
— Injunction &4
— Damage award 1513 54
« Loss of patentee % FIRUA 4 2=
« Infringer‘s gains 1R i 15
« Royalty based 7] 2%
- Statuatory (RMB 1,000,000) + plus attorney cost ¥£5€ (15 7)) +{CH 2%

=  Administrative complaint 17 B3 JF
— No damage award, but fines possible % i E %, T HER 11 K
— Seizure of goods F1#7



Enforcement China  E ik BiR GResF 78O

= Pre-action rights Ti4T3)
— Preliminary injunction (within 48 h, if request is complete) I} 254>
— Evidence preservation order iiF #fE 4

= Complexity &4«
— Evidence preservation iF#E{#4:



Enforcement China = [E 3 yEIkR

Beijing Higher People’s Court Guidelines for Determination of Patent

Infringement (September 2013), Section 70. to 86. 1t im % A Rkt (
LR AERRE)  (2013) , 2570-86%%

Infringing design must be in same or similar class to be determined by its use

YRR AN R S (R B EAPIRED A e SR A [F) 5k

AR .

Normal consumer with defined knowledge and cognitive capability— & 2% & 1

FNIR KRN I RE 77 9 4 W A v

Whole observation and comprehensive judgment B& M8, 24 Fikr g 5 )
“clearer standard 7 5 i 28 bR UE

Overall visual effects determined by X #ME A T I EEARAN 5 20 5 B8 H A 520 1) 42 «
(1) the part which can be easily viewed directly in the normal use of the product compared
with other partsy™= iy 1 {8 B B 25 & 4 B B 82 21 i) 58 A AR X T HAth 5647 ; or(2) design
features of a design which are distinct from those of the existing designs 7MW B¢ iH X 3 T HlA
W B BCTHRFEAR X T A0St ) FAR B TR Ak



Enforcement China - The Neoplan case Jé %%

Neoplan Starliner Zhongda A9 coach

= Notarized Purchase of 1 mio RMB 11 /3 7t A iE g 3
= High damage award (Beijing No. 1 court, 2009) &4 (451 2 I 4
— RMB 20 million plus RMB 1.16 million for Neoplan's legal costs
200075 o B R s 1 ) 116 5 JuiF A & BE S H

but, novelty issue which let to invalidation (2012) 124 {75 %k s # g v 7
R I



Enforcement Registered Community Design
M 2L R AN T B S it

Litigation in the community design courts (A. 82, 83 CDR) #3t[F1%
ATV VR 1A
— At the state of domicile 13 it it

- Defendent‘s domicile (if in member state) J& 5 e Chn 52 B A 51 D

« Plaintiff‘'s domicile (if in member state)#{ 15 FT el 52 KR 2 % 52 D

« OHIM:'s location (if none is in member state)J& 15 AT ZE Ll S AR AS 2 WK 2R A 52 6D

— At the place of actual or threatened infringement SzPFrEk ] GE4Z AN A& 4=
« No community wide decision; “no spider in the net” ¥ H- /N 7E KR B 4155 3%

Sanctions (A. 89 CDR, national laws) #i3#
— Injunctions 2% 114
— Seizure of goods and specific manufacturing equipmentf1ff{=2 £ i o H il iE N 28
— Damages according to national laws Ji 7 FEZHEH & 1 Ho At 1) 32



Enforcement Registered Community Design
M 2L R AN T B S it

= National laws become applicable [ pyikitiE i
— Cost JFiA % H
— Quality i
— Predictability A Fim i

= Locally experienced counsel needed 7 B4 246 ) 24 1 k4 61 1]

= Decision on cost % /4 Hic it 4wk



European law of infringements — Apple vs. Samsung (DE)
R E AR TR E - SERF =A% (D

= The registered ',
design EME \
No. 000181607 \

0001.2 0001.3 0001.4

0001.5 0001.6 0001.7



European law of infringements — Apple vs. Samsung (DE)
R E AR TR E - SERF =A% (D

= The accused infringing product R 8 5




European law of infringements — Apple vs. Samsung (DE)
RRE R TRAAAE - SERIF=E R (1)

= Disputed points i &
— Jurisdiction of the court for all of Europe? [t 75 B A 4 W i B FERL 2
— Urgency for the Preliminary Injunction? Il 254 ) 530 14 2
— Validity? 3 %1% ?
« Inconsistent drawings A~ — 3%
« Merely technical features {XAY B4 T Re 14 FEFAE
e Prior art A & 11

— Infringement? {241 ?



European law of infringements Apple vs. Samsung (DE)

BREDE R R T RAE - FRIF=EF (5
Jurisdiction of the court for all of Europe? %t /& 75 2 A3 4R e AL

Respondents are Korean company and branch office # 5 %ﬁ%ﬁélﬁ AR E )7 3

s the branch office an “establishment” under Article 82(1) CD 7y R CDR
82 (1) k= BRI ?

- Joint management structures B % H

- Joint use of Samsung brand on internet & trade fairs 7 % 2% Fl 75 <= |- 3 6] 48
=R

« BUT, branch as legal entity entered into agreements and issued invoices in its

OW722 naE?;e B2, Zn 3 elEAMSIIENESMNITLEFY, HULE R4 X

Therefore: No international jurisdiction outside Germany of the adjudicating court.

R, B E LB AR E 2 A E A



European law of infringements — Apple vs. Samsung (DE)
RERE R TR E — SERIF=E R ()

Urgency for the PI?ilad 254 1) Sia 1 2
Uncertainty to what German design would look like ASGEHf & 18 [ f) ¥ 1T e A 4kt

Introduction in the US is no indication of what German product would look like 3/ g8 M
% EH AT A1 R0 E E 8 1 i AT Ak

Country modifications exits 7EA 7] B 85 & 17 72 & 1 F L2 f A A
Earliest publication is in consumer magazine X Rij /& 7ETH 2t 42 & I ATT

This publication is less than 4 weeks before filing of the PI (even though 8 weeks may
be allowed by the court) W22 LE IR 254N 2N ET AT OXEVERBATA Al RE L
VES S PN H R )

Therefore: A finding of urgency cannot be denied

RIIASE : B S B Rk



European law of infringements Apple vs. Samsung (DE)
RERE R TR E — SERIF=E R ()

Article 6 (1) CDR

A design shall be considered to have individual character if the overall
impression it produces on the informed user differs from the overall
impression produced on such a user by any design which has been made
available to the public (...) before the date of filing the application for
registration or, if a priority is claimed, the date of priority. %n1# f /2 75 3 ¥ 4

W1 X AT TILE A Z T A0 .. FERASFEM BRE R H B2 87, an BB SR
SR, MRS A H HH 2 /D M%Muﬁﬁ%mTHM%%w%

Article 6 (2) CDR

In assessing individual character, the degree of freedom of the designer in
developing the design shall be taken into consideration.
FEVPUT R IETERS B [ AE T R AN BT I B E AR



European law of infringements — Apple vs. Samsung (DE)
RERE R TR E — SERIF=E R ()

“(...) the greater the designer’s freedom in developing the challenged
design, the less likely it is that minor differences between the designs at
Issue will be sufficient to produce a different overall impression on an
informed user. Conversely, the more the designer’s freedom in
developing the challenged design is restricted, the more likely minor
differences between the designs at issue will be sufficient to produce a
different overall impression on an informed user.” ¥it& K E hEkE, it
A BN Z AR g g P B AN RIRREAREN R . M et B H Rl
JEBR R, Wit TR N 22 0 i m] RE 45 R0 1% FH - B S AN R BAR ED A

General Court 55



European law of infringements — Apple vs. Samsung (DE)
R E AR TR E - SERF =A% (D

= |nconsistency of the drawings #~—# 4K

One design? What was intended to protect? —mishsiiit? Zay 242

—— ey

Abb. 0001.6 Abb. 0001.7
i = = J




European law of infringements — Apple vs. Samsung (DE)
RRE R TRAAAE - SERIF=E R (1)

= Merely technical feature? B4 Thaet: 4 1E 2

Conclusion: s \

Minimalistic design can be =
a novel design \/

a7 B B BT AT B e

0001.2 0001.3 0001.4

0001.5 0001.6 0001.7



European law of infringements — Apple vs. Samsung (DE)
R E AR TR E - SERF =A% (D

= Prior Art #i& ¥t

HP Compaq
H % ¥)Compaq

Josathan Ive, Aogie’s Briah desqgrmer-i-cliel, coudd wel luww Lol cngid Ly Jubein
foredeaed Bom i TIGT, e wan agnd Sedweer us and 17 waen The Tomomow Peopie was




European law of infringements — Apple vs. Samsung (DE)
RERE R TR E — SERIF=E R ()

= Infringement ? {2417

Article 10 (1) CDR

The scope of the protection conferred by a Community design shall include
any design which does not produce on the informed user a different overall
impression. 3t FEAR YN 15 T 52 PR3P Yo Bl N AL FEATE AT AR5 T, 1AM T A X
FTE FH 38 AAN [F] AR ED R

Article 10 (2) CDR

In assessing the scope of protection, the degree of freedom of the
designer in developing his design shall be taken into consideration.
FEVPL SZ ORI VBRI, N 2828 BTt 3 AT A AP I Y B EAE R .



European law of infringements — Apple vs. Samsung (DE)
RRE R TRAAAE - SERIF=E R (1)

= Infringement ? {2417

“A great concentration of designs and, thus, only little freedom of the
designer will lead to a narrow scope of protection of the design so that minor
differences in appearance may produce a different overall impression on the
informed user. In contrast, a low concentration of designs and, therefore, a
great freedom of the designer will lead to a broad scope of protection of the
design so that even major differences in appearance may not produce a
different overall impression on the informed user.” it R4 R, &l E B
RN, e FEOHRIIRIFVEEIR/DN,  PLR T S AN 80N 72 01 2 0% 25 v FH P 3
ANFERIEAREIR . M, Bt AN, Bt E R KK 3 B, S8R RiP e
AR K o T8 B = it AU ) 22 AR K AN RERE 45 FN 16 FH 7 38 A [A] AR ED 52

German Federal Supreme Court 7 [F B £ i =% b



European law of infringements — Apple vs. Samsung (DE)
R E AR TR E - SERF =A% (D

= Infringement {2#¢ “large degree of freedom for design” 1R KKt H HE

Direct comparison

| B

Infringement:
" Same overall impression?

R
FH TR ) FE AR BN G

Particularly decisive:
top view and oblique view
s R

AL R AL




European law of infringements — Apple vs. Samsung (DE)
R E AR TR E - SERF =A% (D

= [nfringement{z ¢ “large degree of freedom for design” 1R Kt Bt

S 7

Infringement:
Same overall impression?

Direct comparison



European law of infringements — Apple vs. Samsung (DE)
R E AR TR E - SERF =A% (D

= The decision #|#k

On penalty of an administrative fine of up to EUR 250,000.00 to be imposed by the Court for each
iInstance of non-compliance—or confinement for contempt of court if the fine cannot be collected—

or, 2577 KRG AT BTk BUAAE T IS IR REAIIZ: Bt 1) e 2

alternatively, confinement for contempt of court for up six months or AL RE K16 F W24
confinement for up to two years for repeated non-compliance Z XA JE1T B P4E K 2% (the latter
to be enforced against the Respondents’ legal representatives X4 £ 122 AR [ AbH),

= the Respondents, are prohibited from using any computer products, in particular, from
manufacturing, offering for sale (including advertising), bringing to market, importing, exporting
and/or possessing same for any of the above purposes, where such products have the following
characteristics: {...} as illustrated below
W T B A AR ORAT FZ B I i, GG, NPT DA . YRR & (B4 &)
JNTI 5. 1 EUR(ER) My 3k H A7, a0 SR 1207 AT R AE -

=  The amount in dispute is € 2,000,000, of which € 1,000,000 is attributable to each Respoﬁdent, and
the amount attributable to the Federal Republic of Germany included therein, was assessed at €
200,000 in the decision on costs. &% H A2 71, WIS B, oA =7 948 E RO



European law of infringements — Apple vs. Samsung (DE)
RRE R TRAAAE - SERIF=E R (1)

What came later — New prior art in second instance — & HELBLA Kit

Still new K48 2 # i

But lower scope of g
protection {B {4 u 4% ok T S,

nnnnnnnnn

Result: s5 e i
& 5

No infirngement ! A~ 24! = e
co e S e e
o \ sl

The END? kseffs:. ..




European law of infringements — Apple vs. Samsung (DE)
R E AR TR E - SERF =A% (D

= What came later — Injunction still maintained &, 7 EE ek f8 & E A E
UTERYERR TS IR

However,

the injunction was granted under Section 8 (1) in
conjunction with Sections 3, 4 (9) (b) of the German
Unfair Competition Act.

iPad iPad 2 Galaxy Tab 10.1



European law of infringements — Apple vs. Samsung (DE)
R E AR TR E - SERF =A% (D

= What came later — Design changed &% 7%t




European law of infringements — Apple vs. Samsung (DE)
BREDEA S T IRIAALE — SER =2 ()
= What came later — New request for Preliminary Injunction by Apple 3 #
ATIEE R T I A4
—




European law of infringements — Apple vs. Samsung (DE)
RERE R TR AL E — SERIF=E R (H)

= What came later — Invalidity in the view of Prior Art? [XIlf it xk?

Design number : 000181607-0001
A ¥ 15 00018107-0001




European law of infringements — Apple vs. Samsung (DE)
RERE R TR E — SERIF=E R ()

= \What came later

= Article 91 Proceedings can be stayed iFir ik

— If invalidation is pending at another Community design court = #MNI i 178 Rtk IE4E 5
— L [F ARSI BT e B

— If declaration of invalidity has been filed at OHIM # 4N it 7634 5 45 HiE © R 22 FIOHIM

= Invalidity request was pending at OHIM  OHIM IE7E 8 B 3 S 2 B ik

=> German court stayed without injunction LR 1L T Fin, KB TES



Enforcement in a Member State, example: Germany
FE R R I B S, DA [ D951

= Efficient strategic enforcement routes available at early stages

E RT3 AT DR A =543 280 oot 4 it

Warning letter%; p/ Patent Attorney #hW sz iH4REEA

cease & desist declaration {5157 #f

Customs seizure <04 Customs/ Patent Attorney i 5</%& FACH A
Criminal cases Fl# %4 Customs/ State prosecutorii </ AJF A

Preliminary Injunctioniisifz:4 Court of first instan/Patent Attorney— %y Bi//CHE A
Sequestrationr £}/ Sequester/ appointed Expert &5 A L%
Inspection rightsk: 4L

Tradefair enforcement=: 5, &3 Tradefair Panels: %4/~ Patent Attorney£ F4L R A



Enforcement in a Member State, example: Germany
FE R R I B S, DA [ D951

Warning letter =4

=No court litigation (less cost burden), but may delay preliminary
Injunction AHFA (FEkid) , (HR AT REREIR G 454

sElements B &

— Cease and desist undertaking with agreed penalty i 11 4 £ 7€ 1145 1L

— Information request on source, sales & manufacturing figures, client lists KT
KR HEMGIERSE. 204 RS BER

— Cost reimburment request %7 & HE K

=|_egal relevance et

— Avoid cost reimbursement (exception product piracy) in litigation, if

defendant admits infringement 54 5 ACGMZAL W (Brr= mib28) G iria M
o FH A& HH

— Should be followed by litigation, if not answered #%53|[01 & FEiFA



Enforcement in a Member State, example: Germany
FE R R I B S, DA [ D951

Customs seizure (Community Directive EG/1383/2003) <14

=Content N %

— Information on original, infringing product and special features for recognition <75
FEhn s ARBOT EL AR S AR DI R BT IR AE B

— Relevant Community Design #H <3 FA SN 3

— If possible, information on infringer and location of the goods ] f¢[1)i%, RALE IS B
AR B i L E

=l imitation J& R

— Online and in written form with one year validity ™ _E 1 i1 — 845 %504
=Form &

— Only for imports from outside the EU AJ LEFSH M KR B 355 40 3t 1



Enforcement in a Member State, example: Germany
FE R R I B S, DA [ D951

customs seizure e

=Procedure &7
— 10 days response limitation for importer 3 175 ZAE10 [7]1 2

— Destruction of goods, if admitted infringement or no response 1 A&\ IZ AL EE %
AEE, MBI

— Release of goods, if opposed by importer -> litigation 4158 7 X, MR R
Y -- Jrin

=Strategic use g i 1
— Low cost, little risk f£%%/)y, XK

— Prevention of trade fair infringements FH1E%E 523124



Enforcement in a Member State, example: Germany
FE R R I B S, DA [ D951

Criminal action =i

=Procedure &%

— Low cost request with little formalities HiiE A faig, 169>

— Evidence preservation and potential seizure by federal customs officer iF# £r 4 Hi
RN 1 A] e

=Limitation J= R
— Only willful acts HR#Z R HL
— Must be taken up by customs officer/state prosecutor AZiEERES< N F BB & E A 7

— Protection letters are usually effective £ {Zi8 1R G %k




Enforcement in a Member State, example: Germany
FE R R I B S, DA [ D951

Preliminary Injunction i 24
="Requirements Zk

— Community design patent 3£ [F /& 7M1 T

— Urgency is usually assumed, if within 4 weeks of known infringement 7t 2 &AL
AN BN, RIS BB P ER

— Request at court of first instance [ — 8 22 1% 3K

=Effect s
— Seizure of goods and assets for cost reimbursement 1 247 F1It 7= DA A} %%
— Decision within 1-2 days 1-2 K5t 45 5%
— Enforced by court sequester 4 % 5 5 il $h AT



Enforcement in a Member State, example: Germany
FE R R I B S, DA [ D951
Trade fair enforcement =z 5 &k

sBefore the fair =% 5 &2 i

— Seizure of catalogues, brochures 177 5 B F 1 E54% T it
— Customs seizures #3141

=On the fair £ 52 F

— Preliminary injunction enforced by court sequester H17: [ 58 fill A7 11 i 22 4



Questions ?

Dr Oliver Lutze

Manager Shanghai Office, Spruson & Ferguson
FMEEZHFIAFTRAT LBRARLEREAR

E: oliver.lutze@spruson.com



